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In the Court of Appeals ol the District of Columbia. 


No. 2049. 

Edward B. Moore, Commissioner of Patents, Appellant, 

vs. 

John Allen IIeaxy et al. 


a Supreme Court of the District of Columbia. 

Equity. No. 28514. 

John Allen IIeaxy, The IIeaxy Company, and The Heany 

Lamp Company, Complainants, 

v. 

Edward B. Moore, Commissioner of Patents, Defendant. 

United States of America, 

District of Columbia , a#: 

Be it remembered, that in the Supreme Court of the District of 
Columbia, at the City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and proceed¬ 
ings had in the above-entitled cause, to wit: 


1 Bill of Complaint. 

Filed Apr. 80, 1909. 

In the Supreme Court of the District of Columbia. 

Equity. Xo. 28514. 

John Allen IIeaxy, The IIeaxy Company, and The IIeaxy 

Lamp Company, Complainants, 

v. 

Edward B. Moore, Commissioner of Patents, Defendant. 


To the Supreme Court of the District of Columbia, holding an 
Equity Court: 

The complainants respectfully show: 

1. The complainant John Allen ITeany is a citizen of the United 
States, a resident of the city of York, in the State of Pennsylvania, 
and brings this suit in his own right. The complainants The 
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He any Company and The Canny Lamp Company are corporations, 
duly incorporated and existing under the laws of the State of Maine, 
and bring this suit, each in its own right. 

*2. The defendant is a citzen of the United States and the Com¬ 
missioner of Patents, and is sued as such Commissioner. 

3. Heretofore, at divers times, the complainant John Allen 
Ileany, having theretofore invented and made certain new and use¬ 
ful improvements in incandescent lamps and in the art of manu¬ 
facturing the same, pursuant to and in conformity with the Con¬ 
stitution and laws of the United States, more especially Sections 
4886, 4888, 4889, 4890, 4891 and 4892 of the Revised Statutes of 
the United States, and acts of Congress amendatory thereof, and 
with rules and regulations of the United States Patent Oflice, made 
and adopted pursuant to law, did make and Hie in the United States 
Patent Oflice certain applications in writing for letters patent of the 
United States for and upon his said inventions, among which were 
the applications next hereinafter more particularly described. Each 
and every one of the said applications contained a petition, a specifi¬ 
cation and claims, and an oath, all being made, subscribed, attested 
and verified in conformity with law, and at or before the time of the 
filing of each and every one of the said applications, the said 
2 John Allen Ileany paid to the Commissioner of Patents the 
fee therefor required by law, and each and every one of the 
said applications was accepted by the United States Patent Office and 
duly filed or entered of record therein, at the times and under the 
designation or serial number next hereinafter set forth, and each 
and all of the said applications at all times hereinafter mentioned, 
have been and are now pending in the United States Patent Office, 
for the purpose of proceedings with respect thereto, and action 
thereon by the Commissioner of Patents and subordinate officers of 
the said Patent Office, in conformity with the laws of the United 
States in such cases made and provided, to wit: 

Application, Serial No. 238,769, Filed December 29, 1904, 
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312.392, 

312.393, 

312.394, 
320,093, 
320.097, 
326,098, 
332,780, 

332.787, 

332.788, 
339,031, 
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44 


April 18, 1900, 
April 18, 1900, 
April 18, 1900, 
June 8, 1900, 

July 18, 1900, 

July 18, 1900, 
August 31, 1900, 
August 31, 1900, 
August 31, 1900, 
October 19, 1900, 
November 19, 1900. 


344,008, 

4. By an instrument in writing, executed and acknowledged in 
conformity with law, bearing date of September 18, 1908, the com¬ 
plainant John Allen Ileany did assign and convey unto Nathan 
Ilofheimer and Richard Irvin, both of the city and county and 
state of New York, certain of his said applications, to wit: 

Serial numbers 238,709, 320,093. 320,097, 320,098, 332,787, 
332,788, and 339,031. 

And thereafter, by an instrument in writing, executed and acknowl- 
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edged in conformity with law, hearing hate of January 7, 1909, and 
duly recorded on Jauuary 9, 1909, in Liber Y 80, one of the records 
of the United State* Patent Office, on page 25 thereof, the said John 
Allen Heany, Nathan Hofheimer, and Richard Irvin did assign 
transfer and convey to the complainant The Heany Company all 
right, title and interest in and to the applications next hereinbefore 
named. 


3 By an instrument in writing, executed and acknowledged 

in conformity with law, bearing date January 7, 1909, and 
duly recorded in Liber V 80, one of the records of the United States 
Patent Office, on page 27 thereof, the complainant John Allen Heanv 
did assign and convey unto the complainant The Heany Company 
certain other of his said applications, known and designated as Serial 
numbers 332,780 and 344,008. 

And thereafter, by an instrument in writing, executed and ac¬ 
knowledged by it in conformity with law, bearing date of February 
23, 1909, and recorded on February 24, 1909, in Liber C 81, one 
of the records of the United States Patent Office, on page 80, the 
complainant The Heany Company did assign and convey unto the 
complainant The Heany Lamp Company all right, title and interest 
in and to the applications for letters patent named in and conveyed 
by the two assignments, hereinbefore described. 

5. On February 8, 1909, one A. F. Kinnan, principal examiner, 
Division 37, of the United States Patent Office, did make and prefer 
certain charges against the complainant John Allen Heany, a copy 
of which is hereunto annexed, marked Exhibit A and made purt 
hereof, whereby it was alleged: 

(a) That on or about December 29, 1904, the complainant Heany, 
through his attorney, Henry E. Kverding, filed in the Patent Office 
his said application Serial number 238,769, and, while the said ap¬ 
plication was still pending, there were filed in the same division of 
the Patent Office, and under consideration by Ned W. Barton, assist¬ 
ant examiner in Division 37 having charge of said application, 
certain applications made by other parties for United States letters 
patent for alleged inventions substantially the same as the one set 
forth and described in the complainant Ileany’s said application 
238,769; That on August 31, 1906, the complainant Heany, through 
his attorney, the said Everding, filed an application for an improve¬ 
ment in tungsten filaments for incandescent lamps, which was num¬ 


bered Serial 332,786, and was a division of his application Serial 


number 238,769, above mentioned, and, on September 12. 


4 1906, the said Barfon caused a letter to be written to the 


said Heany in and with respect to his said divisional appli¬ 


cation, to the effect that the claims contained therein were allowable, 


but that the allowance was withheld in view of a possible interference. 
That thereafter, in October, 1906, for the purpose of enabling the 
said Everding, on behalf of the complainant Heanv, to place in said 
divisional application Serial number 332,786, certain matter relating 
to the use of paraffin as a hinder for powdered metal used in making 
the filament, which material was neither in the original application, 
nor in the said division thereof, and for the purpose of enabling 
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the complainant Ileany to file an application for a colloidal process 
for the making of such filaments, which was not set forth or de¬ 
scribed in any application of the complainant Ileany then on file, 
as a division of his said application Serial number 238,709, and thus 
obtain the benefit of the filing date thereof, the said Evcrding and 
Barton, on behalf of the complainant Ileany, removed from the 
files of the Patent Office the first two sheets of the specification form¬ 
ing part of the said application Serial number 238,709, and substi¬ 
tuted in lieu thereof, two typewritten sheets containing, among other 
things which were not in said specification when filed, a reference 
to the use of paraffin as a binder and also a description of the use 
of metals in a state of colloidal suspension, instead of the metal in 
powdered form. That the complainant Ileany aided, abetted and 
connived at the said acts of the said Evcrding and Barb n. That 
thereafter the said Barton, on behalf of the complainant Ileany, 
inserted, by means of a typewriting machine, on page 1, line 1 1 of 
the sheets which had been fraudulently substituted in the said appli¬ 
cation Serial number 238,769, the words, “pure chromium, molybde¬ 
num, thorium, manganese or alloys of”, and on the 19th line of the 
said page, he also inserted the words “or osmium, cerium, niobium, 
tantalum, vanadium or boron and silicon ’, and on page 2, line 5, 
of the sheets so substituted, after the word “hydrogen ’, he inserted 
the words “or nitrogen. ' That on August 27, 1906, the said Barton 
caused to he written to the complainant Ileany a letter in 
5 reference to the said application Serial number 238,769, re¬ 
quiring division thereof. That no action was taken in the 
said case by the said Evcrding or the complainant Ileany before the 
28th of August, 1907, but the said application was abandoned. That 
thereafter the said Evcrding prepared an amendment to the said 
application Serial number 238,709, and the said Barton, at his in¬ 
stance. and on behalf of the said Ileany, placed the same in the tiles 
of the said application and fraudulently stamped the same and 
entered it in tlie Examiner’s Register and upon the file wrapper, as 
of the date of August 26, 1907. 

(b) That in furtherance of the purpose for which the specification 
forming part of the said application Serial number 238,709 had 
been altered as aforesaid, the said Evcrding, as attorney for the 
complainant Ileany, and on his behalf, prepared and transmitted 
to the Patent Office a letter, thereafter known as amendment B, to 
be entered in the matter of the said application Serial number 
332.786, wherein he directed, among other things, that on page 2, 
line 1, of the specification forming a part thereof, the word “starch” 
be canceled, and the word “paraffin” he substituted therefor. That 
by reason of the said fraudulent changes made in the said application 
Serial number 238,709, and because the said application Serial num¬ 
ber 332,768 was stated to be a division thereof, tlie word “paraffin” 
was inserted by the clerk of Division 37, as directed by the said 
amendment B, where it now appears. That the complainant Ileany 
aided, abetted and connived at the aforesaid acts of the said Evcrding. 

(r) That, in furtherance of the purpose for which the specification 
forming part of the said application Serial number 238,769 had 
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been altered as aforesaid, the complainant Ileanv, through the said 
Everding, on November Hi, 1906, tiled an application for the process 
of making filaments for incandescent lamps from the colloidal form 
of metals, which said application is known as Serial number 344,068, 
and which contains the following: “This application for patent is a 
division of my earlier application filed December 20, 1004, Serial 
number 238,760.” That the said statement was false, for the 
6 reason that the subject matter of the said application Serial 
number 344,068 had been fraudulently introduced into the 
said application Serial number 238,769 as aforesaid, for the express 
purpose of laying a foundation for such a divisional application. 

( d ) That, on April 18, 1906, the complainant Ileanv, through 
the said Everding, filed three applications for letters patent, which 
were thereupon received and entered of record in the Patent Office 
as Serial numbers 312,392, 312,393, and 312,394. That on No¬ 
vember 6, 1906, the said Barton caused to he written in each of the 
three applications last mentioned, a letter to the said Ileanv, requir¬ 
ing a division thereof, and that no action was thereafter taken in 
any of the said applications hv the said Everding or the complain¬ 
ant Neatly before November 7, 1907, and the said applications were 
abandoned. That on or about November 5, 1907, the said Everding 
and Barton unlawfully removed from the files of the Patent Office 
the specifications which had been filed with, and formed part of, 
the said applications, and substituted in their stead certain false 
specifications, and the said Barton forged to said specifications the 
name of the complainant Ileanv and the names of the two witnesses. 
That, on November 7, 1907, the said Everding prepared an amend¬ 
ment to each of the said applications, and the said Barton, at his 
instance, and on behalf of the said Ileanv. placed them in the files 
of the said application, and fraudulently entered each one thereof in 
the Examiner’s Register and upon the file wrapper, as of the date 
November 7>, 1907. 

( e) That on .Tune 8, 1906. the complainant Ileanv filed in the 
Enited States Patent Office an application for letters patent, which 
was entered therein and designated as Serial number 320.693. That 


on November 17. 1906, the said Barton caused to be written to the 
complainant Ileanv, in and with respect to the said application, a 
letter rejecting the same, and no action was thereafter taken therein 
by the said Everding or the complainant ITeany, before November 
18. 1907. and the said application was abandoned. That thereafter, 
the said Everding prepared an amendment and the said Barton, at 
his instance, and on behalf of the said ITeany, placed the 
7 suite in the files of the said application, and fraudulently 
stamped and entered it in the Examiner’s Register and upon 
the file wrapper, as of the date November 2. 190/. That tne said 
amendment was not responsive to the last official action and did not 
operate to save the application last aforesaid from abandonment. 

(f) That on June 18, 1906. the complainant ITeany filed in the 
Patent Office two applications for letters patent which were entered 
of record therein and designated as Serial numbers 326,697 and 
326.698. and on November 30, 1906, said Barton caused to be writ- 
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ten to the complainant Ileany, in and with respect to each of the 
said applications, a letter rejecting the same and no action was there¬ 
after taken, in or with respect to the said applications by the said 
Everding or the complainant Ileany, before Deceml»er 1, 1907, when 
the said applications were abandoned. That thereafter the said 
Everding prepared an amendment in each of said applications and 
said Barton, at his instance, and on behalf of the complainant 
Ileany, placed the same in the files of the said application and 
fraudulently stamped and entered them in the Examiner’s Register 
and upon the tile wrapper, as of the date November 29, 1907. That 
the said amendments filed as aforesaid were not responsive to the 
last official action and did not operate to save the said applications 
from abandonment. 

{y) That on August 31, 1900, the complainant Ileany filed in 
the Patent Of lice* two applications for letters patent which were en¬ 
tered therein and designated as Serial nu in hers 332,787 and 332,788, 
and on Octolier 19, 1900, filed in the Patent Office an application 
for letters patent which was entered therein and designated as Serial 
number 339.031, and, on December 0, 1900, the said Barton caused 
to he written to the complainant Ileany, in and with respect to each 
of said applications a letter rejecting the same. That no action was 
thereafter taken in or about the -aid applications by the said Ever¬ 
ding or the complainant Ileany before December 7. 1907, and the 
said application- were abandoned. That thereafter the said Ever¬ 
ding prepared an amendment in each of said applications and the 
said Barton, at his instance, and on behalf of the complainant 
Ileany. placed the same in tla* files of the said applications 
8 and fraudulently stamped and entered them in the Exam¬ 
iner*.-* Register and upon tla* file wrapper as of the date of De¬ 
cember ~k 1907. That the said amendments filed as aforesaid were 
not rt^i mum vc to the last official action and did not operate to save 
the -aid applications from abandonment. 

And thereupon the defendant E. B. Moore. Commissioner of 
Patents did make and issue to the complainant John Allen Ileany 
and the complainants The Ileany Company and The Ileany Lamp 
Company, as assignees of the said John Allen Ileany. a rule or order 
to show cause, a copy of which is hereunto annexed marked Exhibit 
B and made part hereof, whereby he, the said defendant, did re¬ 
quire and order the said complainants to make answer in writing on 
or before March 1, 1909. as to the truth of each specific charge, and 
t<> show cause whv the said applications designated as Serial numbers 
238.709. 312.392. 312.393, 312,394. 332.780, 344,008 should not 
be stricken from the files of the Patent Office, and. furthermore, to 
show came whv the said applications described as Serial numbers 
238.709. 339.031. 320.097. 320.098. 320.093. 332.787, and 332,788. 
should not be held abandoned. And the said defendant, by the said 
rule or order to show cause, further ordered and directed that, for 
failure of these complainants to make answer or to deny tin* truth 
of any charge, the same would be considered true, and such action 
taken thereon as he. the said defendant, might detail proper; also 
that, upon receipt of the complainants* answer or answers to the said 
charges, he, the said defendant, would set a time for the taking of 
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such testimony as might ho necessary to prove the truth of the said 
charges and that notice thereof would be given to each of the com¬ 
plainants, together with an opportunity to be present and cross- 
examine the witnesses and to produce such witnesses as they 

9 or any one of them might desire, to testify in their behalf. 
And thereafter these complainants requested the defendant, 

the Commissioner of Patents, to hear them upon certain questions of 
law, intended to he raised by them with respect to the said charges 
and the said order to show cause, to wit: (1) The Commissioner 
of Patents was and is without jurisdiction or authority to entertain 
the said charges, or to issue the said order to show cause, or, in the 
event of his finding the allegations therein contained to Ik 1 true, to 
strike from the records of the United States Patent Office certain of 
the said applications of the complainant Heany, or to enter certain 
other of the said applications abandoned, all as and in the manner 
set forth in the said order to show cause, and (2) Certain of the 
said charges, being based on facts which were drawn in question ami 
determined in the trial, of the complainant Heany in the Supreme 
Court of the District of Columbia upon sundry indictments herein¬ 
after more fully described in the 7th paragraph hereof, were res 
adjudicata and not subject to he retried as and in the manner, or for 
the purposes stated in the said order to show cause. And complain¬ 
ants showed to the said defendant that the determination of the said 
questions of law, or either of them, in conformity with the com¬ 
plainants’ contention, would either dispense with the proceedings 
contemplated by the said order to show cause, or modify and limit 
such proceedings to a material extent; and complainants further 
showed that the said proceedings would, unless so dispensed with or 
modified, consume a great amount of time and prove very costly to 
all parties concerned therein, but the said defendant, the Commis¬ 
sioner of Patents, refused to hear the cause upon the questions of law 
propounded by these complainants as aforesaid, and stated that he 
had decided that he possessed jurisdiction and authority to enter¬ 
tain all and singular the said charges, and to proceed and act with 
respect thereto, as and in the manner set forth in the said order to 
show cause. Bv order of the said defendant, the time allowed the 
said complainants to make answer to the said charges, as required 
in his said order to show cause, was extended to March 20, 

10 1900, and the complainant John Allen Heany, on or before 
March 20, 1909. pursuant to the requirement of the said 

order to show cause, did make and file his answer, a copy of which 
is hereunto annexed, marked Exhibit C, and made part hereof, and 
the complainants The Ileany Company and The Heany Lamp Com¬ 
pany, by their joint answer, filed March 20, 1909, pursuant to the 
requirement of the said order to show cause, did make and file their 
joint and several answer, a copy of which is hereunto annexed, 
marked Exhibit C 2 , and made part hereof, and in and by the said 
answers the complainants showed substantially as follows: 

That they had no knowledge and information sufficient to form a 
belief as to whether the alleged wrongful and unlawful acts of the 
said Everding and Barton were commited by them. The com¬ 
plainant Ileany denied that he had aided, abetted or connived at the 
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said alleged nets of the said Everding and Barton. The complain¬ 
ants The Ileanv Company and The Ileany Lamp Company showed 
that they had no knowledge or information sufficient to enable 
them to form a belief as to whether the complainant Ileany did aid, 
abet and connive as alleged. The complainants and each one of 
them further showed that, as to them and each one of them, the 
question of whether the complainant Ileany did aid, abet and con¬ 
nive as alleged, was re* <nljudicata, the innocence of the complain¬ 
ant Ileany in the premises having Ihhmi judicially established and 
determined, pursuant to a verdict of acquittal returned by a jury, 
duly impaneled, in certain criminal causes, wherein the complain¬ 
ant Ileany and the said Everding and Barton had been brought to 
trial, in the Supreme Court of the District of Columbia. And the 
complainants further showed that the Commissioner of Patents 
was without jurisdiction or authority to cancel or strike from the 
records of the Patent Office the application of the complainant 
Ileany, referred to in the said order to show cause, or any one of 
them. 


0. Thereafter, on or about April 3, 1009, Hans Kuzel and others, 
without notice to the complainants or any one of them, filed 
11 in two certain causes, pending in the United States Patent 
Office, entitled Interference No. 27,073, and Interference 
2< ,0 1 4. which said interferences had theretofore been filed respect- 
* 1 complainant ITeany’s said application Serial number 

344.OHO (being a division of his said application Serial number 
23K.709) and his said application Serial number 332,780 (being a 
division of his said application Serial number 238,700), petitions, 
wherein they alleged and charged, of and with respect to the com¬ 
plainant Ileany. and of and with respect to his said applications, 
substantially as follows: 

The petitioners were and are parties to the interference cases above 
mentioned, which involved certain applications of the petitioners 
pending in the Patent Office, and the aforesaid applications of the 
complainant Ileanv, known and designated { is 238,709, 332,780, and 
344,008. That each and all of the said applications of the com¬ 
plainant Ileany were fraudulent, or so permeated with fraud that 
they should be stricken from the files of the Patent Office or treated 
as a nullity, so far as the above mentioned interferences were con¬ 


cerned. and the petitioners alleged and charged that the complainant 
Ileany and the aforesaid Everding and Barton had been guilty of 
wrongful and unlawful acts done and committed in and with respect 
to the said applications of the said Ileany, all and singular the said 
allegations and charges being in all material respects identical with 
the allegations and charges made bv the said Rinnan as hereinbe¬ 
fore set forth And the said petitioners prayed the defendant the 
Commissioner of Patents, among other things, to issue an order, 
directed to the complainants, requiring them to show cause: (1) 
Why the said application Serial number 238,700, and Serial num¬ 
bers 332,780 and 344,008, being divisions thereof, should not be 
stricken from the files of the Patent Office or treated as a nullity 
for fraud and orders entered to that effect, and (2) Why the Com¬ 
missioner of Patents should not thereupon make an order directing 
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the Examiner of Interferences to dissolve the above entitled inter¬ 
ferences as to the complainant lleany. Copies of the said petitions 
are hereunto annexed, marked Exhibit D and Exhibit E respectively, 
and made part hereof. 

12 And thereupon the defendant the Commissioner of Patents 
did issue to these complainants and to each one of them, in 

and with respect to each of the said interference cases, notices to the 
effect that the said causes would he heard bv the Commissioner on 
April 21, 1909, at 10 o’clock a. m. Copies of the said notices are 
hereunto annexed, marked Exhibit F and made part hereof. 

Thereafter, on or about April 17, 1909, and without notice to the 
complainants, the defendant the Commissioner of Patents entered 
an order in each of tlie said interference cases, whereby lie canceled 
the notices of hearing, issued by him on April 3, 1909, as aforesaid, 
and ordered these complainants and each one of them on or before 
May 1, 1909. to show cause as follows: (1) Why the complainant 
Jleany’s said application Serial Number 238.709, and Serial num¬ 
bers 33*2,786 and 344,068, being divisions thereof, should not be 
stricken from the tiles of the Patent Office or treated as a nullity for 
fraud, and an order entered to that effect, and (2) Why the Commis¬ 
sioner of Patents should not thereupon make an order directing the 
Examiner of Interferences to dissolve both of the aforesaid inter¬ 
ferences as to the complainant lleany. Copies of the said orders to 
show cause are hereunto annexed, marked Exhibit G and made part 
hereof. 

7. In or about, to wit, January, 1908, certain allegations were 
made by various persons, including officials of the United States 
Patent Office, to the effect that fraudulent acts had been committed 
with respect to certain of the complainant lleany’s said applications, 
then on file and of record in the said office, and in the records and 
proceedings of the said office with respect thereto, and thereafter the 
said allegations were embodied in charges which were lodged with the 
[ nited States Attorney lor the District of Columbia, and by him 
presented to a grand jury of the District of Columbia, duly sum¬ 
moned and convened in conformity with law, and the said grand 
jury, on consideration of the said charges and certain evidence with 
respect thereto, which was adduced and submitted to it by the said 
United States Attorney, did make and find three certain bills 

13 of indictment against the complainant John Allen Heany 
and others, copies of which said indictments are hereunto 

annexed, marked Exhibit II and made part hereof, whereby the said 
lleany and others was and were charged with the commission of cer¬ 
tain misdemeanors alleged to have been committed by him and 
others in and about certain of his said applications for letters patent 
and the proceedings of the United States Patent Office w*ith respect 
thereto. By the said indictments, which were duly filed in the 
Supreme Court of the District of Columbia at the January Term A. 
D. 1998, the said lleany and others was and wore charged substan- 
tiallv as follows, to wit: 

(1) Conspiracy to defraud the United States in violation of Sec¬ 
tion 5440 of the Revised Statutes of the United States, as amended, 
in that it was alleged: On August 20, 1906, the complainant lleany 
2—2049a 
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and the aforesaid Everding and Barton conspired in the District of 
Columbia to defraud the United States in the manner following: On 
August 10. 1000. the said Barton procured the acting principal ex¬ 
aminer to write to the complainant Ileanv a letter, the effect of 
which was to keep the complainant Ileany’s said application Serial 
number # 238,709 from being deemed abandoned. On August 17, 
1900, the said Everding prepared two pages to be substituted in the 
place and stead of pages 1 and 2 of the specification forming part of 
the said application. On September 17, 1900, the said Barton, at 
the instance of the said Everding, and in behalf of the complainant 
Heany. removed from the complainant Ileany’s said application 
then on file and of record in the United States Patent Office, pages 1 
and 2 of the specifications forming part thereof, and inserted in the 
said record, in lieu of the two pages removed by him, those which 
had been prepared by the said Everding, which contained, among 
other matters not in the said specification as filed, a reference to the 
use of paraflin as a binder and also a reference to the use of metals 
in a state of colloidal suspension, for the purpose of enabling the 
complainant Heany fraudulently to file divisional applications for 
letters patent for improvements in tungsten filaments and in the 
colloidal process of making incandescent lamp filaments, 
14 neither of which were described in any application of the 
complainant Heany on file at the time. And that the com¬ 
plainant Heany aided, abetted and connived at the said alleged 
fraudulent acts. 

t 2) The destruction of public records in violation of Section 5403 
of the Revised Statutes of the United States, in that it was alleged: 
That on September 17, 190(3, the complainant Heany and the said 
Everding and Barton took and carried away from the Patent Office 
sheets 1 and 2 of the specification forming part of the complainant 
Heany s said application Serial number 238,769, and unlawfully 
and wilfully destroyed the same. 

V %) _ 

(3) Forgery, in that it was alleged: That the complainant Heany, 
having filed in the United States Patent Office, on December 29, 
1904, an application for letters patent on his invention of improve¬ 
ments in the manufacture of filaments and electrodes for electric in¬ 
candescent and ar k lamps, known and designated as application 
Serial number 238,769, did, on September 17, 1906, together with 
the said Barton and Everding, forge the first two sheets of the speci¬ 
fications forming part of the said application, and did utter and pub¬ 
lish the same as true and genuine public records of the Patent 
Office. 


lo And thereafter the complainant John Allen Heany and the 

said Everding were duly arraigned before the Supreme Court 
of the District of Columbia, holding a criminal court, under and upon 
the said indictments and each and every count thereof,to all of which 
the complainant John Allen Heany pleaded “Not Guilty,” and there¬ 
after the said Heany was brought to trial, before the said court and 
a jury duly impaneled, upon issued joined by the said indictments 
and his said pleas thereunto, and, after proceedings had according to 
the due process of law, the said jury did, on December 23, 1908, re¬ 
turn a verdict of Not Guilty as to the said John Allen Heany, under 
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and upon each and every one of the said indictments and each and 
every count thereof, and the said court did thereupon, in conformity 
with the said verdict, enter judgment in each and every one of the 
said causes, dismissing the bill of indictment therein as to the said 
Ileany. 

The complainants further aver that the charges of fraud and 
wrong-doing set out in the specification of charges filed in said 
Patent Office by one A. F. Kinnan and the charges of fraud and 
wrong-doing set out in the petitions of Hans KuseT and others, also 
filed in said Patent Office, hereinbefore referred to as Complainants’ 
Exhibits D and E,’and upon and on account of which charges the 
Commissioner of Patents asserts and claims authority and power 
under the law to strike from the files of the Patent Office the above 
enumerated applications of the complainant Heany and to dissolve 
the interferences hereinbefore referred to as to the complainant 
Heany, raise and make the same issues of fact and law raised, made, 
and adjudicated in the trial and acquittal of complainant Heany on 
the aforesaid indictments, and these complainants are legally advised 
that the United States and all its officials and employees are hound by 
and estopped from raising or again submitting for consideration and 
determination in any proceeding of any kind or character between the 
said United States and the said complainant Heany and the com¬ 
plainants The Heany Company and The Heany Lamp Company, as 
his assignees, the issues of fact and law or any of them involved in 
and finally determined by the trial and acquittal of the said 
lb complainant Heany in the above described criminal causes, 
and that the Commissioner of Patents is without right or au¬ 
thority in law to proceed to take testimony or to pass upon such issues 
for any purpose whatsoever. 

8. r fhe complainants are advised and therefore aver that the 
defendant the Commissioner of Patents is without jurisdiction or 
authority to entertain the charges preferred on February 8, 1009. 
by the said Kinnan as aforesaid, or the petitions of the said Kuzel 
and others, filed on April 8, 1909, as aforesaid, or to hear and 
determine the issues or questions of fact and law involved therein 
as and in the manner prayed in the said petitions or contemplated 
and threatened in and by the aforesaid orders to show cause, or any 
one of them, or to hear and determine the said interference eases or 
either of them, in or by any summary proceeding, such as that con¬ 
templated by the aforesaid orders to show cause, or otherwise than 
according to due process of law, as fixed and prescribed by Title LX. 
Chapter One of the Revised Statutes of the United States and acts 
of Congress amendatory thereof, and the rules of practice of the 
United States Patent Office adopted in conformity with law. 

0. The complainants are informed and verily believe that it is 
the intent and purpose of the defendant the Commissioner of 
Patents to assume and take jurisdiction of the charges preferred 
against the complainant by one A. F. Kinnan and of the petition* 
containing similar charges filed by Hans Kuzel and others as afore¬ 
said. And the complainants and each one of them, being thereunto 
advised, aver and avers that if the defendant the Commissioner of 
Patents be permitted to proceed in and with respect to the said ap- 
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plications of the complainant TTeany in and with respect to the 
said interference cases, in conformity with his action heretofore had 
therein, and as contemplated and threatened in and by several 
orders to show cause issued by him as aforesaid, together with his 
statements with reference to his power and jurisdiction in the prem¬ 
ises, all of the same being without his authority and jurisdic- 
17 tion and without warrant and authority in law, irreparable 
damage will be suffered and sustained by the complainants 
and each one of them, the extent and amount of which damage, how¬ 
ever. is estimated by these complainants to be greatly in excess of the 
sum of One hundred thousand dollars. 

And. forasmuch as these complainants and each one of them can 
have no adequate remedy or relief, except in this court, to the end 
that the defendant the Commissioner of Patents may be compelled 
to proceed in conformity with the due process of law, and he re¬ 
strained and enjoined from any further violation of the rights of the 
complainants, or any one of them, with respect to the said applica¬ 
tions of the complainant TTeany and especially from proceeding in 
and with respect to the same as and in the manner contemplated and 
threatened by his. the defendant s orders to show cause, issued as 
aforesaid, or by any proceedings in and with respect to the same 
other than such as are prescribed by, and in conformity with, law, 
the complainants respectfully pray the court: 

I. To grant unto them the writ of subpoena of the I nited States 
of America, directed to the said Edward B. Moore, Commissioner of 
Patents, commanding him to appear and make answer unto this bill 
of complaint and to abide by and perform such order and decree in 
the premises as to the court shall seem meet and he required by the 
principles of equity and good conscience. 

IT. To grant unto the complainants a preliminary writ of in¬ 
junction. restraining the Commissioner of Patents from striking 
the aforesaid applications of the complainant TTeany from the files of 
the United State- Patent Office, or from otherwise proceeding as and 
in the manner contemplated by the several orders to show cause afore¬ 
said. 

ITT To grant unto the complainants also a permanent writ of in¬ 
junction of the same purport and effect as the preliminary injunction 

heretofore prayed. 

18 TV. For such further relief in the premises as to the court 

shall seem meet. 

JOHN ALLEN HEANY. 

TTTE TTEANY COMPANY, 

Bv RTCTPP TRVTN, Secretary, [seal.] 

‘ TTTE HEANY LAMP COMPANY, 
Bv RTCTPP TRVTN, Secretaryy. [seal.I 

CHAS. A. POUGLAS, 

G. L. BAKER, 

J. TT. BRTCKENSTETN, 

Solicitors for Complainant John Allen Heany. 

JAMES TT TTAYPEN. 

MOULTON BATLEY. 

Solicitors for Complainants The Heany Company, 

and The Heany Lamp Company. 
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10 District of Columbia, .***: 

John A lion Ileany being duly sworn, deposes and says: I do 
solemnly swear that 1 have road the foregoing bill of complaint by 
me subscribed and know the contents thereof, and that the facts 
therein stated upon mv personal knowledge are true and those stated 
upon information and belief I believe to be true. 

JOHN ALLEN HEANY. 


Sworn to and subscribed before me this 29th day of April, 1909. 
[seal. j C. GOLDEN MILLER, 

Notary Public. 

District of Columbia, xs: 


Richard Irvin, being duly sworn, deposes and says: I do solemnly 
swear that 1 am the Secretary of The Heanv Company, one of the 
complainants named in and which subscribed the foregoing bill of 
complaint; that I have read the said bill and know the contents 
thereof and that the facts therein stated upon my personal knowledge 
are true and those stated upon information and belief I l>elieve to 
bo true. 

RICIFD IRVIN. 


Sworn to and subscribed before me this 29th day of April, 1909. 

| seal. | F. A. COL FORD, 

Notary Public. 

District of Columbia, x*: 

Richard Irvin, being duly sworn, deposes and says: I do solemnly 
swear that I am the Secretary of The Ileany Lamp Company, one 
of the complainants named in and which subscribed the foregoing 
bill of complaint; that I have read the said bill and know the con- 
tents thereof and that the facts therein stated upon my personal 
knowledge are true and those stated upon information and belief I 
l>elieve to In* true. 

RICH’D IRVIN. 


Sworn to and subscribed before me this 
[seal. ] 


29th day of April, 1909. 
F. A. COLFORD, 

Notary Public. 
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Exhibit A. 


Charge*. 

Hon. E. R. Moore. Commissioner of Patents. 


February 8, 1909. 


Sir: On December 29, 1904. and from time to time thereafter, one 
John Allen Ileany, through Henry E. Everding, bis attorney, filed 
in the Patent Office certain applications for patents which were 
referred to .Division 37 for action, and from June, 1905, until his 
discharge in February, 1908, Ned W. Barton, as Assistant Examiner 
in Division 37, bad charge of these applications. 
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From facts whirl) have conic to my knowledge, it appears that 
frauds have been perpetrated upon the Patent Office in connection 
with the prosecution of these applications, as will he hereinafter 
set forth. I. therefore, make the following charges: 

I. 

Application Serial Number -38.709. Filed Dec. *29, 1904. 

1. That on December 29. 1904, the said lleany filed, through 
his attorney, Everding, an application which was numbered 238,709, 
and while said application was -till pending there were also on 
tile in Division 37, and under consideration, by said Barton, cer¬ 
tain applications filed by other inventors, for substantially the same 
invention, and also an application for the process of making filaments 
from metals in a colloidal form. 

That on August 31, 1900, lleany filed, through Everding, an ap¬ 
plication for a tungsten filament for incandescent lamps, which 
was numbered 332.780. and was stated to he a division of his ap¬ 
plication No. 238,769 above referred to, and on September 12, 1900, 
the said Barton caused a letter to he written in this application to 
said lleany and signed bv the Acting Examiner of Division 37, 
stating that the claims of -aid application were allowable, hut that the 
allowance was withheld in view of a possible interference. 

21 That thereafter, in October. 1900. and for the purpose of en¬ 

abling the slid Everding. on behalf of the said lleany, to place 
in said divisional application 332.780 certain matter relating to the 
use of parra-fin as a binder for the powdered metal used in making 
the filament, which wa> in neither the original application nor 
the said divi-ion thereof, and for the further purpose of enabling 
the said lleany to file an application for the colloidal process of 
making such filaments, which was not described in any application 
of lleany then on file, as a division of his application 238,709 
and thus obtain the benefit of the filing date thereof, the said 
Everding ami Barton, on behalf of said lleany, removed from the 
files of the Patent Office the first two sheets of the specification of 
said application 238.709, and substituted in lieu thereof two other 
typewritten sheets containing, among other matters which were not 
in said specification when filed, a reference to the use of parra-fin as a 
binder, and also a description of the use of metals in a state of 
colloidal suspension instead of the powdered form of the metal. 

2. That the said Tleanv aided, abetted and connived at the afore¬ 
said acts of the said Everding and Barton. 

3. That thereafter, and on behalf of the said ITeanv, the said 
Barton inserted by means of a typewriting machine, on page 1. line 
11. of the sheets which had been fraudulently substituted in the 
said application 238.769, the words “pure chromium, niolyb-ewr/mm, 
thorium, manganese or alloys of.’ and on the 19th line of said 
page, he also inserted the words “or osmium, cerium, niobium, tan¬ 
talum. vanadium or boron and silicon.” and on page 2, line 5, 
of the sheets so substituted, after the word “hydrogen,” he 
inserted the words “or nitrogen.” 


90 
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4. That on August 27, 1906, the said Barton caused to he written 
to the said Ileany a letter in reference to said application 238,769, 
requiring division thereof. No action was taken in the said case by 
the said Everding or Ileany before the 28th of August 1907, hut the 
said application was abandoned. 

That thereafter the said Everding prepared an amendment to this 
application, and the said Barton, at his instance and on behalf of 
the said Ileany, placed the same in the files of the said application, 
and fraudulently stamped the same and entered it in the examiner’s 
register and upon the file wrapper as of the date of August 26, 1907. 


Application Serial Number 332,786. Filed Aug. 31, 1906. 

1. That, pursuant to the purpose with which the specification 
of said application 238,769 had been altered, as already set forth, 
the said Everding, as attorney for the said Ileany, and on his be¬ 
half, prepared and transmitted to the Patent Office a letter now 
known as Amendment B, to be entered in application 332,786, and 
in which he directed among other things that on page 2. line 1, of 
the specification, the word “starch" he canceled and the word “par- 
ra-fin" he substituted therefor. Bv reason of the said fraudulent 
changes made in said application 238,769. and localise the said 
application 332,786 was stated to be a division thereof, the word 
“par/a-fm" was inserted by the clerk of Division 37 as directed hv the 
said Amendment B, where it now appears. 

2. That the said Ileanv aided, abetted, and connived at the afore¬ 
said acts of the said Everding. 


23 III. 

Application Serial Number 344,068. Filed Nov. 19, 1906. 

That pursuant to the purpose with which the specification of the 
said application 238,769 had been altered as hereinbefore set forth, 
the said Ileany, through the said Everding, on the 19th day of No¬ 
vember. 1906. filed an application for the process of making filaments 
for incandescent lamps from the colloidal form of the metals, which 
application is numbered 344.068, and which states that “this applica¬ 
tion for patent is a division of my earlier application filed December 
29, 1904, serial number 238,769.” This statement is false, as the 
subject matter of this application had been fraudulently introduced 
into application 238,769, as before stated, for the express purpose of 
laying a foundation for such divisional application. 


Applications Serial Numbers 312,392. 312,393, and 312,394 Filed 

April 18, 1906. 

1. That on April 18, 1906, the said Heanv. through the said 
Everding, filed three applications for patents which were numbered 
312,392, 312,393 and 312,394. 
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That on the 6th day of November, 1606, the said Barton caused 
to he written in each of the said last named applications a letter to 
the said Ileany requiring a division thereof, and that no action was 
thereafter taken in any of said applications by the said Everding or 
Ileany before the 7th day of November, 1907, but the said applica¬ 
tions were abandoned. 

24 2. That on or about November 5, 1007, the said Everding 

and Barton unlawfully removed from the files of the Patent 
Office the specifications which had l>een filed with said applications 
and substituted in their stead certain false specifications, and the said 
Barton forged to said specifications the name of the said Ileany and 
the names of two witnesses. 

3. That after the said 7th day of November 1907, the said Ever¬ 
ding prepared an amendment to each of said applications, and the 
said Barton, at his instance and on behalf of the said Ileany, placed 
the same in the files of the said applications and fraudulently 
stamped and entered each one thereof in the examiner’s register and 
upon the file wrapper as of the date of November 5, 1907. 


V. 

Application Serial Number 320,693. Filed June 8, 1906. 

1. That on June 8, 1906, the said Ileany filed an application for 
patent which was numbered 320,693. On November 17, 1906, the 
said Barton caused to he written to the said Ileany in said applica¬ 
tion a letter rejecting the same, and no action was thereafter taken in 
said application by the said Everding or bv Ileanv before the 18th 
day of November, 1907, but the said application was abandoned. 

2. That thereafter, the said Everding prepared an amendment, 
and the said Barton, at his instance and on behalf of the said Ileany, 
placed the same in the files of the said application and fraudulently 
stamped and entered it in the examiner’s register and upon the file 

wrapper as of the date of November 2. 1907. 

25 3. That said amendment was not responsive to the last 

official action, and did not, therefore, operate to save the case 
from abandonment. 

VI. 


Applications Serial Numbers 326,697 and 326,698. Filed Julv 18, 

1906. 


1. That on July 18. 1906, the said Ileany filed two applications 
for patents which were numbered 326,697 and 326,698, and on No¬ 
vember 30. 1906, the said Barton caused to he written to the said 
Heany in each of said applications a letter rejecting the same; and 
that no action was thereafter taken in said applications by the said 
Everding or by Heany before the 1st day of December. 1907, but 
the said applications were abandoned. 

2. That thereafter, the said Everding prepared an amendment in 
each of said applications, and the said Barton, at his instance and on 
l>ehalf of the said Heanv, placed the same in the files of the said ap¬ 
plications and fraudulently stamped and entered them in the ex- 
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aminer’s register and upon the file wrapper as of the date of No¬ 
vember 29, 1907. 

3. That said amendments filed in these cases were not responsive 
to the last official action, and did not, therefore, operate to save the 
cases from abandonment. 

VII. 

Applications Serial Numbers 332,787 and 332,788, Filed August 
31, 190(3, and Serial Number 339,(331, Filed October 19, 190(3. 


1. That on August 31, 190(3, the said Ileany filed two applications 

for patents which were numbered 332,787 and 332,788, and 

2(3 on October 19, 190(3, filed an application for patent which 

was numbered 339,631, and that on December 6, 1906, the 

said Barton caused to he written to the said Ileanv in each of said 

*. 

applications a letter rejecting the same. 

That no action was thereafter taken in said applications by the 
said Everding or by Ileany before the 7th day of December, 1907, 
but the said applications were abandoned. 

2. That thereafter, the said Everding prepared an amendment in 
each of said applications, and the said Barton, at his instance and on 
behalf of the said Ileany, placed the same in the files of the said ap¬ 
plications and fraudulently stamped and entered them in the ex¬ 
aminers register and upon the Ole wrapper ns of the date of De¬ 
cember 5, 1907. 

3. That said amendments filed in these cases were not responsive 
to the last official action, and did not, therefore, operate to save the 
cases from abandonment. 

These charges are submitted to you for such action as you may 
deem proper. 

Verv respectfully, 

A. F. KINNAN, 

Principal Examiner, Division 37. 


27 Exhibit B. 

Order to Show Cause. 

Department of the Interior, 
United.States Patent Office, 
Washington, D. C., February 8, 1909. 

Mr. John Allen Ileany. care Byrnes, Townsend A Brickenstein, 
918 F Street N. W., Washington, D. C. 

Sir: You are hereby notified that charges have been filed with the 
Commissioner of Patents alleging fraudulent and improper acts in 
connection with the prosecution of certain applications for patents 
filed by you, a copy of which charges is annexed hereto, and you are 
required to make answer in writing, on or before March first, 1909, 
as to the truth of each specific charge, and to show cause whv appli¬ 
cations serial numbers 238,769, 332,786, 344,068, 312,392, 312,393 
3—2049a 




IS 


EDWARD B. MOORE, COMMISSIONER OF PATENTS, VS. 


and 312,394 should not lie stricken from the files of the Patent 

Office. . 

You are further required to show cause why applications serial 

numbers 238,709, 339,031, 326,69 <, 326,698, 320,693, 332,/8< and 
332,788 should not be held abandoned. 

Upon failure to make answer or to deny the truth of any charge, 
the same will be considered true and such action will be taken thereon 
as is deemed proper. 

Upon receipt of your answer to the charges, times and places will 
be set for the taking of such testimony as may be necessary to prove 
the truth of said charges, and you will be notified thereof and an 
opportunity will be given you to be present and to cross examine the 
witnesses, and to produce such witnesses as you may desire to testify 
in your behalf. 

Respectfully, 

EDWARD B. MOORE, 

Cn m m inxin n e r 
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Exhibit C. 


In the Matter of the Charges of A. E. Kin nan. Principal Examiner. 

Answer of John Allen Ileuny to the Charges made by A. F. Kinnan, 
Principal Examiner, Division 37, L nited States Patent Office, 
under Date of February 8, 1909, and to the Rule to Show Cause 
Thereon. 

This respondent is advised and therefore avers that the Commis¬ 
sioner of Patents derives power and authority solely from the laws 
of the United States relating to the grant of letters patent and from 
the rules and regulations authorized and made pursuant thereto and 
is therefore without power to strike from the files any of the applica¬ 
tions for patent of this respondent now pending in the United States 
Patent Office. 

Without waiving his ground or exception aforesaid, this respond¬ 
ent for answer to the charges filed, or so much thereof as he is ail- 
vised it is material to make answer unto, says: 

I. 

Application Serial Number 238,769. Filed December 29, 1904. 

1. For answer to article 1, paragraph one, of said charges this 
respondent admits that on December 29, 1904, he filed an application 
for patent, through his attorney, Henry E. Everding, which was 
numbered 238,769, but says that as to the truth of the allegation 
that at that time the said Barton had under consideration other ap¬ 
plications for patents for substantially the same invention, 
29 and also an application for the process of making filaments 
from metals in a colloidal form lie has no knowledge, or in¬ 
formation sufficient to form a belief, and demands strict proof of the 
same. 
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Further answering said paragraph one, this respondent admits that 
on August 31, 1906, he tiled an application for a tungsten filament 
for incandescent lamps through his attorney, Henry E. Everding, 
which was numbered 332,786, and that in said application it was 
stated that it was a division of his application number 238,769, and 
further admits that on September 12, 1906, a letter was written to 
him by the Acting-Examiner of Division 37, containing the state¬ 
ment that the claims of said application were allowable but that the 
allowance was withheld in view of a possible interference. 

Further answering said paragraph one, this respondent says that 
as to so much thereof as alleges that in October, 1906, Everding and 
Barton removed from the files of the Patent Ofiice the first two sheets 
of the specification of application 238,769 and substituted therefor 
two other typewritten sheets, this respondent denies that he has any 
knowledge or information sufficient to form a belief as to whether 
or not said first two pages of the specification of said application were 
removed and two other pages substituted in lieu thereof and demands 
strict proof of the same. This respondent further says that if the 
said two first pages were removed as alleged by the said Everding 
and Barton, acting singly or in concert, it was done without his 
knowledge, consent or connivance, as has already been judicially 
established in a criminal proceeding against this respondent herein¬ 
after referred to. 

2-3. Answering paragraphs two and three, this respondent denies 
that he has any knowledge or information sufficient to form a belief 
as to whether or not the said Barton fraudulently substituted in said 


application 238,769, any of the words as alleged in said para- 
30 graph, and demands strict proof of the same, and further says 
that if said Barton made said alterations they were not made 
on his behalf, or with his knowledge, consent or connivance, as has 
already been judicially established in a criminal proceeding against 
this respondent hereinafter referred to. 

4. Answering paragraph four, this respondent admits that on 
August 27, 1906, the United States Patent Office wrote a letter in 
reference to said application No. 238,769, requiring division thereof, 
but states that as to the truth of the allegation that no further action 
was taken in said case before the 28th of August, 1907, he has no 
knowledge or information sufficient to form a belief, and demands 
strict proof of the same. Respondent also states that he has no 
knowledge or information sufficient to form a belief, as to whether 
or not thereafter the said Everding prepared an amendment to said 
application and through the said Barton placed the same in the files 
of the said application and fraudulently stamped the same, and 
entered it on the Examiner’s register, and upon the file wrapper 
as of date of August 26, 1907, and demands strict proof of the 


same. 

This respondent further states that it was never his intention to 
abandon said application, and if said amendment was not filed in 
due time, it was because of the neglect of his attorney, Henry E. 
Everding. and without fault on his part and he therefore respect¬ 
fully requests that said application be reinstated. 
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Further answering article 1, this respondent says that the peti¬ 
tion. the third page of the specification, and the oath of said appli¬ 
cation 238,700. is admittedly a part of said application a.s originally 
filed, and as he is advised and l>elieves and therefore avers 

31 that he is entitled, in any event, to have the said portions of 
said specification remain on the files of the Patent Office as 

of date of December 20, 1004. and that the Commissioner of Patents 
is without power or authority to strike the same from the files. 

Further answering said article 1, this respondent states that when 
said application, serial No. 238,700, was filed in the Patent Offiee, 
it passed under exclusive control of the Government of the United 
States, and that none of the rights of this respondent can he preju¬ 
diced or in any manner impaired by any unlawful act or acts of the 
said Ned W. Barton, or any other officer or employee of the United 
States Government, in relation thereto, whether done or performed 
with the aid, knowledge or connivance, of the said Henry E. 
Everding or not, this respondent not having had any knowledge of 
or part in any such unlawful act or acts. 

Further answering so much of article 1 as charges this respond¬ 
ent with any knowledge of. part in, consent to, or connivance at, 
any or all of the unlawful acts, frauds, and deceits therein charged, 
as having been committed by the said Everding or Barton in con¬ 
nection with application 238.700, or any letter or document per¬ 
taining thereto or connected therewith, this respondent says that at 

the Januarv. 1008. term of the Grand Jurv. of the District of Go- 
« • 

lumbia. this respondent together with the said Henry E. Everding 
and Ned W. Barton were indicted by the United States for con¬ 
spiracy to defraud the United States for committing the identical 
acts, among others, as in said article 1 alleged, and were in December, 
1008. duly tried under -aid indictment in the Supreme Court of the 
District of Columbia, and on, to-wit, December 23, 1008, this re¬ 
spondent was duly acquitted on each and every count of said in¬ 
dictment. and thi> respondent is advised and believes, and therefore 
avers that the fact that he had no part in or connection with the said 
unlawful acts, frauds, and deceits, having been judicially established 
is re* mljiulicnta, as against the United States and all depart- 

32 ments and bureaus thereof. 

This respondent having fully answered article one of said 
charges respectfully requests that if any of the things therein alleged 
in connection with application 238,700 were done bv the said 
Everding and Barton, acting singly or in concert, that the said ap¬ 
plication be purged of the unlawful acts, and that said application 
he re-instated as originally filed on December 20. 1001, and that he 
be allowed to take such further action on said application as may 
he necessary to protect his legal and equitable rights iu the premises. 

II. 

Application Serial Number 332.780. Filed August 31, 1000. 

1-2. For answer to article 2, paragraphs one and two, this re¬ 
spondent admits that amendment B was filed and entered i?i appli¬ 
cation No. 332,780 and says that as to the allegation that the word 
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paraffine was inserted in said application by the Clerk of Division 
37, as directed by said amendment, he has no knowledge or in¬ 
formation sufficient to form a belief and demands strict proof of the 
same. This respondent denies that the said amendment was pre¬ 
pared and transmitted and tiled in the Patent Office or that the 
word paraffine was inserted in the said specification pursuant to any 
fraudulent purpose on his part, or any knowledge of, consent to, or 
connivance at any such purpose, and demands strict proof of the 
same. 

Further answering said paragraphs one and two, this respondent 
is advised and believes, and therefore avers that the Commissioner 
of Patents is without power to strike the said application from the 
lilt's of the Patent Office for or on account of any act or thing done 
in connection therewith by the said Ilenrv E. Everding and Ned 
\V. Barton, acting singly or in concert, without his knowledge, 
consent or connivance, or for any other reason. 


33 III. 

Application Number 344,068. Filed November 10, 1906. 

For answer to article 3, this respondent admits that he executed 
application No. 344,068 for a process of making filaments for in¬ 
candescent lamps from the colloidal form of metals and that in said 
application the statement was made that it was a division of the ap¬ 
plication No. *238,769, filed December 29, 1904, and alleges that said 
application was filed in good faith, and that he believed the state¬ 
ments therein contained were true, and denies that he filed the said 
application with any fraudulent intent, and alleges that if any state¬ 
ment was made therein based upon any fraudulent change or sub¬ 
stitution theretofore made in application 238,769, he has no knowl¬ 
edge or information of said change or substitution sufficient to form 
a belief, and denies any knowledge of the same, or part in, or con¬ 
sent to said alleged alterations or substitutions and demands strict 
proof of the same. 

IV. 

Application, Serial Numbers 312,393, 312,392, and 312,394. Filed 

April 19, 1906. 

1. For answer to article 4, paragraph one, this respondent admits 
that on April 19, 1906, he filed through his attorney applications 
for patents which were numbered 312,392, 312,393 and 312,394, 
and that on the 0th day of November, 1906, a letter was written by 
the United States Patent Office in each of said applications, require 
ing divisions thereof, but as to the allegation that no further action 
was taken on said applications before the 7th day of November, 
1907, this respondent says that he has no knowledge, but denies 
that said applications were abandoned as alleged and demands strict 
proof of the same. 

34 2-3. Answering the said article 4, paragraphs two and 
three, this respondent says that he has no knowledge or in¬ 
formation sufficient to form a belief, concerning the matters and 
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things in said paragraphs alleged. and demands strict proof of the 
same, hut this respondent denies that any of the acts and things 
alleged to have been done in said paragraphs two and three, if done, 
were done on his behalf or at his instigation or with his knowledge, 
consent or connivance and demands strict proof of the same. 

V. 

Application Serial Number 320,093. Filed June 8, 1900. 

1-2. For answer to article f>, paragraphs one and two, this re¬ 
spondent admits that on June 8, 15MM», he tiled an application for a 
patent which was numbered 320.093, and that on November 17, 
10(H). ;i letter rejecting said application was received by him from 
the Tinted States Patent Office, hut denies that the said application 
was thereafter abandoned and demands strict proof of the same. 
That as to so much of said paragraphs one and two as alleges that 
the said Hverding prepared an amendment and the said Barton at 
his instance and on behalf of this respondent filed the same in the 
said application and fraudulently stamped and entered it in the 
Examiners register and upon the file register as of the date of 
November 7. 1007. this respondent says that he has no knowledge 
or information to form a belief as to tin* truth of said allegations 
and demands strict proof of the same, and further says that if the 
said Everding and Barton committed the said acts as alleged, this 
respondent had no knowledge of the same nor did he consent to or 
connive at the -aid unlawful acts. 

8. For answer to article paragraph 8, which alleges that 
3f> the said amendment was not responsive to the last official ac¬ 
tion of the Patent Office and therefore did not operate to save 
the ca^e from abandonment, this respondent is informed and believes 
and therefore avers that said amendment was accepted without ob¬ 
jection and filed and that subsequent action on the merits of the said 
application was taken on January 14. 1008, hv the Examiner in 
charge and this respondent is advised and lielieves and therefore 
avers that no objection to said amendment can now he raised by the 
Commissioner of Patents in respect to the regularity thereof. 

VI. 

Application Serial Numbers 820,097 and 320,098. Filed Julv 18, 

1900. 

1-2. This respondent for answer to article 0, paragraphs one and 
two admits that on July 18, 1900, he filed two applications for 
patents which were numbered 320,097 and 320,098, and that on 
November 30, 1000 a letter was mailed to him by the United States 
Patent Office rejecting the said applications, but this respondent 
denies that he has any knowledge or information sufficient to form 
a lielief as to whether any action was taken in said application before 
the 1st day of December. 1907. and demands strict proof of the 
same. This respondent admits that the said Everding prepared 
amendments in each of said eases and that the same were filed as 
of the date of November 29, 1907, but denies that he has any knowl- 
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edge or information sufficient to form a belief as to whether or not 
the date of the tiling of the .said amendments was false and fraudu¬ 
lent, and demands strict proof of the same. 

This resnondent further says that if said amendments were falsely 
and fraudulently dated, it was done without his knowledge, consent 
or connivance. 

3b 3. For answer to article G, paragraph three, which alleges 

that said amendment was not responsive to the last official 
action of the Patent Office and therefore did not operate to save the 
case from abandonment, this respondent is informed and believes and 
therefore avers that the said amendment was accepted without objec¬ 
tion and filed and that subsequent action on the merits of the said 
application was taken on February 7. 1908, by the Examiner in 
cliarge and this respondent is advised and believes, and therefore 
avers that no objection to said amendment can now be raised by the 
Commissioner of Patents in respect to the regularity thereof. 

vn. 

Applications Serial Numbers 332,787, 332,788, Filed August 31, 
1906, and Application 339,631, Filed October 19, 190G. 

1-2. For answer to article 7, paragraphs one and two, this respond¬ 
ent admits that on August 31, 1906, he filed applications numbers 
332,787 and 332,788, and that on October 19, 1906, he filed an appli¬ 
cation for patent, which was numoered 339,631, and that a letter 
was written by the Patent Office on December 6, 1900, rejecting the 
said applications but this respondent denies that no action was taken 
in said application before the 7th day of November. 1907, and de¬ 
mands strict proof of the same. This respondent further admits that 
amendments in each of said applications were prepared and filed as 
of date of December 3, 1907, but denies that he has any knowledge 
or information sufficient to form a belief as to whether or not the 
said date was fraudulent and false and demands strict proof of the 
same. 

This respondent further states that if the said amendments were 
given a false and fictitious date of filing, that the same was 
37 done without his knowledge, consent or connivance. 

3. For answer to article 7, paragraph three, which alleges 
that said amendment was not responsive to the last official action of 
the Patent Office and therefore did not operate to save the case from 
abandonment, this respondent is informed and believes and there¬ 
fore avers that said amendment was accepted without objection and 
tiled and that subsequent action on the merits of the said application 
was taken on February 12, 1908, by the Examiner in charge and 
this respondent is advised and believes and therefore avers that no 
objection to said amendment can now be raised by the Commissioner 
of Patents in respect to the regularity thereof. 

Having fully answered the said charges, this respondent prays to 
be dismissed therefrom and that all of his legal and equitable rights 
in the premises be preserved. 

JOHN ALLEN HEANY. 

CHAS. A. DOUGLAS, 

Attorney for Respondent. 
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Exhibit C 1 . 


Answer. 


Hon. E. B. Moore, Commissioner of Patents, United States Patent 

Office, Washington, D. C. 

Sir: As the assignee of John Allen Ileany, The Heany Company 
hereby answers the charges made by Principal Examiner, A. F. 
Kinnan, in the United States Patent Office, Division No. 37, under 
date of February 8, 11109, in relation to certain applications for 
patents, of John Allen Ileany aforesaid, pursuant to the letter of 
the Commissioner of Patents to The Ileany Company, of the same 
date, relating thereto, as follows: 

The Heany Company, now and at all times hereafter, saving to 
itself all and all manner of benefit or advantage of exception or 
otherwise, that can or may be bad or taken to the many errors, 
uncertainties and imperfections in the said charges, for answer 
thereto, or to so much thereof as The Ileany Company is advised 
that it is material or necessary for it to make answer to, answering, 
saith: 

First. That Applications, Serial Nos. 238,791),—332,789,—344,- 
098,—339,631,—326,697,—326,698, — 320,993, — 332,787, — and 
332,788 were duly assigned to said The Ileany Company, for valuable 
considerations, in ami by two certain assignments, executed by the 
said John Allen Heany and others on January 7, 1909, and which 
were duly recorded in the United States Patent Office on January 9, 
1909, in Liber V, 80 of Transfers of Patents, at pages 2”> and 27, 
by virtue of which The Ileany Company became the true and lawful 
owner thereof. 

39 Second. The Ileany Company respectfully alleges that the 

powers of the Commissioner of Patents in the conduct of the 
business of the Patent Office of the United States are derived from the 
Statutes of the United States, which are generally known as the 
Patent Laws, and from the Rules and Practice of the United States 
Patent Office, when lawfully made, pursuant to the terms and pro¬ 
visions of Section 483 of the Revised Statutes of the United Suites, 
and The Heany Company respectfully contends and insists that the 
Commissioner of Patents has no power or authority, either under 
the said Statutes or Rules, to strike “from the files of the Patent 
Office' any of the applications of the said John Allen Ileany. 

Third. The Heany Company answers Charge I, relating to Appli¬ 
cation, Serial No. 238,799, filed December 29, 1904, as follows: 

1. Answering Subdivision 1 thereof, it admits that on December 
29, 1904, John Allen Heany, through his attorney, Henry E. Ever- 
ding. filed an application for Letters Patent, which was numbered 
238,799. It alleges that it has no knowledge or information sufficient 
to form a belief as to whether or not, while the said applications 
were still pending, there were also on file, in Division No. 37, and 
under consideration by Ned \Y. Barton, certain applications filed by 
other inventors, for substantially the same invention ; ami also an 
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application for the process of making filaments from metals in the 
colloidal form, and demands that these alleged facts shall be strictly 
proved. 

Further answering said Subdivision 1, this Company admits that 
on August 31, 1906, said Heany filed, through said Everding, as his 
attorney, an application for a tungsten filament for incandescent 
lamps, which was numbered 332,780, and that it is stated 

40 therein that it is a division of said Heatiy’s Application No. 
238,769; and further admits that on September 12, 1900 a 

letter was written by the Acting Examiner of Division No. 37 of the 
Fnited States Patent Office, containing, among other things, the 
statement that the claims of the said application were allowable, and 
that the allowance was withheld in view of a possible interference. 
This Company has no knowledge or information sufficient to form 
a belief as to whether or not the said Barton caused the said letter 
to be written, and demands that strict proof be made of this alleged 
fact. 

Further answering said Subdivision 1, and particularly the third 
paragraph thereof, this Company alleges that it has no knowledge 
or information sufficient to form a belief as to whether or not it is 
true that in October, 1906, for the purpose of enabling the said 
Everding, on behalf of the said lleanv, to place in said divisional 
Application No. 332,786, certain matter relating to the use of 
paraffiine as a binder for the powdered metal u<ed in making the 
filament, which was in neither the original application, nor the said 
division thereof, and for the further purpose of enabling the said 
lleanv m file an application for the colloidal process of making such 
filaments, which was not described in any application of Heany’s 
then on file, as a division of his Application No. 238.769, and thus 
obtain the benefit of the filing date thereof, the said Everding and 
Barton, on behalf of said lleanv, removed from the files of the 
Patent Office the first two pages of the specification of said Applica¬ 
tion No. 238,769, and substituted in lieu thereof, two other type¬ 
written sheets, containing, among other matters, which were not in 
slid specification when filed, a reference to the use of paraffine as a 
binder, and also a description of the use of metals in the state of col¬ 
loidal suspension, instead of the powdered form of the metal, 

41 and demands that strict proof be made of each and all of said 
alleged facts. 

2. Answering the allegations in Subdivision 2, of Charge I, this 
Company alleges that it has no knowledge or information sufficient 
to form a belief as to whether or not it is true that said Heany 
aided, abetted or connived at the aforesaid acts of the said Everding 
and Barton, and if the question whether said Heany did so abet and 
connive, as alleged is not res adjudicata, as this Company insists that 
it is, it demands that strict proof of said alleged facts shall be pro¬ 
duced. 

Further answering said Subdivision 2. this Company alleges, on 
information and belief, that at the January, 1908 Term of the Orand 
Jury of the District of Columbia, the said John Allen Heany, 
Ilenrv E. Everding and Ned W. Barton were indicted by the 

4—2049a 
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United States, in four scj ^rate indictments, for conspiracy to de¬ 
fraud the United States by performing various unlawful acts, in¬ 
cluding, among other things, the substitution of two new pages in 
[dace and stead of the original pages one and two of said Heany’s 
Application Serial No. 238,769, also for the destruction of the 
original pages one and two thereof, and also for the forging of 
the said new pages one and two thereof, as alleged in Charge T, 
and that said indictments were all consolidated, and that said de¬ 
fendant* were thereafter duly tried under the same, in the Su¬ 
preme Court of the District of Columbia, in December, 1908, and 
that, on December 23, 1908, the said John Allen Heany was duly 
acquitted on each and every count, in each and all of the said indict¬ 
ments, and that the innocence in the premises of the said John 
Allen Heany having been judicially established by his acquittal, 
is res adjudieata as to the said John Allen Ileany, and this Company, 
as his assignees, against the United States and all Departments and 
Bureaus thereof. 

42 3. Answering Subdivision 3, of Charge I, this Company 
alleges that it has no knowledge or information sufficient to 

form a belief as to whether the allegations therein contained are true 
or not. and demands that strict proofs thereof be made. If the said 
Barton did insert the words alleged, and as alleged in said Sub¬ 
division 3 of Charge I, it is res adjudieata that said insertions were 
not made with the knowledge or connivance or consent of the said 
John Allen Heanv, he having been duly acquitted on said criminal 
trial of all connection, connivance or complicity therewith. 

4. Answering Subdivision 4, of Charge I, this Company admits 
that on August 27, 1906, the United States Patent Office wrote 
a letter in reference to said Application No. 238,769, requiring a 
division thereof, but this Company has no knowledge or information 
sufficient to form a belief as to whether or not it is true that said 
Barton caused said letter to he written, or whether no action was 
taken in said case by the said Everding or TTeany before the 28th day 
of August, 1907. or whether the said application was abandoned, and 
demands strict proof of the truth of all of said allegations. 

This Company also alleges that it has no knowledge or informa¬ 
tion sufficient to form a belief as to whether or not, thereafter, the said 
Everding prepared an amendment to said application, and the said 
Barton, at his instance, and on behalf of the said TTeany, placed the 
same in the flies of the said application and fraudulently stamped the 
same, and entered it in the Examiner’s Register and upon the File 
Wrapper as of the date of August 26. 1907, and demands that strict 
proofs of all of said allegations be made. 

This Company alleges, upon information and belief, that the 
vaid John Allen TTeany never intended to abandon the said applica¬ 
tion. and alleges that if said amendment was not filed in 

43 due time, or other proper action to continue the application in 
force was not taken, it was because of tbe neglect of his said 

attorney, Henry E. Everding, or the said Ned W. Barton, and with¬ 
out any personal fault or neglect on his part, and this Company 
therefore respectfully requests the Honorable Commissioner of Pat- 
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ents, if said application lias been technically abandoned, to exercise 
his discretionary power and to reinstate the same. 

Further answering Charge I, this Company alleges, on informa¬ 
tion and belief, that the petition, the third page of the specifications 
and the oath of the said John Allen Heany, in his said Application 
No. 238,769, have not been changed, and are contained, in the 
original pages of said application as filed, and this Company denies 
that, in any event, the said original pages of said application can be 
stricken from, and alleges that they must remain part of the files of 
the Patent Office, as of their filing date, December 29, 1904, and that 
the Honorable Commissioner of Patents is without any power or 
authority to strike them from the files of the Patent Office. 

Further answering Charge I, this Company alleges, on informa¬ 
tion and belief, that when the said John Allen Heany s Application, 
Serial No. 238,769, was filed in the Patent Office, it passed into the 
exclusive custody and control of the Government of the 1 nited 


States, which was obligated to protect and maintain the same in its 
original integrity, and that the property rights, and all rights of 
the said John Allen Heany, and of this Company, as bis assignee, in 
said application, and in the invention described therein, cannot be 
prejudiced, or in any manner impaired by any unlawful act or acts 
of the said Ned \\\ Barton, or any other person, in relation thereto, 
whether done or performed with the unlawful aid, knowledge or 
connivance of the said Henry E. Everding or not, the said 
44 John Allen Heany, as this Company is informed and believes, 
not having in any manner participated in any of said alleged 
unlawful acts, and having, as this Company is informed and be¬ 
lieves, l>een duly acquitted of all part or participation therein, in the 
said criminal trial, it is res ndjudicata that he took no part therein. 

This Company respectfully demands that in the event of its being 
shown that the said Barton and Everding, either acting singly or in 


concert, did any of the unlawful acts set forth in Charge I, in rela¬ 
tion to the said Application No. 238,769, that the said application be 
purged of their unlawful acts and that the same bo reinstated by the 
Honorable Commissioner of Patents, as nearly as may be, in the 
precise form in which it was originally filed, and that thereupon the 
said application shall stand with the same force and effect as though 
no changes had been made therein, and that this Company be allowed 
to take such further action in relation to said application as may be 
necessary to protect its legal and equitable rights in the premises. 

Fourth. The Heany Company answers Charge TI. relating to Ap¬ 
plication, Serial No. 332,786, filed August 31, 1906, as follows. 

1 . This Company admits, on information and belief, that amend¬ 
ment “B” was prepared and filed and entered in said Application, 
Serial No. 332 , 786 , but it has no knowledge or information sufficient 
to form a belief as to the truth of the other matters or things set forth 
or alleged in paragraph 1, of Charge IT, and demands that strict 

proof thereof he made. . 

2. Answering Subdivision 2, of Charge II. this Company denies 

that it has any knowledge or information sufficient to form a 
45 belief as to whether or not the said Heany aided, abetted and 
connived at anv of the acts of the said Everding, as alleged 
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therein, and demand.* that strict proof be made of all the alleged 
facts therein set forth. 

This Company respectfully claims and insists that the Honorable 
Commissioner of Patents is without power or authority to strike from 
the files of the Patent Office said Application No. 882,786, which 
this Company respectfully insists was duly liled, in accordance with 
law and with the requirements of Section 4886 of the Revised Sta¬ 
tutes. and demands that if any frauds or irregularities shall have 
been practiced in relation thereto that it lie purged of such 
frauds or irregularities, and this Company respectfully insists 
that it is entitled to letters Patent for the invention claimed therein, 
provided priority of invention can he established in the pending 
Interference Proceeding, No. 27074, in which said application is now 
involved. 

Fifth. The Ileany Company answers Charge III. relating to Ap¬ 
plication, Serial No. 344.068, filed November 10, 1006, as follows: 

1. This Company, upon information and belief, admits that the 
said John Allen Ileany, through the said Henry E. Everding, as his 
attorney, filed the said Application No. 344,068 and, on information 
and belief, denies that it was executed or fded with anv improper 
purpose whatever. This Company respectfully insists that the Hon¬ 
orable Commissioner of Patents i* without power or authority to 
strike from the Pile-* of the Patent Office said Application Xo. 844.068, 
which this Company respectfully in>ists was duly filed, in accordance 
with law and with the requirements of Section 4888 <»f the 
46 Revised Statutes, and demands that if any frauds or irregu¬ 
larities have been practiced in relation thereto that it he 
purged of said frauds or irregularities, and this Company respectfully 
insist- that it i* entitled to Letters Patent for the invention claimed 
therein, provided priority of invention can he established in the 
pending Interference Proceeding No. 27073, in which said applica¬ 
tion is now involved. 

Sijrth. The Ileanv Companv answers Charge IV, relating to Ap¬ 
plications Nos. 312,392, — 312,393,— and 312,394, filed April 18, 
1906, as follows: 

1. Answering Subdivision 1, of Charge IV, this Company, on in- 
formation and h« lief, admits the filing of the applications for Letter* 
Patent therein alleged, and that on November 6. 1906. a letter was 
written by the Patent Office in each of the said applications requir¬ 
ing divisions thereof, but this Companv has no knowledge or infor¬ 
mation sufficient to form a belief as to whether or not it is true that 
the said Barton caused said letters to he written, or that no action 
was taken thereafter in any of said applications by the said Ileany 
or the said Everding, as his attorney, before the 7th day of Novem¬ 
ber, 1907. nor does it know whether the said applications, or any of 
them were abandoned, and demands strict proof of all of the allega¬ 
tions of such alleged facts. 

2. Answering Subdivisions 2 and 3. of Charge IV, this Company 
alleges that it has no knowledge or information sufficient to form a 
belief as to the truth or falsity of the allegations contained therein, 
and demands that the same he strictly proved. 
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If it shall appear that the said applications have been 

47 mutilated, changed or altered, as alleged, this Company de¬ 
mands that they he purged of all such mutilations, changes 

and alterations and that they be restored to the original condition in 
which they were filed by the said John Allen Heany, and that this 
Company, as his equitable assignee, be allowed to take such further 
action on said applications as may l>e necessary to protect his and its 
legal and equitable rights in the premises. 

This Company respectfully denies the right of the Honorable 
Commissioner of Patents to strike said applications from the files of 
his office. 

Seventh. The Heany Company answers Charge V, relating to 
Application, Serial No. 320,693, filed June 8, 1906, as follows: 

1 . Answering Subdivision 1, of Charge V, The Heany Company, 
on information and belief admits that on June 8, 1906, the said 
Heany filed an application for a patent, which wits numbered 
320,693, and that on November 17, 1906, a letter rejecting the said 
application was written to the said Heany, and denies that it has any 
knowledge or information sufficient to form a belief as to whether 
or not the said Barton caused the said letter to be written, or as to 
whether or not no action was thereafter taken in said application by 
the said Everding, or by the said Heany, before the 18th day of 
November, 1907, or as to whether the said application was aban¬ 
doned. and demands that all of said alleged facts be strictly proved. 

2 . Answering Subdivision 2, of Charge V, The Heany Company 
alleges that it has no knowledge or information sufficient to form a 
belief as to whether or not it Is true that the said Everding prepared 

an amendment, and the said Barton, at his instance, and on 

48 behalf of the said Heany, placed the same in the files of the 
said application, and fraudulently stamped and entered it in 

the Examiner's Register and upon the File Wrapper as of the date 
of November 2, 1907, and demands that strict proof of all of said 
allegations be made. 

3. Answering Subdivision 3, of Charge V, this Company alleges 
that it has no knowledge or information sufficient to form a belief 
.is to whether or not it is true that the said amendment was not re¬ 
sponsive to the last official action, and did not therefore operate to 
save the case from abandonment, and demands strict proof thereof. 

Further answering said Charge V, this Company alleges, upon 
information and belief, that said amendment was accepted without 
objection, and was filed, and that thereafter action on the merits of 
the said application was taken on January 14, 1908, by the Examiner 
in charge, and this Company respectfully claims and insists that no 
objection to said amendment can now be raised by the Commissioner 
of Patents in respect to the validity or regularity thereof. 

This Company alleges, upon information and belief, that the said 
John Allen Heany never intended to abandon the said Application 
No. 320,693, and respectfully urges the Honorable Commissioner of 
Patents, if he shall finally decide that the said application is tech¬ 
nically abandoned, that he will exercise his discretionary power and 
restore said application in full force, by virtue of the discretionary 
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power vested in him in the premises, in view of the fact that the said 
alleged abandonment wax not caused by the fault or neglect of the 
said John Allen Ileany or of this Company. 

49 Eighth. The Heany Company answers Charge VI, relating 

to Applications, Serial Nos. 326,097 and 320,698, filed July 
18, 1906, as follows: 

1. Answering Subdivision 1. of Charge VI, this Company, on in¬ 
formation and belief, admits that on July 18, 1906, the said Ileany 
filed two applications for patents, which were numbered 326,697 and 
326,698, and that on November 30, 1906, a letter was written to him 
by the United States Patent Office rejecting the said applications, 
and this Company alleges that it has no knowledge or information 
sufficient to form a belief as to whether or not it is true that said 
Barton caused the said letter to be written, or whether or not no ac¬ 
tion was thereafter taken in said applications by the said Everding 
or Ileany Indore tla* 1st day of December, 1907, or whether or not 
the said applications were abandoned, and demands that strict proof 
of all these allegations he made. 

2 . Answering Subdivision 2, of Charge VI, this Company, upon 
information and belief, admits that said Everding prepared an 
amendment in each of said applications, which were filed in the Pat¬ 
ent Office under date of November 29, 1907, and alleges that it has 
no knowledge or information sufficient to form a belief as to whether 
or not it is true that the said Barton, at the instance of said Everding, 
and on behalf of the said Ileany. fraudulently stamped and entered 
them in the Examiner s Register and upon the file wrapper as of the 
date of November 2ft, 1907, and demands that strict proof of these 
allegations be made. 

3. Answering Subdivision 3, of Charge VI, this Company alleges 
that it has no knowledge or information sufficient to form a belief 

as to whether or not it is true that said amendments, so filed, 
T>0 were not responsive to the last official action, or as to whether 
they did or did not operate to save the cases from abandon¬ 
ment. and demands strict proof thereof. 

f urther answering Charge VI, this Company alleges, upon infor¬ 
mation and belief, that the said amendments were accepted without 
objection, and filed in the Patent Office, and that subsequent action 
on the merits of said application was taken by the Examiner in 
charge on February 7, 1908, and that no objection to said amend¬ 
ment-: can now be raised by the Commissioner of Patents in respect 
to the validity or regularity thereof. 

This Company alleges, upon information and belief, that the said 
John Allen Ileany never intended to abandon the said applications, 
and alleges that if said amendments were not filed in due time, or 
other proper action to continue the applications in force was not 
taken, it was because of the neglect of his said attorney, llenrv E. 
Everding, or the said Nod \V. Barton, and without any personal fault 
or neglect on his part, and this Company therefore respectfully re¬ 
quests the Honorable Commissioner of Patents to exercise his dis¬ 


cretionary power and to reinstate the said applications. 
Ninth. The Heany Company answers Charge VII, 


relating to 
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Applications, Serial Nos. 332.787 and 332,788, filed August 31, 
1906; and Application, Serial No. 339,631, filed October 19, 1906, as 
follows: 

1. Answering Subdivision 1, of Charge VII, this Company, upon 
information and belief, admits that said John Allen Heany filed 
said three applications, as alleged, and that a letter was written bv 
the Patent Office on December 6, 1906, rejecting said applications. 
This Company denies that it has any knowledge or information 

sufficient to form a belief as to whether or not it is true that 

51 said Barton caused the said letter of rejection to be written, 
in each of said applications, and demands that the allegations 

of these facts be strictly proved. 

This Company has no knowledge or information sufficient to 
form a belief as to whether or not it is true that no action was there¬ 
after taken in said applications bv the said Everding, or by Heany, 
before the 7th day of December, 1907, or that the said applications 
were abandoned, and demands that strict proof he made of all of said 
allegations. 

2. Answering Subdivision 2, of Charge VII, this Company al¬ 
leges that it has no knowledge or information sufficient to form a 
belief as to whether or not the allegations contained therein are 
true, and demands that strict proof of the same be made; and this 
Company denies, on information and belief, that any of these things 
were done with the knowledge, consent, approval or connivance of 
the said John Allen Ileany. 

3. Answering Subdivision 3, of Charge VII, this Company alleges 
that it has no knowledge or information sufficient to form a belief 
as to whether or not the amendments set forth in Charge VII were 
or were not responsive to the last official action, and whether or not 
they did or did not operate to save the cases from abandonment, and 
demands strict proof thereof; and this Company alleges, upon in¬ 
formation and belief, that the said amendments were accepted, with¬ 
out objection, and filed, and that thereafter action on the merits of 
the said applications was taken by the Examiner in charge on Feb¬ 
ruary 12, 1908, and therefore no objection to said amendments can 
now he raised by the Commissioner of Patents in respect to the 
validity or regularity thereof. 

This Company alleges, ujhmi information and belief, that the 
said John Allen Heanv never intended to abandon the said 

52 applications. Nos. 332.787, 332,788 and 339.631, and re¬ 
spectfully urges the Honorable Commissioner of Patents, if 

he shall finally decide that the said applications are technically 
abandoned, that he will exercise his discretionary power and restore 
said applications in full force, by virtue of the discretionary power 
vested in him in the premises, in view of the fact that the said aban¬ 
donment was not caused by the fault or neglect of the said John 
Allen Heany or of this Company. 

4. This Company alleges, upon information and belief, that an 
application, Serial No. 345,045, was filed by said John Allen Heany 
in the United States Patent Office on November 27. 1906, which was 
an application for a patent for substantially the same invention de- 
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scribed iii said Application No. 332,787, and that Letters Patent 
thereon were issued to him on January 21), 1907, and numbered 
842,546. 

This Company further alleges, upon information and belief, that 
an application, Serial No. 345.046, was tiled by >aid John Allen 
Ileany in the United States Patent Office on November 27. 1900, 
which was an application for a patent for substantially the same in¬ 
vention described in said application No. 339,631, and Letters Patent 
were issued thereon to him on December 25, 1906, and numbered 
839,585. 

This Company further alleges, upon information and belief, that 
the United States has brought suit in the United States Circuit Court 
for the Eastern District of Pennsylvania against the said John Allen 
Ileany and others, among other tilings, to vacate, set aside and annul 
the said Letters Patent. Numbers 842,546 and 839.585, and for other 
and further relief, which suit is still pending and undetermined. 

This Company further alleges, upon information and 
o3 belief, that the issuance of said Letters Patent for substan¬ 
tially the same inventions described in said Applications, 
Numbers 332.<8< and 339,631, wa.- one of the reasons, among others, 
why these applications were not further prosecuted, and respectfully 
urges the Honorable Commissioner of Patents, in view of this fact, 
should he decide that the said Applications, Numbers 332.787 and 
339.631, are technically abandoned, that he will exercise his dis¬ 
cretionary power and restore and continue said applications in full 
force, pending the final hearing and determination of said suit to 
vacate said Letters Patent, and for such further time as may he 
reasonably necessary to enable this Company to prosecute its legal 
and equitable rights in said applications and the inventions de¬ 
scribed therein, the said abandonment, if anv, having been caused, 
as this Company is informed and believes, by the reliance of the said 
John Allen Ileany upon the said Letters Patent issued to him as 
aforesaid, and their validity. 

A nxuenni}, (ienrratly, The Ileany Company alleges that it has 
assigned all of the said applications, except as aforesaid, to The 
Ileany Lamp Company, by assignment dated February 23, 1909, 
and recorded in the United States Patent Office on the 24th day of 
February 1909, in Liber C. 81 of Transfers of Patents, at page 86, 
and the said. The Ileany Lamp Company, joins The Ileany Com¬ 
pany in this answer, as its assignee, and hereby repeats, on its own 
behalf, all the allegations and denials and prayers of the same for 
affirmative relief. 

Wherefore, The said The Ileany Company, and The Ileany Lamp 
Company, pray that the said applications he purged of any and all 
frauds, if any, which may be found to have been committed 
54 in the premises, and that such of them as it shall be found 
have been in any manner changed or altered, be restored to 
the form and condition in which they were originally filed, and that 
such of them as have been technically abandoned, be restored in full 
force and effect, and that these Companies he afforded a reasonable 
opportunity, as purchasers in good faith, to prosecute and protect 
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their rights in the premises, and that such other and further relief 
in the premises may be granted to them as is lawful and right. 
Dated, March 19th 1909. 

THE HEANY CO., 

N. HOFHEIMER, President. 
THE HEANY LAMP CO., 

N. HOFHEIMER, President. 

JAMES H. HAYDEN (No. 228), 

Attorney for The Heany Co. and Heany Lamp Co., 

Bond Building, Washington, D. C. 

55 Exhibits D and E. 

Petitions of Kuzel and Others. 

In the United States Patent Office. 

Interference No. 27,073. 

Hans Kuzel 
v. 

John Allen Heany. 

(Colloidal Process.) 

To the Honorable Commissioner of Patents. 

Sir: Your petitioner, Dr. Hans Kuzel, party to the above entitled 
interference, respectfully represents that the application of John 
Allen Heany declared to be involved in the above-entitled interfer- 
enco is stated in the declaration of that interference to have been 
filed November 19, 1900 under Serial No. 344,008, and claimed to 
be a division of an application tiled by said Heany December 29, 
1904, and bearing the Serial No. 238,769. 

Your petitioner is informed and believes it to be true and so 
charges that both the said applications of Heany are fraudulent or 
so permeated with fraud that they should be stricken from the files 
of the Patent Office or treated as a nullity so far as concerns this 
interference. 

Your petitioner charges that pages 1 and 2 of Ileany’s aforesaid 
application Serial No. 238,769 now appearing in the file thereof, are 
not the originals but are fraudulent substitutions, that in or about 
the year 1906 at a time not now known to your petitioner, the first 
two sheets of the specification of said application Serial No. 238,769 
as originally filed were fraudulently removed from the files of the 
Patent Office and two other typewritten sheets now appearing in the 
file were substituted for the originals, and that these fraud- 

56 ulently substituted sheets contained among other matters 
which were not in said specifications when filed a reference 

to the use of paraffin as a binder and also a reference to the use of 
metals in a state of colloidal suspension, that this fraudulent substi- 
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tution was made on behalf of said TIcany by his attorney in fact, 
Henry E. Everding, with the assistance of the then assistant Ex¬ 
aminer, Barton, and for the express purpose of enabling Ileany to 
fraudulently file an alleged divisional application for patent for the 
colloidal process of making incandescent lamp filaments not de¬ 
scribed in any application of Ileany on file at the time the fraudulent 
substitution was effected, and that the applicant, Heany, aided, 
abetted and connived at the aforesaid fraudulent acts. 

Your petitioner further charges that interlineations appearing now 
on page 1, line 11 of the specification in said application, Serial No. 
238,769, and line 19 of the same page, and line 5 of page 2, were 
inserted by said Barton on behalf of said Heany in the fraudulent 
sheets for "fraudulent purposes. 

Your petitioner further charges that in an official letter dated 
August 27. 19(H), in the said application Serial No. 238,769, no re¬ 
sponse was filed by or on behalf of Heany until after the 27th of 
August, 1907, and thereupon the said application became abandoned, 
but thereafter the said Barton at the instance of Ileany’s attorney 
in fact. Everding, and on Ileany’s behalf, stamped an amendment 
under the fraudulent date of August 26th. 1907, and fraudulently 
made corresponding entries in the Examiner’s register and upon the 
file wrapper. 

Your petitioner further charges that in pursuance of the purpose 
with which the specification of said application Serial No. 238,769 
had been fraudulently altered as hereinabove set forth, the said 
Heany through his attorney in fact, Everding, did on the 19th of 
November, 1906, file his aforesaid application Serial No. 
57 344,068 for process of making filaments for incandescent 

lamps through the colloidal form of the metals, which said 
application Serial No. 344,068 was falsely and fraudulently stated 
to be “a division of an earlier application filed December 29th, 1904 
Serial No. 238,769.” 

Your petitioner charges that the said Ileany aided, abetted and 
connived at the fraudulent acts of his attorney in fact Everding. 

Wherefore your petitioner asks your Honor to direct the entry of 
an order upon Heany and his assigns in this interference to show 
cause, 

1 . Why the Heany application filed December 29th, 1904 Serial 
No. 238,769, of which the Ileany application now in interference is 
claimed to be a division, should not be stricken from the files of the 
Patent Office or treated as a nullity for fraud and an order entered 
to that effect. 

2. Why the Heany divisional application, Serial No. 344,068 in¬ 
volved in this interference claiming to be a division of the aforesaid 
application of December 29th, 1904. should not likewise be stricken 
from the files of the Patent Office or treated as a nullity for fraud 
and an order entered to that effect. 

3. Why the Commissioner of Patents should not thereupon make 
an order directing the Examiner of Interferences to dissolve this 
interference as to Heany. 

And for other relief and a stav of proceedings meantime. 

HANS KUZEL, 

By His Attorneys, HOWSON & HOWSON. 
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Service of copy of the foregoing petition acknowledged this 3d day 
of April 1909. 

BYRNES, TOWNSEND & BRICKENSTEIN, 

Attorney* for John A. Heany. 

58 (Exhibit E.) 

In the United States Patent Office. 

Interference No. 27,074. 

Just and Hanaman 
v. 

Kusel 

v. 

Heany 

v. 

Von Bolton. 

(Tungsten Filament.) 

To the Honorable Commissioner of Patents. 

Sir: Your petitioners, Dr. Hans Kusel, and Alexander Just and 
Franz Hanaman. and Werner Yon Bolton, parties to the above-en¬ 
titled interference, respectfully represent that the application of John 
Allen Heany declared to be involved in the above-entitled interfer¬ 
ence is stated in the declaration of interference to have been filed 
August 31, 1900, under Serial No. 332,780, and claimed to be a 
division of an application filed by said Heany December 29th, 1904, 
and /fearing the Serial No. 238,709. 

Your petitioners further represent that they are informed and 
believe it to be true and so charge that both the said applications of 
Heany are fraudulent or so permeated with fraud that they should be 
stricken from the files of the Patent Office or treated as a nullity so 
far as concerns this interference. 

Your petitioners further charge that pages 1 and 2 of Heanv’s 
aforesaid application Serial No. 238,709 now’ appearing in the file 
thereof, are not the originals but are fraudulent substitutions, that in 
or about the year 1900 at a time not now known to vour petitioners, 
the first two sheets of the specification of said application 

59 Serial No. 23.8,709 as originally filed were fraudulently 
removed from the files of the Patent Office and two other 

typewritten sheets now T appearing in the file were substituted for the 
originals, and that these fraudulently substituted sheets contained 
among other matters which were not in said specification when filed 
a reference to the use of paraffin as a binder and also a reference to 
the use of metals in a state of colloidal suspension, that this fraudu¬ 
lent substitution was made on behalf of the said Heany by his attor¬ 
ney- in fact. Henry E. Everding. with the assistance of the then 
assistant examiner Barton, and for the express purpose of enabling 
Heany to fraudulently insert into his said divisional application 
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Serial No. 332,786 certain mutter referring to the use of paraffin 
for the powdered metal used in making the filanient, and for the 
further express purpose of enabling said Heany to fraudulently 
file an application for patent for the colloidal process of making 
incandescent lamp filaments not described in any application of 
Ileany on file at the time the fraudulent substitution was effected, 
and that the applicant Ileany aided, abetted and connived at the 
aforesaid fraudulent acts. 

Your petitioners further charge that interlineations appearing 
now on page 1. line 11 of the specification in said application, Serial 
No. 238,760. and line 10 of the same page, and line 5 of page 2, were 
inserted by said Barton on behalf of said Ilcanv in the fraudulent 
sheets for fraudulent purposes. 

Your petitioners further charge that to an official letter dated 
August 27th, 1906, in the said application Serial No. 238,769 no 
response was filed by or on behalf of said Heany until after the 
27th of August. 1007. and therefore the said application became 
abandoned, but thereafter the said Barton at the instance of Ileany’s 
attorney in fact. Everding, and on Ileany’s behalf, stamped 

60 an amendment under the fraudulent date of August 26, 1907, 
and fraudulently made corresponding entries in the Exam¬ 
iners register and upon the file wrapper. 

Your petitioners further charge that the said Everding as at¬ 
torney in fact for the said Heany and on the latter’s behalf pre¬ 
pared and transmitted to the Patent Office a paper now known as 
amendment B to be entered in the divisional application Serial 
No. 332.786, directing, among other things, the substitution of the 
word “paraffin" for “starch'’ pursuant to the fraudulent altera¬ 
tion which had meantime been made for the purpose in Denny's 
said application Serial No. 238,769. Because of said fraudulent 
change- made in said application Serial No. 238,769 and because 
said application Serial No. 332.786 was stated to be a division thereof 
the Examiner’s clerk made the entrv as directed by said amend- 
ment B. 

Your petitioners charge that the said Heany aided, abetted and 
connived at these fraudulent acts of his said attornev in fact, Ever- 
ding. 

Wherefore your petitioners ask your Honor to direct the entry of 
an order upon Tleanv and his assigns in this interference to show 
cause, 

1. Why the Tleanv application filed December 29th, 1904, Serial 
No. 238.769. of which the Ileany application now in interference is 
claimed to be a division, should not be stricken from the files of the 
Patent Office or treated as a nullity for fraud and an order entered to 
that effect. 

2. Why the Tleanv divisional application, Serial No. 332,786 in¬ 
volved in this interference claiming to be a division of the aforesaid 
application of December 29th, 1904, should not likewise be stricken 
from the files of the Patent Office or treated as a nullity for fraud 

and an order entered to that effect. 

61 3. Whv the Commissioner of Patents should not thereupon 
make an order directing the Examiner of Interference- to dis¬ 
solve this interference as to Heany. 
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And for oilier relief, mid that proceedings in the interference be 
suspended pending the determination of this petition. 

HANS KUZEL, 

By His Attorneys, HOWSON & HOWSON. 

JUST and HANAMAN, 
ByTheir Attorneys, FRASER & USINA. 

WERNER VON BOLTON, 
By His Attorneys, KNIGHT BROS. 


Service of copy of the foregoing petition acknowledged this 3d 
day of April, 1909. 

BYRNES, TOWNSEND & 
BRICKENSTEIN, 

Attorney8 for John A. Heany. 
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Exhibit F. 


Notice of Hearing. 

Entered. 

Department of the Interior, 

United States Patent Office, 
Washington, D. C., A pin l 3, 1909. 

Sir: The case of Kuzel v. Heany, Petition by Kuzel, Intf. No. 
27,073, will he heard by the Commissioner on the 21st day of April, 
1909. 

The hearings will commence at ten o’clock, and as soon as the 
argument in one case is concluded the succeeding case will he taken 
up. 

If any party, or his attorney, shall not appear when the case is 
called, his right to an oral hearing will he regarded as waived. 

The time allowed for arguments is as follows: 

Ex parte cases, thirty minutes; 

Motions, thirty minutes, each side; 

Interference appeals, final hearing, one hour each side. 

By special leave, obtained before the argument is commenced, the 
time may he extended. 

The appelant shall have the right to open and conclude in inter¬ 
ference cases, and in such case a full and fair opening must be 
made. 

Briefs in interference appeals must he filed in accordance with 
the provisions of Rule 147. 

Respectfully, E. B. MOORE, 

Commissioner of Patents. 

To Bvrnes, Townsend & Brickenstein, 918 F St. N. W., Citv. 

63 Entered. 

Department of the Interior, 

United States Patent Office, 
Washington, D. C., April 3, 1909. 

Sir: The case of Just & TTanarnan v. Kuzel v. Heany v. Von 
Bolton, petition hv Just & Hanaman, & Kuzel & Von Bolton, Intf. 
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No. *27.07 I, w ill be heard hv the Commisioner on tlie *21st day of 
April, 1001). 

The hearings will commence at ten o’clock, and as soon as the 
argument in one case is concluded the suecee< ling case will he taken 
up. 

If any party, or his attorney, shall not appear when the case is 
called, his right to an oral hearing will he regarded as waived. 

The time allowed for arguments is as follows: 

Ex parte cases, thirty minutes; 

Motions, thirty minutes, each side; 

Interference appeals, final hearing, one hour each side. 

By special leave, obtained before the argument is commenced, the 
time may be extended. 

The appellant shall have the right to open and conclude in in¬ 
terference cases, and in such case a full and fair opening must he 
made. 

Briefs in interference appeals must be filed in accordance with 
the provisions of Rule 147. 

Respectfully, E. B. MOORE, 

Commissioner of Patents. 

To Byrnes, Townsend A’ Brickenstein. 918 E St. N. \\\, City. 
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Exhibit G. 

Order to Show Pause a ad X (dices. 


Department ok the Interior, 

United States Patent Office, 
Washington. D. C., April 17, 1909. 


Intf. No. 27073. 


in the Matter of the Interference of 

Kuzel 

v. 

IIeany. 

Sir: Please find enclosed herewith a copy of an order of the Com¬ 
missioner in the above entitled case. 

Bv direction of the Commissioner: 

Yerv respectfully, 

W. F. WOOLARD, 

Chief Clerk. 

F. 

John A. IIeany, c/o Byrnes, Townsend & Brickenstein, 918 F St. 
N. \\\, Washington, D. C. 




JOHN ALLAN HEANY AT AL. 


39 


65 Intf. No. 27073. 

In the Matter of the Interference of 

Kuzel 

v. 

Heany. 

Sir: In the matter of the petition filed bv Hans Kuzel for the 
issue of an order directed to said Heany to show cause why his ap¬ 
plications Nos. 238,709 and 344,008 should not be stricken from the 
files of (he Patent Ottice for frauds charged in said petition, it ap¬ 
pears that any answer filed in response to such an order would be 
of substantially the same nature as that already made to charges 
filed by Examiner Kinnan with reference to the said applications 
and all matters relating to such charges can best be considered at the 
same time. 

The notice of hearing on such petition, set for April 21, 1909, is 
therefore canceled and the petition is granted. 

The said John Allen Ileany and his assigns are hereby directed 
to show cause on or before May 1, 1909, 

1. Why the Heany application filed December 29th, 1904, Serial 
No. 238,769, of which the Heany application now in interference 
is claimed to l>e a division, should not be stricken from the files of 
the Patent Ofiice or treated as a nullity for fraud and an order en¬ 
tered to that effect. 

2. Why the Heany divisional application, Serial No. 344,068 in¬ 
volved in this interference claiming to be a division of the aforesaid 
application of December 29th, 1904, should not likewise be stricken 

from the. files of the Patent Office or treated as a nullity for 

66 fraud and an order entered to that effect. 

3. Why the Commissioner of Patents should not there¬ 
upon make an order directing the Examiner of Interferences to 
dissolve this interference as to Heany. 

It is further ordered that proceedings in Interferences # 27,073 
and # 27,074 be suspended until it is determined what disposition 
shall be made of the said applications of Ileany. 

EDWARD B. MOORE, 

Commissioner. 

April 17, 1909. 

John Allen Heanv, c/o Bvrnes, Townsend & Brickenstein, 918 
F St., N. W , Washington, D. C. 
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Department of the Interior, 

United States Patent Office, 
Washington, D. C., Apiil 17, 1909. 

InU. No. 27074. 

In the Mutter of the Interference of 
Just and IIanaman 
v. 

Kuzel 

v. 

Heany 

v. 

Von Bolton. 


Sir: Please tind enclosed herewith a copy of an order of the Com¬ 
missioner in the above entitled case. 

By direction of the Commissioner, 

Very respectfully, 

W. F. WOOLARD, 

Chief Clerk . 



John A. Heany, c/o Byrnes, Townsend & Brickenstein, 918 F 
St. N. W., Washington, D. C. 
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Into. No. 27074. 


In the Matter of the Interference of 
Just and IIanaman 
v. 

Kuzel 

v. 

Heany 

v. 

Von Bolton. 


Sir: In the matter of the petition tiled by Ilans Kuzel, Just and 
IIanaman and W. Von Bolton for the issue of an order directed 
to said Heany to show cause why his applications Nos. 238,769 and 
332,786 should not be stricken from the files of the Patent Office 
for frauds charged in said petition, it appears that any answer 
filer! in response to such an order would be of substantially the 
same nature as that already made to charges filed by Examiner 
Kinnan with reference to the said applications and all matters 
relating to such charges can be best considered at the same time. 

The notice of hearing on such petition, set for April 21, 1909, 
is therefore canceled and the petition is granted. 

The said John Allen Heany and his assigns are hereby directed to 
show cause on or before May 1, 1909, 
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1. Why the Heany application filed December 29th, 1904 Serial 
No. 238,709, of which the Heany application now in interference 
is claimed to be a division, should not he stricken from the files of 
the Patent Office or treated as a nullity for fraud and an order 
entered to that effect. 

2. Why the Heany divisional application. Serial No. 332,786 
involved in this interference claiming to he a division of the afore¬ 
said application of December 29th, 1904, should not likewise be 

stricken from the files of the Patent Office or treated as a 
69 nullity for fraud and an order entered to that effect. 

3. Why the Commissioner of Patents should not thereupon 
make an order directing the Examiner of Interferences to dissolve 
this interference as to Heany. 

It is further ordered that proceedings in Interferences #27,073 
and #27,074 he suspended until it i> determined what disposition 
shall be made of the said applications of Heany. 

EDWARD B. MOORE, 

Commissioner. 

April 17, 1909. 

John Allen Heany, c/o Byrnes, Townsend & Brickenstein, 918 
F St., N. W., Washington, D. C. 


70 Exhibit H. 

In the Supreme Court of the District of Columbia, Holding a 
Criminal Term, January Term, A. D. 1908. 

District of Columbia, ss: 

The Grand Jurors of the United States of America, in and for the 
District of Columbia aforesaid, upon their oath do present: 

That before and on the twentieth day of December, in the year 
of our Lord one thousand nine hundred and four, and from thence 
hitherto it was and is now provided hv law that any person who 
has invented or discovered any new and useful art. machine, manu¬ 
facture or composition of matter, or any new and useful improve¬ 
ments thereof, not known or used by others in tin* United States be¬ 
fore his invention or discovery thereof, and not patented or de¬ 
scribed in any printed publication in the said United States or any 
foreign country t>efore his discovery thereof, or more than two years 
prior to his .application, and not in public use or on sale in the 
United States for more than two years prior to his application, un¬ 
less the same is proved to have been abandoned, may upon payment of 
the fees required bv law and other due proceeding had. obtained a 
patent from the said United States therefor, which patent shall con¬ 
tain a short title and description of the invention and a grant to 
the patentee, his heirs and assigns, for the term of seventeen years, 
of the exclusive right to make, use and vend the invention or dis¬ 
covery throughout the United States and the territories thereof, 
referring to the specification for the particulars thereof, that before 
any inventor or discoverer shall receive a patent, he shall make 
6—2049a 
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application therefor in writ! :g to the CommisMoner of Patents and 
file in the Patent Olliee a written description of the same and of 
the manner and process of making, constructing, compounding and 
using it in such full, clear, concise and exact terms as to enable 
any person skilled in the art or science to which it appertains, 

71 or with which it is most nearly connected, to make, con¬ 
struct, compound and use the same; and he shall particularly 

point out and distinctly claim the part, improvement or combina¬ 
tion which he claims as his invention or discovery and the speci¬ 
fication and claim shall he signed by the inventor, and attested 
by two witnesses; that when the nature of the case admits of draw¬ 
ings the applicant shall furnish one copy, signed hv the inventor 
or his attorney in fact, and attested bv two witnesses, which shall 
be filed in the Patent Olliee, and a copy of the drawing to be fur¬ 
nished by the Patent Olliee shall be attached to the patent as a 
part of the specification; and that the applicant shall make oath, 
among other things, that he verily believes himself to Ik* the original 
and first inventor or discoverer of the art, machine, manufacture, 
composition or improvement for which he solicits a patent and that 
he does not know and docs not believe that the same was ever before 
known or used. 

And it was at the time and times aforesaid and is now provided 
bv certain rules and regulations established by the Commissioner 
of Patents pursuant to law, and approved by the Secretary of the 
Interior, that a complete application for letters patent eomprices a 
fir-t fee, a petition, specification and oath, and drawings, model or 
specimen when required; that the petition must he addressed to the 
Commissioner of Patent#/ and must designate by title the invention 
sought to be patented and contain a reference to the specifications 
for a full disclosure of such invention and must be signed by the 
applicant; that the specification is a written description of the 
invention or discovery and of the manner and process of making, 
constructing, compounding and using the same, and is re- 

72 quired to be in such full, clear, concise and exact terms or to 
enable any person skilled in the art or science to which the 

invention or discovery appertains, or which irhich it is most nearly 
connected, to make, construct, compound and use the same; that the 
specification must set forth the precise invention for which a patent 
is solicited and explain the principle thereof and the best mode in 
which the applicant has contemplated applying that principle, in 
such a manner as to distinguish it from other inventions; and that 
the specification must conclude with a specific and distinct claim or 
claims of the part, improvement or combination which the applicant 
regards as his invention or discovery; that the specification must 
be signed by the inventor, or his executor or administrator, and that 
the signature must he attested by two witnesses; that the specification 
and claim must be plainly written or printed on but one side of the 
pa|H*r; that all interlineations or erasures must be clearly referred to 
in marginal or foot notes on the same sheet of paper. 

Ami that at the time and times aforedaid it was and is now further 
provided by law that upon the filing of any such application and the 
payment of the fees, the Commissioner of Patents shall cause an 
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examination to be made of the alleged new invention or discovery, 
and if on such examination it shall appear that the claimant is just- 
entitled to a patent under the law, and that the same is sufficiently 
useful and important, the Commissioner shall issue a patent therefor; 
that all applications for patent shall be completed within one year 
after the filing of the application, and in default thereof, and upon 
failure of the applicant to prosecute the same within one year 
73 after any action therein, of which notice shall be given to the 
applicant, they shall be regarded as abandoned by the par¬ 
ties thereto unless it be shown to the satisfaction of the Commissioner 
of Patents that such delay was unavoidable; that whenever on exami¬ 
nation any claim for patent is rejected the Commissioner shall notify 
the applicant thereof, giving him briefly the reasons for such rejec¬ 
tion, together with such information and references as may be useful 
in judging of the propriety of renewing his application or altering 
his specification. 

And that at the time and times aforesaid it was and is nor further 
provided bv said rules of said Patent Office that the applicant should 
have the right to amend his application before or after the first rejec¬ 
tion or action, and that he might amend as often as the examiner 


presents new references or reasons for rejection; that the specifica¬ 
tions and drawing must be amended and revised when required to 
correct inaccuracies of description and unnecessary prolixity and to 
secure correspondence between the claim, specification and drawing, 
but no change in the drawing may be made except by written per¬ 
mission of the office and after a photographic copy of the drawing as 
originally presented has been filed, that in every amendment the 
exact word or words to be stricken out and inserted must be specified 
and the precise point indicated, where the erasure or insertion is to 
be made; that all such amendments must be on sheets of paper sepa¬ 
rate from the papers previously filed and written on but one side 
of the paper; that erasures, additions, insertions and mutilations of 
the papers and records must not he made by the applicant; that all 
pending applications for patents should be preserved in secrecy, and 
that no information respecting the same should be given out 
74 without the authority of the Commissioner of Patents. 

t. 

And the Grand Jurors aforesaid, upon their oath aforesaid. 


do further present; 

That on the nineteenth day of January, in the year of our Lord 
one thousand nine hundred and five, and at the District aforesaid, 


one John A. Heanv did file in said Patent Office through one Henry 
E. Everding, who was then and there the attorney of the said Heanv, 
a certain application for the grant to the said Ileany of letters patent 
for improvements in the Manufacture of Filaments and Electrodes 
for Electric Im/andescent and Arc Lamps, and that said application 
included a petition, specification and claims, and the oath of the said 
Heanv, as required by law. 

That when said application was filed in said Patent Office the 
same was in the regular course of business given a number, to-wit, 


the number two hundred and fifty one thousand seven hundred and 
eighty two, of the series of nineteen hundred and was entered upon 
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the books of said Patent Office and was placed in a paper called and 
known as a tile wrapper and was referred to a division of said Patent 
Ofliee known as division thirty-seven, where applications of the class 
to which the same belonged were, in the regular course of business, 
considered and allowed or rejected, and that such actions as should 
lx* had by said Patent Ofliee on said application were as the same 
were had noted upon said file wrapper and upon a register kept for 
that purpose in said division. 

That said Division thirty-seven was under the control and super¬ 
vision of an officer and employee of said Patent Ofliee, known 
75 as a Principal Examiner, who was assisted bv certain other 
officers and employees of the said Patent Office, known as 
assistant examiners; that it was the duty of the said Principal Ex¬ 
aminer to act on the said application of the said Ileany for patent 
with the advice and assistance of the said assistant examiner to 
whom the applieat/ion should be assigned for consideration; that 
said application of said Ileany in the regular course of business was 
considered by the proper officials of the said Patent Office in said 
Division, and that on the twenty eighth day of March, in the year 
of our Lord one thousand nine hundred and five, action was taken 
on the said application and a letter was written and a copy thereof 
was sent to the said Ileany notifying him of such action, and the 
original of said letter and a press copy thereof were preserved in the 
files of the said Patent Ofliee; that on the t wen tv-seventh dav of Julv, 

in the vear of (air Lord, one thousand nine hundred and five, the 

%' r 

said Everding on behalf of the said Ileany did file in the said Patent 
Office a letter addressed to the Commissioner of Patents, and which 
letter was called and known as amendment A to said application; 
that on the twenty ninth day of September, in the year of our Lord 
one thousand nine hundred and five, each claim of said application 
was rejected bv said Patent Office, and a letter was written to the said 
Ileany notifying him of such rejection ; that on the day last afore¬ 
said. the said Everding on behalf of the said Ileany, did file in the 
said Patent Office a drawing to accompany and form part of the said 
application: and that the said petition, specification and claims, and 
oath, the said file wrapper, the said letter dated the twenty-eighth dav 
of March, in the year of our Lord one thousand nine hundred and 
five, and the said press copy thereof, so preserved in said 
7fi Patent Office, the said amendment A, and the said drawing, 
as the same were filed in said Patent Office became and w T ere 
papers, documents and records filed and deposited in a public office 
of the said United States. 

That from the tenth dav of Julv. in the vear of our Lord one 

• • • 

thousand nine hundred and five, until the twenty-seventh day of 
February, in the year of our Lord one thousand nine hundred and 
eight, one Ned W. Barton was an employee of the said United States 
in said Patent Office, that is to say, was an assistant examiner in said 
Patent Office, and was assigned to duty as such assistant examiner 
in said division thirty seven, and was charged with the duty of con¬ 
sidering applications of the class to which belonged tin* application 
of the said Ileanv as aforesaid, and from the tenth dav of Julv, in 
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the year of our Lord one thousand nine hundred and five until said 
application was allowed, was charged with the consideration thereof, 
ami of assisting the Principal Examiner in charge of said division 
thirty-seven, in determining whether the said application should be 
allowed or rejected. 

And that during the time that the said Barton was such assistant 
examiner in the said Patent Office he was charged with the duty 
of keeping secret all matters relating to pending applications for 
patents, and of honestly and in good faith examining the various 
applications which should be assigned to him to consider, and of 
honestly and in good faith reporting to said Principal Examiner 
what action in his opinion should he taken thereon; and it was also 
then and there the duty of the said Barton as such assistant 

77 examiner, and by reason of his acting as such assistant ex¬ 
aminer. not to participate in or connive at any improper 

practice or to suppress or conceal from the said Principal Examiner 
or from the Commissioner of Patents any knowledge which he the 
said Barton might have at any time of the existence or the exercise 
or attempted exercise of any improper practice by any person or 
persons, by which improper practice the said United States could 
he prejudiced in any matter in respect to which he the said Barton 
was charged, as such assistant examiner, with any duty whatsoever. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That on the twentieth day of August, in the year of our Lord one 
thousand nine hundred and six, and at the District aforesaid, the 
said Ned W. Barton, the said John A. Ileany and the said Henry B. 
Everding, all late of the District aforesaid, unlawfully did conspire, 
combine, confederate and agree together, knowingly, wrongfully and 
corruptly to defraud the said United States in the dishonest manner 
and through and by means of the dishonest scheme and arrangement 
following, that is to say: 

That while the said application for patent, so tiled in the said 
Patent Olliee by the said Ileany as aforesaid, was pending in the 
said Patent Olliee, and before the same had been allowed or finally 
rejected, they the said Barton. Ileany and Everding should falsely 
and fraudulently change and alter the said specification and claims 
so as aforesaid tiled with and included in the said application, and 
that the said Barton should, in violation of his duty in that behalf, 
conceal from the said Principal Examiner of said division thirty 
seven and the Commissioner of Patents, the fact that the said speci¬ 
fication and claims had been so falsely and fraudulently changed 
and altered, and should do all that in his power late as such assistant 
examiner in said Patent Office to assist the said Ileany and the said 
Everding in procuring the allowance bv said Principal Ex- 

78 aminer of said division thirty-seven, and the Commissioner of 
Patents of a patent or patents based upon said falsely and 

fraudulently changed and altered specifications and claims, and that 
they the said Barton and Ileany and Everding, and should do and 
perform such other act or acts as in the opinion of them the said 
Barton, Ileany and Everding were necessary to prevent the discovery 
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of the change 1 and alteration in the .-aid specification and claims and 
to procure the allowance of a patent or patents based thereon. 

And the (irand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That in pursuance of the said unlawful conspiracy, combination, 
confederation and agreement, and to effect the object thereof, and at 
the District aforesaid, and on the fourth day of September, in the 
vear of our Lord one thousand nine hundred and six, the said Ned 
W. Bart-on did write and cause to he written a letter addressed to 
the said John A. ITeanv in reference to the said application of said 
Ileany for patent, for the purpose of preventing the said application 
from being deemed abandoned by reason of the failure of the appli¬ 
cant to take action thereon, and did sign the same as acting examiner 
of the said division thirty seven. 

That on the second day of September in the year of our Lord one 
thousand nine hundred and seven, and at the District aforesaid, 
and in further pursuance of the said unlawful conspiracy, combi¬ 
nation. confederation and agreement, and to further effect the object 
thereof, the said Ned \V. Barton did unlawfully take and carry away 
from the said Patent Office the said specification and claim thereto¬ 
fore filed in said Patent Office in the application of the said John A. 
ITeanv for the grant to him of the patent aforesaid. 

That in further pursuance of the said unlawful conspiracy, 
combination, confederation and agreement, and to further effect the 
object thereof, and at the County of Philadelphia, and State of 
Pennsylvania, and on the first day of July, in the year of 
70 our Lord one thousand nine hundred and seven, the said 
Henry E. Everding unlawfully did prepare and cause to l>e 
prepared a new specification ami claims, which last mentioned specifi¬ 
cation and claims, except for tin* matter in red ink thereon, was of 
the tenor following, that is to say: 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect, the 
object thereof, the said John A. ITeanv on tin* second day of July, 
in the year last aforesaid, and at the County of York, and State of 
Pennsylvania, did on the last sheet of said last mentioned specifica¬ 
tion and claims sign his name, to wit, “John Allen ITeanv.” 

That* in further pursuance of the said unlawful conspiracy, com¬ 
bination. confederation and agreement, and to further effect the 
object thereof, and on the day and at the place last aforesaid the said 
Ilenrv E. Everding did on the said last sheet of said last mentioned 


specification and claims sign his name, to-wit, Henry E. Everding. 
as a witness to said signature of the said John Allen ITeanv, and did 
cause the name of one IT. L. Owen to l>e written thereon as a witness 


to the signature of said TTeany. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination. confederation and agreement, and to further effect the 


object thereof, and at the District aforesaid, and on the second day of 
September in the year of our Lord one thousand nine hundred and 
seven. the said Ned \Y. Barton unlawfully did place the said last 
mentioned s]>eeification and claims in the files of the said Patent 
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Office, in and as a part of the said application of the said John A. 

Heany, filed in said Patent Office as first aforesaid. 

HO That in further pursuance of the said unlawful conspiracy, 

combination, confederation and agreement, and to further 
effect the object thereof, the said Ned W. Hart on did on the day and 
year last aforesaid, and at the District aforesaid, unlawfully take and 
carry away from the file of the said application of the said John A. 
Heany, first aforesaid, the said letter dated on the twenty eighth day 
of March, in the year of our lA>rd one thousand nine hundred and 
five, which said letter was written on the official letter head of said 
Patent Office, and was addressed to the said John A. Heany, and 
contained a request to please find below a communication from the 
examiner in charge of said application, and bore the printed signa¬ 
ture of one F. T. Allen as Commissioner of Patents, and the signa¬ 
ture of one \V. A. Cowles, as acting examiner of said division thirty 
seven, and the signature of one Day who was then and there an 
assistant examiner of said division, a more particular description of 
which last mentioned letter the Grand Jurors aforesaid are unable 
to give because the same is not known. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the ob¬ 
ject thereof, and on the day and year last aforesaid, and at the 
District aforesaid, the said Ned W. Barton did unlawfully take and 
carry away from the said Patent Office the press copy of the letter 
last aforesaid, which letter appeared at page one hundred and fifty 
of a press copy book containing the letters written in said division 
thirty seven during the period from the sixteenth day of March until 
the nineteenth day of April, in the year of our Lord one thousand 
nine hundred and five, a more particular description of which said 
la<t mentioned copy, the Grand Jurors aforesaid are unable to give 
because the same is not known. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
object thereof, and on the day and year last aforesaid, and at the 
District aforesaid, the said Ned W. Barton unlawfully did 
81 falsely make and forge, and cause and procure to be falsely 
made and forged a writing in the form of a letter and of the 
tenor following: 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
object thereof, and on the day and year last aforesaid, and at the 
District aforesaid, the said Ned \Y. Barton unlawfully did file said 
falsely made and forged letter in the files of said application of said 
Heany for patent as the true and genuine letter filed therein, bear¬ 
ing the date on the said twenty eighth day of March, in the year 
of our Lord one thousand nine hundred and five. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
object thereof, and on the day and year last aforesaid, and at the 
District aforesaid, the said Ned W. Barton unlawfullv and wilfully 
did falsely make and forge a certain other writing in the form of a 
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press copy of the letter so falsely made and forged by the said 
Barton as aforesaid, and which last mentioned falsely made and 
forged writing is of the tenor last above set forth. 

That in further pursuance of the said unlawful conspiracy, combi¬ 
nation. confederation and agreement, and to further effect the object 
thereof, and on the day and year last aforesaid, and at the District 
aforesaid, the said Ned W. Barton unlawfully did insert said last 
mentioned falsely made and forged writing in the letter book of said 
division thirty seven, hereinbefore described, at page one hun¬ 
dred and fifty thereof. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
object thereof, and on the day and year last aforesaid, and at the 
District aforesaid, the said Ned \\ . Barton unlawfully did take and 

carry wav from the files of the said Patent Office the said 
«. « 

82 amendment A filed in the said application of the said TTeany 
as aforesaid, a more particular description of which said 
amendment A. the Grand Jurors aforesaid cannot give because the 
same is not known. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination. confederation and agreement, and to further effect the 
object thereof, on the first day of July, in the year of our Lord one 
thousand nine hundred and seven, and at the county of Philadelphia, 
and state of Pennsylvania, the said Henry E. Everding unlawfully 
did cause to he written a certain communication purporting to be 
addressed to the Commissioner of Patents and purporting to he an 
amendment to said application of the said Ileany first aforesaid, and 
unlawfully did attach his signature thereto, which said bust men¬ 
tioned paper is of the tenor following: 

That in further pursuance of the unlawful conspiracy combina¬ 
tion, confederation and agreement, and to further effect the object 
thereof, and on the second day of September, in the year of our 
Lord one thousand nine hundred and seven, and at the District afore¬ 
said, the said Ned W. Barton unlawfully did stamp upon the said 
last mentioned paper words and figures of the tenor following, that 
is to say: 


“U. S. Patent Office, Jul- 27, 1905, Division 37,” 

and 

“Div. 37, Paper No. —,” 

and did unlawfully write upon the said last mentioned paper, and 
after said “Div. 37, paper No. —” the figure and letters of the tenor 
following, that is to say: 

“2 Amend’t A.” 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
object thereof, and on the day and year last aforesaid, and at the 
District aforesaid, the said Ned W. Barton unlawfully did 
83 place the said la*t mentioned paper in the files of said Patent 
Office, with the application of the said Heany as aforesaid, 
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the same purporting to be the genuine amendment thereto known 
as amendment A, filed with the said application on the twenty 
seventh day of July, in the year of our Lord one thousand nine hun¬ 
dred and five, as aforesaid. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination and agreement, and to further effect the object thereof, 
and on the day and year last aforesaid, and at the District aforesaid, 
the said Ned \V. Barton did insert on page seventeen of said speci¬ 
fication and claims substituted in the files of said Patent Office as 
aforesaid, and after the word “material” in the third line of the first 
claim thereof, words of the tenor following: 

“Containing a small amount of rare earth oxide.’’ and in the mar¬ 
gin of said sheet, and opposite said insertion the letters following: 

“Per A.” 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 

object thereof, the stud Ned \\ . Barton on the day and year last 

aforesaid, and at the District aforesaid, unlawfully did write in red 
ink upon the specification and claims so fraudulently prepared and 
substituted in the files of the said Patent Office as aforesaid the words, 
figures mid character, which appear in red ink in the copy thereof 
hereinbefore set forth, except the entries in red ink on page 17 thereof 
last above set forth. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 

object thereof, the said Ned \V. Barton, on the day and year last 

aforesaid, and at the District aforesaid, did unlawfully and wilfully 
take and carry away from the files of said Patent Office the drawing 
theretofore filed and deposited in the said Patent Office with 
84 the said application of the said ITeanv, as hereinbefore set 
forth, a more particular description of which said drawing 
the Grand Jurors aforesaid cannot give, because the same is not 
known. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination. confederation and agreement, and to further effect the 
object thereof, and at the county of Philadelphia and state of Penn¬ 
sylvania, and on the fifth day of November, in the year of our Lord 
one thousand nine hundred and seven, the said Henry E. Everding 
did cause to be made a sheet of drawings, which sheet contained the 
drawings and words and figures, following, except that the name 
Tleanv did not then appear thereon: 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
object thereof, and on the sixth day of November, in the year last 
aforesaid, and at the District aforesaid, the said Ned W. Barton un¬ 
lawfully did file and deposit said last mentioned sheet of drawings in 
the «aid Patent Office in the file of the application of the said TTeanv 
fird. mentioned as the drawing originallv filed therein. 

That in further pursuance of the said unlawful conspiracv. com¬ 
bination. confederation and agreement, and to further effect the 
object thereof, and on the day and year last aforesaid, and at the 
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District aforesaid, *said 'enry E. Everding did write on .said last 
mentioned sheet of drawings the word “Heany, ,? as the same appears 
on the copy thereof, above set forth, and did file in the said Patent 
Otiiee a photographic copy of the said sheet of drawings, except that 
the word I leans docs not appear on said photographic copy. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination. confederation and agreement, and to further effect the 
object thereof, and on the day and year last aforesaid, and at 
85 the District aforesaid, the said Ned \V. Barton unlawfully did 

take ami carry awav from the files of the said Patent Office 
• • 

the said paper called and known as a file wrapper, containing a 
record of the cations had in said office in the said application of the 
said lleany as afore>aid, a more particular description of which said 
tile wrapper the (Irand .jurors aforesaid cannot give because the same 
is not known. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the ob¬ 
ject thereof, the said Ned \V. Barton did on the day and year last 
aforesaid, and at the District aforesaid, unlawfully and falsely make 
and forge a certain other paper in the form of a file wrapper and of 
the tenor, following, that is to say: 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
object thereof, and on the day and year last aforesaid, and at the 
District aforesaid, the said Ned \V. Barton did unlawfully place the 
said file wrapper so falsely made and forged as last aforesaid in the 
said Patent Office with the said application of the said lleany as 
aforesaid, purporting to be the true and genuine file wrapper thereof. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
object thereof, the said Ned \V. Barton did on the seventh day of 
November, in the year of our Lord one thousand nine hundred and 
seven, and at the District aforesaid, and in violation of his duty, 
conceal from the said Principal Examiner of said Division thirty 
seven all knowledge 1 of the existence ami exercise of the fraud and 
improper practice 1 '; hereinbefore set forth, and did procure the said 
Principal Examiner to allow a patent to said John A. lleanv, based 
on said falsely changed and altered specification and claims before 
set forth; against the form of the statute in such case made 
and provided, and against the peace and government of the 
said United States. 


Second Count. 

And the Grand Jurors aforesaid, upon their oath aforesaid do 
further present: 

That on the twentieth day of December, in the year of our Lord 
one thousand nine hundred and four, and from thence hitherto it 
was provided by law and by the rules and regulations established by 
the Commissioner of Patents pursuant to law and approved bv the 
Secretary of the Interior, as is set forth and averred in the first count 
hereof. 

That on the nineteenth day of January, in the year of our Lord 
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one thousand nine hundred and live, and at the District aforesaid, 
the said John A. lleany, did, as set forth in the first count hereof, file 
in said Patent Office, through his attorney, said Henry E. Everding 
the application for patent described in the stud first count; that 
thereafter and on the day and days set forth in the first count the 
said several acts and steps were had and taken in said Patent Office 
in the consideration of said application for patent, and the several 
papers, documents and records were filed and aepoaited in said Patent 
Office and in said Division thirty seven thereof as are set forth and 
averred in said first count, and that the said petition, specification and 
claims, the said oath, the said file wrapper, the said letter dated the 
twenty eighth day of March in the year of our Lord one thousand 
nine hundred and five and the said press copy thereof so preserved in 
said Patent Office, the said Amendment A, and the said drawing, as 
the same were so filed in said Patent Office as set forth in said first 
count, were papers, documents and records filed and deposited in a 
public office of the said United States. 

And that at the time and times set forth in said tir>t count the 
said Ned \V. Barton was an assistant examiner in said division 
ST thirty-seven in said Patent Office, and as such assistant ex¬ 
aminer was charged with the several duties as set forth in said 
first count, and the said Principal Examiner of said division thirty, 
seven was charged with the several duties as set forth in said first 


count. 

And tfie Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That on the twentieth day of August, in the year of our Lord one 
thousand nine hundred and six, and at the District aforesaid, the said 
Ned \V. Barton, the said ITenrv E. Everding and the said John A. 
lleany. unlawfully and fraudulently did further conspire, combine, 
confederate and agree together, knowingly, wrongfully and corruptly 
that while the said application for patent so filed in said Patent Office, 
by the slid lleany as aforesaid was pending in said Patent Office, 
and before the same had been allowed or finally rejected, they, the 
slid Barton. lleany and Everding should and would unlawfully take 
and carry away with intent to steal and destroy the same, and should 
unlawfully and wilfully destroy certain of the papers, documents and 
records so as aforesaid filed in said Patent Office, that is to say, the 
<aid specification and claims, the said amendment A, and the said 
letter dated the twenty eighth day of March, in the year of our Lord 
one thousand nine hundred and five, addressed to the said Heanv. 
and the said press copy thereof, and the said file wrapper, and should 
and would for the purpose of defrauding the said United States, un¬ 
lawfully and falsely make, alter and forge, and cause and procure to 
he falsely made, altered, and forged and willingly aid and assist in 
tlie false making, altering and forging of certain writings and pub¬ 
lic records, to l>c substituted in lieu of the said papers, documents and 
records so to be taken and carried away with intent as aforesaid, that 
is to sav. certain specification and claims, a certain letter addressed to 
the said Commissioner of Patents and amending said application and 
to be called Amendment A. a file wrapper, a letter purporting 
88 to be dated the twentv-eichth dav of March, in the year of 
our Lord one thousand nine hundred and five addressed to 



52 


EDWARD B. MOORE. COMMISSIONER OF PATENTS, VS. 


said Ileany and purporting In lx* written in said Patent Office and a 
press copy thereof, and to utter and publish as true and genuine the 
said falsely made altered and forged writings, by placing the same in 
the files of slid Patent Office in place of the papers, documents and 
records so to he taken and carried away, with the intent that they 
should he taken and considered to he tin* true and genuine papers, 
documents and records which were to he taken and carried away as 
aforesaid. 

And that they, the said Barton, TTeanv and Everding, did thereby 
then and there unlawfully conspire, combine, confederate and agree 
together to commit certain offenses against the United States, that 
is to say. the offense of wilfully destroying and taking and carrying 
away with intent to steal and destroy the same, papers, documents 
and records filed in a public office of the United States, and the of¬ 
fense of falsely making, altering and forging and of causing and 
procuring to he falsely made, altered and forged and wilfully aiding 
and assisting in the false making, altering and forging of public rec¬ 
ords and other writings, for the purpose of defrauding the said 
United States, and of knowingly uttering and publishing the same 
as true and genuine for the purpose of defrauding the said United 
States. 


And the Grand Jurors aforesaid, upon their oath aforesaid do 
further present : 

That in pursuance of the said last mentioned unlawful conspiracy, 
combination, confederation and agreement, and to effect the object 
thereof, and on the dav and several days set forth in said first count, 
and at the District aforesaid, the said Ned W. Barton did unlawfully 


do and perform the said >ovoral i 


lets particularly set forth and averred 


in said first count to have been done and performed by said Ned \Y. 
Barton in pursuance of the unlawful conspiracy therein set forth. 

And that in further pursuance of the unlawful conspiracy 
89 combination, confederation and agreement in this count al¬ 


leged. and to further effect the object thereof, and on the day 
and several days set forth in said first count, and at the place and 
several places as <et forth in said first count, the said John A. Ileany 
did unlawfully do and perform the said several acts particularly 
set forth and averred in said first count to have been done and per¬ 
formed by the said John A. Ileany in pursuance of the unlawful 
conspiracy therein set forth. 


And that in further pursuance of the unlawful conspiracy, com¬ 
bination, confederation and agreement in this count alleged and to 
further effect the object thereof, and on the day and several days 
as set forth in said first count, and at the place and several places as 
therein set forth, the said Henry E. Everding, did unlawfully do and 
perform the said several acts particularly set forth and averred in 
said first count to have been done and performed by the said Ilenry 
E. E\erding in pursuance of the unlawful conspiracy therein set 
forth, against tin* form of the statute in such case made and provided, 
and against the peace and government of the said United Suites. 
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Third Count. 

And the (irand Jurors aforesaid, upon their oath aforesaid, do fur¬ 
ther present: 

That on (he twentieth day of December, in the year of our Lord, 
one thousand nine hundred and four, and from thence hitherto, it 
was and is now provided by law and by the rules and regulations es¬ 
tablished by the Commissioner of Patents pursuant to law and ap¬ 
proved by the Secretary of the Interior, as is set forth and averred 
in the first count hereof. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do fur¬ 
ther present: 

That on the twenty-ninth day of December, in the year of our 
Lord, one thousand nine hundred and four, and at the Dis- 
00 trict aforesaid, the said John A. Heany did file in the said 
Patent Office, through the said Henry E. Everding, who was 
then and. there the attorney of the said Heany, a certain other appli¬ 
cation for the grant to said Heany of letters patent for other im¬ 
provements in the Manufacture of Filaments and Electrodes for 
Electric Incandescent and Arc Lamps, and that said last mentioned 
application included a petition, specification and oath of the said 
Heany, as required by law. 

That when said last mentioned application was filed in said Patent 
Office the same was in the regular course of business given a number, 
to wit, number two hundred and thirty-eight thousand seven hun¬ 
dred and sixty nine of the series of Nineteen Hundred, and was en¬ 
tered upon the books of said Patent Office and was placed in a paper 
called and known as a file wrapper, and was referred to said division 
thirty seven of said Patent Office, where applications of the class to 
which the same belonged were in the regular course of business con¬ 
sidered and allowed or rejected, and that such actions as should be 
had by such Patent Office on said last mentioned application were as 
the same were had noted, upon said last mentioned file wrapper and 
upon a Register kept in said division for that purpose. 

That said division thirty seven was under the control and super¬ 
vision of an officer and employee of said Patent Office known as a 
Principal Examiner, who was assisted by certain other officers and 
employees of said Patent Office, known as assistant examiners; and 
that it was the duty of said Principal Examiner to act upon the last 
mentioned application of said Heany for patent with the advice and 
assistance of such of the assistant examiners as should be directed to 
consider the same. 

That the said last mentioned application of the said Heany, in the 
regular course of business was considered by the proper officials of 
the said Patent Office, in said division thirty-seven and before any 
action had been had thereon, and on the twenty fifth day of 
<)1 February, in the year of our Lord one thousand nine hundred 
and five, the said Everding on hehalf of the said Heany filed 
in the said Patent Office a letter addressed to the Commissioner of 
Patents and signed by said Everding, which letter was called and 
known as Amendment A to said application ; that on the eleventh day 
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of March, in the year of our Lord one thousand nine hundred and 
five, action was taken in said division of said Patent Office on said 
last mentioned application as amended and a letter was written to 
said Heany notifying him of such action; that on the twenty seventh 
day of July, in the year of our Lord one thousand nine hundred and 
five, the said Everding on behalf of the said Ileany did file in the 
said Patent Office another letter addressed to the Commissioner of 


Patents and signed by said Ileany and which was called and known 
as Amendment B to said last mentioned application; that on the 
eighteenth day of September, in the year of our Lord one thousand 
nine hundred and five, each claim of said last mentioned application 
as amended was rejected by the said Patent Office, and a letter was 
written to the said Ileany notifying him of such rejection; and that 
the said last mentioned petition, specification and claims, and oath, 
and file wrapper, and Amendments A and B as the same were filed 
in said Patent Office became and were papers, documents and records 
filed in a public office of the said United States. 

That from the tenth dav of July, in the year of our Lord one 
thousand nine hundred and five, until the twent/* seventh day of 
February, in the year of our Lord one thousand nine hundred and 
eight, said Xed \V. Barton was an employee of the United States 


in said Patent Office, that is to 


saw was an assistant examiner in 


said Patent Office, and was assigned to duty as such assistant ex¬ 
aminer in division M7, and was charged with the duty of consider¬ 
ing applications of the class to which belonged the last mentioned 
application of the said Ileany, and was charged with the considera¬ 
tion on said last mentioned application, and of assisting the Principal 
Examiner in determining whether the same should he allowed or re¬ 


jected. 


92 And that during the time that the said Barton was such 


assistant examiner in said Patent Office he was charged with 
the duty of keeping secret all matters relating to pending applications 
for patents and of honestly and in good faith examining the various 
applications which should l>e assigned to him to consider, and of 
honestly and in good faith reporting to said Principal Examiner 
what action in his opinion should be taken thereon; and it was 
also thtai and there the dutv of the said Barton as such assistant 


examiner and by reason of his acting as such assistant examiner 
as aforesaid, not to participate in or connive at anv improper 
practice or to suppress or conceal from said Principal Examiner 
or the Commissioner of Patents any knowledge which lit* the said 
Barton might have at any time of the existence or the exercise or 
attempted exercise of any improper practice by any person or per¬ 
sons, by which improper practice the said United States could be 
prejudiced in any matter in respect to which he tin* a-id Barton was 
charged as such assistant examiner with any duty whatsoever. 

And the Orand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That on the twentieth day of August, in the year of our Lord, 
one thousand nine hundred and dx, and at the District aforesaid, 


the said Ned W. Barton, the said llcnrv E. 


Everding and the said 
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John A. Heany, unlawfully and fraudulently did further conspire, 
combine, confederate and agree together, knowingly, wrongfully 
ami corruptly to defraud the said Tinted States in the dishonest 
manner and through and by means of the dishonest scheme and ar¬ 
rangement following, that is to say: 

That while the said application for patent so filed in said Pat¬ 
ent Office by said Heany as last aforesaid was pending in said Patent 
Office and before the same had been allowed or finally rejected, they, 
the said Barton, Heany and Everding, should falsely and fraudu¬ 
lently change and alter the said specification and claims so as afore¬ 
said filed with and included in said bust mentioned application, and 
that the said Barton should, in violation of his duty in that 
MM behalf, concealed from said Principal Examiner in said di¬ 
vision thirtv seven, and the Commisioner of Patents the fact 
that the same had been so falsely and fraudulently changed and 
altered, and should do all that in his power lay as such assistant ex¬ 
aminer in said patent office, to assist the said Heany and the said 
Everding in procuring the allowance by the said Commissioner of 
Patents of a patent or patents based upon said last mentioned falsely 
and fraudulently changed and altered specification and claims, and 
that they the said Barton, Heany and Everding should do and per¬ 
form such other act or acts as in the opinion of them the said Barton, 
Heany and Everding were necessary to prevent the discovery of the 
change and alteration in the stud last mentioned specification and 
claims and to procure the allowance of a patent or patents based 
thereon. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That in pursuance of the said unlawful conspiracy, combina¬ 
tion, confederation and agreement last aforesaid, and to effect the 
object them if, the said Ned \Y. Barton, on the twenty-sixth day 
of August, in the year of our Lord one thousand nine hundred 
and six, and at the District aforesaid, did cause and procure the 
acting Principal Examiner of said division thirty-seven to write a 
letter to the said John A. Heanv in reference to the said last men- 
tinned application of the said Heany for patent, for tin* purpose of 
preventing the said last mentioned application from being deemed 
abandoned by reason of the*failure of the applicant to take action 
therein. 


That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement last mentioned, and to fur¬ 
ther effect the object thereof, and on the seventeenth day of Sep¬ 
tember, in the year of our Lord one thousand nine hundred and 
six, and at the District aforesaid, the said Ned W\ Barton did un¬ 
lawfully take and carry away from the said Patent Office part of the 
said specification and claims theretofore filed in said Patent 
94 Office in the application of the said ITeany for the grant of 
the patent last aforesaid, that is to say, pages one and two of 
said last mentioned specification and claims, a more particular de¬ 
scription of which said two pages so taken and carried away, the 
Grand Jurors aforesaid, cannot give because the same is not known. 

That in further pursuance of the said last mentioned unlawful 


56 


EDWARD R. MOORE, COMMISSIONER OK PATENTS, VS. 


conspiracy, combination, confederation and agreement, and to fur¬ 
ther effect the object thereof, and at the county of Philadelphia, 
and state of Pennsylvania, and on the twenty-seventh day of Au¬ 
gust, in the year of our Lord one thousand nine hundred and six, 
the said Henry E. Everding unlawfully did prepare and cause to be 
prepared (wo pages of typewriting for the purpose of having the 
same substituted in the files of the said Patent Olfice in the said 
last mentioned application of the said Ileany for patent in lieu 
of the |>ortion of the said specification and claims so taken and car¬ 
ried awav from said Patent Office bv said Barton, which said two 
typewritten sheets so prepared and caused to be prepared by the said 
Everding, are of the tenor following, except for the entries in red ink 
which appear on the following copy, and except for the five 
X X X X X marks which appear on the fourth line of the second 
paragraph of the first sheet thereof, and except for the typewritten 
interlineations thereon, that is to say: 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement last aforesaid, and to fur¬ 
ther effect the object thereof, and on the seventeenth day of Sep¬ 
tember, in the year of our Lord one thousand nine hundred and 
>ix, and at the District aforesaid, the said New \\ . Barton unlawfully 
did place the said last mentioned two typewritten sheets in the files 
of said Patent Office in and as a part of the specification and 
95 claims of the said application of the said John A. Ileany filed 
in said Patent Office as last aforesaid. 

That in further pursuance of the said last mentioned unlawful 
conspiracy, combination, confederation and agreement, and to fur¬ 
ther effect the object thereof, and on the day and year last aforesaid, 
and at the District aforesaid, the said Ned \Y. Barton unlawfully 
did insert on the said two sheets of typewriting so substituted in the 
files of said Patent Office as last aforesaid, tin* cut/Yes and marks 
which appear in red ink in the copy thereof, hereinbefore set forth, 
as being inserted thereon pursuant to said amendments A and B. 

That in further pursuance of said unlawful conspiracy, combina¬ 
tion, confederation and agreement, and to further effect the object 
thereof, and on the dav and vear last aforesaid, and at the District 
aforesaid, the said Ned \V. Barton unlawfully did insert on said two 
sheets of typewriting so substituted in said Patent Office, the inter¬ 
lineations which appear in typewriting on the copy thereof herein¬ 
before set forth and the five X X X X X marks which appear on 
the fourth line of the second paragraph of the said first sheet thereof 
over the letters “aft e r. 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confeddhition and agreement last aforesaid, and to further 
effect the object hereof, and on the twenty-sixth day of August, in 
the year of our Lord one thousand nine hundred and seven and at 
the District aforesaid, the said Henry E. Everding did file on behalf 
of the said John A. Ileany in the said Patent Office, a letter ad¬ 
dressed to the Commissioner of Patents and purporting to be an 
amendment to said last mentioned specification of the said Ileany, 
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which last mentioned paper was called and known as amendment 
C, and is of the tenor following: 

9t> That in further pursuance of the said unlawful conspiracy, 

combination, confederation and agreement la*t aforesaid, 
and to further effect the object thereof, and on the twenty-sixth day 
of August, in the year of our Lord one thousand nine hundred and 
seven, and at the District aforesaid, the said Ned W. Barton did 
unlawfully write in red ink on the said amendment C the figure and 
letters following, that is to say: 

“6 Amend't C.” 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement, and to further effect the 
obj ect thereof, and on the day and year last aforesaid, and at the 
District aforesaid, the said Ned \V. Barton did enter on said last 
mentioned file wrapper the matter following: 

“Amend’t C, Aug. 2(5, 1907.’’ 

That in further pursuance of the said unlawful conspiracy, com¬ 
bination, confederation and agreement last mentioned, and to fur¬ 
ther effect the object thereof, and on the day and year last aforesaid, 
and at the District aforesaid, the said Ned \Y. Barton unlawfully 
did write in red ink upon the said two typewritten sheets so unlaw-* 
fully substituted in said last mentioned file, the matters and things 
which appear thereon in red ink in the copy thereof hereinbefore 
set forth, purporting to be made pursuant to said amendment C, 
against the form of the statute in such ease made and provided and 
against the peace and government of the said United States. 


Fourth Count. 


And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That on the twentieth day of December, in the year of our Lord 
one thousand nine hundred and four, and from thence hitherto, it 
was provided by law and by the rules and regulations established by 
the Commissioner of Patents pursuant to law and approved 
97 by the Secretary of the Interior, as is set forth and averred 
in the first count hereof. 

That on the twenty ninth day of December, in the year of our 
Lord one thousand nine hundred and four and at the District afore¬ 
said, the said John A. Heanv did, as set forth in the third count 
hereof, file in the said Patent Office through his attorney said Henry 
E. Everding the application for patent described in said third count; 
and thereafter, and on the day and days set forth in said third count, 
the said several acts and steps were had and taken in the said Patent 
Office in the consideration of the application for patent described in 
said third count, and the several papers, documents and records were 
filed and deposited in the said Patent Office in said division thirty 
seven thereof a< are set forth and averred in said third count; and 

8—2049a 
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that the said last mentionc 1 petition, specification and claims, oath, 
file wrapper, and amendments A ami B, as the same were so filed in 
said Patent Office as set forth in said third count became and were 
papers, documents and records filed in a public office of the said 
I nitod States. 

And that at the time and times as set forth in said third count 
the said Ned \V. Barton was an assistant examiner in said division 
thirty seven in said Patent Office, and as such assistant examiner 
was charged with the several duties as set forth in said third count, 
and the said Principal Examiner of said division thirty seven was 
charged with the several duties in the said third count. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That on the twentieth day of August, in the year of our Lord 
one thousand nine hundred and six, and at the District aforesaid, 
the said Ned W. Barton, the said Ilenrv E. Everding and the said 
John A. Heany unlawfully and fraudulently did further conspire, 
combine, confederate and agree together, knowingly, wrongfully and 
corruptly, that while the said last mentioned application for 
fiS patent so filed in said Patent Office bv the said Ileany as 
aforesaid, was j►ending in said Patent Office, and before the 
same had been allowed or finally rejected, they, the said Barton, 
Heany and Everding, should and would unlawfully and wilfully 
take and carry awav with intent to steal and destroy the same, and 
should unlawfully and wilfully destroy certain of the papers, docu¬ 
ments and records so as last aforesaid filed in said Patent Office, 
that is to say, part of the said last mentioned specification and 
claims, that is to sav, pages one and two thereof, and should and 
would for the purpose of defrauding the said United States, unlaw¬ 
fully and wilfully make, alter and forge, and cause and procure 
to he falsely made, altered and forged and willingly aid and assist 
in the false making, altering and forging of certain writings and 
public records so to lx* taken and carried away with intent as afore¬ 
said, that is to say, two other pages of specification and claims, and 
to utter and publish as true and genuine the said falsely made, al¬ 
tered and forged writings last mentioned by placing the same on the 
files of the said Patent Office in place of the said pages of specifica¬ 
tion and claims so to be taken and carried away as last aforesaid, 
with the intent that they should be taken and considered to be the 
true and genuine papers, documents and records which were to be 
taken ami carried away as last aforesaid. 

And that they, the said Barton, Ileany and Everding, did thereby 
then and there unlawfully conspire, combine, confederate and agree 
together to commit certain other offenses against the United States, 
that is to say, the offense of wilfully destroying and taking and 
carrying away with intent to steal and destroy the same, papers, 
documents and records filed and deposited in a public office of the 
United States, and the offenses of falsely making, altering and forg¬ 
ing. and of causing and procuring to be falsely made, altered and 
forged, and willingly aiding and agisting in the false making, 
altering and forging of public records and other writings, for the 
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purpose of defrauding the United States, and of knowingly 

99 uttering and publishing the same as true and genuine, for 
the pur|K)se of defrauding the United States. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That in pursuance of the said last mentioned unlawful conspiracy, 
combination, confederation and agreement, and to effect the object 
thereof, and on the day and several days set forth in the said first 
count, and at the District aforesaid, the said Ned W. Barton did 
unlawfully do and perform the said several acts particularly set 
forth and averred in the said third count to have been done and 
performed by the said Ned W. Barton in pursuance of the unlawful 
conspiracy therein set forth. 

And that in further pursuance of the unlawful conspiracy, com¬ 
bination, confederation and agreement in this count alleged, and to 
further effect the object thereof, and on the day and several days as 
set forth in said third count, and at the place and several places as 
therein set forth, the said Henry E. Everding did unlawfully do 
ami perform the said several acts particularly set forth and averred 
in the said third count to have been done and performed by the said 
Henry E. Everding in pursuance of the unlawful conspiracy therein 
set forth; against the form of the statute in such case made and 
provided, and against the peace and government of the said United 
States. 

D. W. BAKER, 

Attorney of the United Staten in and for 

the District of Columbia. 

100 In the Supreme Court of the District of Columbia, Holding a 

Criminal Term, January Term, A. D. 1908. 

District of Columbia, ss: 

The Grand Jurors of the United States of America, in and for the 
District of Columbia aforesaid, upon their oath do present : 

That on the nineteenth day of January, in the year of our Lord 
one thousand nine hundred and five, and at the District aforesaid, 
one John A. Heany did file in the Patent Office of the said United 
States, through one Henry E. Everding, who was then and there 
the attorney of the said John A. Heany, a certain application for the 
grant to the said Heany of letters patent for an invention designated 
in said application as Improvements in the Manufacture of Filaments 
and Electrodes for Electric Incandescent and Arc Lamps, and that 
the said application included a petition, specification and claims, and 
the oath of the said Heany as required by law: that the said specifi¬ 
cation and claims contained a written description of the invention 
for which a patent was solicited, and concluded with a specific and 
distinct claim of the invention which the said Heany regarded as his 
invention and discovery, and that the said specification and claims 
bore the signature of the said John A. Heany, and bore the signature 
of two persons, whose names are to the Grand Jurors aforesaid un¬ 
known, as witnesses to the signature of the said Heany. 
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That when the said application was filed in the said Patent Office, 
the same was, in the regular course of business, given a number, 
to wit, number two hundred and forty-one thousand seven hundred 
and eightv-two, of the series of nineteen hundred, and was entered 
upon the books of the said Patent Oilice, and placed in a paper called 
and known as a tile wrapper, and was referred to a division of said 
Patent Office called and known as Division Thirty-seven, where, in 
the regular course of business, applications of the class to 
101 which said application belonged were considered, and allowed 
or rejected, and that such actions as should be had in the 
consideration of said application were noted upon said file wrapper 
as the same were had; that said file wrapper contained certain printed 
matter thereon, and contained a number of blanks for the insertion 
of written matter, as actions were had from time to time in the con¬ 
sideration of said application ; that said file wrapper bore thereon 
the number hereinbefore set forth, and the name of John Allen 
Heany as the applicant, and the statement that the said applicant 
was of York, in the state of Pennsylvania, and the title bv which 
the said invention and discovery was designated in said application, 
and the name of the applicant's said attorney; that the said appli¬ 
cation of the said lleanv was considered in the regular course of 
business by the proper officials of the said Patent Office in said Divi¬ 
sion Thirty-seven; and that on the twenty-eighth day of March in 
the vear of our Lord one thousand nine hundred and five, action 


was taken on said application by said Patent Oilice, and a letter 
bearing said last mentioned date was written to the said Heany 
notifying him of such action, and the original of said letter and a 
press copy thereof were preserved in the files of said Patent Oilice; 
that said original letter was written upon the official letterhead of 
said Patent Office, and was addressed to said John A. Heany, and 
contained a request to please find below a communication from the 
examiner in charge of his said application hereinbefore described, 
and bore the printed signature of one F. I. Allen, as Commissoner 
of Patents, and contained below said printed signature a communi¬ 
cation relative to said application, and bore thereon the signature 
of one W. A. Cowles, as acting examiner of said Division Thirty- 
seven, and the signature of one Day, who was then an assistant 
examiner in said Division Thirty-seven; and that the said press 
copy of the said last mentioned letter was contained at page 
102 one hundred and fifty of a press copy letter book kept in 
said Division Thirty-Seven, and containing copies of letters 
written in said Division from the sixteenth dav of March until the 

t- 

nineteenth day of April in the year of our Lord one thousand nine 
hundred and five; that on the twenty-seventh dav of Julv, in the 
year of our Lord one thousand nine hundred and five, the said 
Henry E. Everding, on behalf of the said John A. Heany, did file 
in said Patent Office a letter addressed to the said Commissioner of 


Patents, and which letter was signed bv the said Everding, as at¬ 
torney for the said Heany, and contained a certain amendment of 


said application of said TTeany; that on the day last aforesaid the 
said Henry E. Everding, on behalf of the said John A. Heany, did 
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file in the said Patent Oil ice a drawing to accompany and form part 
of said application ; and that the said specification and claims, the said 
file wrapper, the original of said letter dated on the twenty-eighth 
dav of March in the year of our Lord one thousand nine hundred 
and five, and the said press copy thereof, said Amendment A, and the 
said drawing, as the same were filed in the said Patent Office, became 
and were papers, documents and records filed and deposited in a pub¬ 
lic office of the said United States, a more particular description of 
which papers, documents and records deposited in said public office 
the Grand Jurors aforesaid cannot give because the same is not 
known. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That on the second day of September in the year of our Lord one 
thousand nine hundred and seven, and at the District aforesaid, one 
Ned W. Barton, the said John A. Heany and the said Henry E. 
Everding, all late of the District aforesaid, unlawfully, and wilfully, 
and with intent to steal and to destroy the same, did take and carry 
away from the said Patent Office the said specification and claims, 
the said file wrapper, the said original of said letter dated on the 
twenty-eighth dav of March in the vear of our Lord one thousand 
nine hundred and five, and the said press copy thereof, the 
103 said Amendment A, and the said drawing, so filed and de¬ 
posited in the said Patent Office, and unlawfully and wilfully 
did destroy the same; against the form of the statute in such case 
made and provided, and against the peace and government of the 
said United States. 

Second Count. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That on the twenty-ninth day of December in the year of our 
Lord one thousand nine hundred and four, and at the District afore¬ 
said. the said John A. Heany did filie in the said Patent Office 
through the said llenrv E. Everding, who was then and there the 
attorney of the said Heany, a certain other application for the grant 
to the said Heany of letteis patent for an invention designated in 
said last mentioned application as Improvements in ihe Manufacture 
of Filaments and Electrodes for Electric Incandescent and Arc 
Lamps, and that said last mentioned application included a petition, 
specification and claims, and the oath of the said Heany, as required 
by law; that the said last mentioned specification and claims con¬ 
tained a written description of the invention for which a patent was 
solicited, and concluded with a specific and distinct claim of the in¬ 
vention which the said Heany regarded as his invention and dis¬ 
covery, and that said last mentioned specification and claims con¬ 
tained three typewritten sheets, and the last sheet thereof bore the 
signature of the said John A. Ileany, and the signature of one Win. 
G. Urmson, and of one Geo. W. Stare as witnesses to the signature 
of (be said Ifeany. 

That when the said last mentioned application was filed in the 
said Patent Office the same was in the regular course of business 
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given a numlier, to wit, number two hundred and thirty-eight thous¬ 
and seven hundred and sixty-nine of the Series of Nineteen Hun¬ 
dred, and was entered upon the hooks of said Patent Offiee, 
104 and wiis referred to said Division Thirty-Seven of said Patent 
Offiee where applications of the class to which the same be¬ 
longed were in the regular course of business considered and allowed 
or rejected; and that the said last mentioned specification and claims, 
when and as the same were filed in said Patent Office as aforesaid, 
became and were papers, documents and records filed and deposited 
in a public office of the said United States, a more particular de¬ 
scription of the first two sheets of which last mentioned specification 
and claims the Grand Jurors aforesaid cannot give because the same 
is not known. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That on the seventeenth day of September in the year of our 
Lord one thousand nine hundred and six, an t at the District afore¬ 
said. the said Ned \V. Barton, the said John A. Heany and the said 
Henry E. Evcrding. unlawfully and wilfully, and with intent to 
steal and to destroy the same, did take and carry away from the said 
Patent Office the said first two sheets of said last mentioned specifi¬ 
cation and claims, so filed and deposited in the said Patent Office, 
and unlawfully and wilfully did destroy the same; against the form 
of the statute in such case made and provided, and against the peace 
and government of the said United States. 

D. W. BAKER, 

Attorn? tj of the United Staten in and 

for the District of Columbia. 

10f> Tn the Supreme Court of the District of Columbia, Holding 
a Criminal Term, January Term, A. D. 1908. 


District of Columbia. **: 


The Grand Jurors of the United States of America, in and for the 
District of Columbia aforesaid, upon their oath do present : 

That on the nineteenth day of January, in the year of our Lord 
one thousand nine hundred and five, and at the District aforesaid. 


one John A. Heany did file in the Patent Office of the said United 

% 

States through one Henry E. Everding, who was then and there the 
attorney of the said John A. Heany, a certain application for the 
grant to the said Heany of letters patent for an invention designated 
in said application as Improvements in the Manufacture of Fila¬ 


ments and Electrodes for Electric, Incandescent and Arc Lamps, and 
that the said application included in petition, specifications and 


claims, and the oath of the said Heany as required hv law; that the 
said specifications and claims contained a written description of the 
invention for which a patent was solicited, and concluded with a 


specific and distinct claim of the invention which the said Heany 
regarded ns his invention ami discovery, and that the said specifi¬ 
cation and claims bore the signature of the said John A. Ileanv, and 
bore the signature of two persons whose names are to the Grand 
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Jurors aforesaid unknown, as witnesses to the signature of the said 
I ieany. 

That when the said application was filed in the said Patent Office, 
the same was, in the regular course of business, given a number, 
to wit, number two hundred and forty-nine thousand seven hundred 
and eighty-two, of the series of nineteen hundred, and was entered 
upon the books of the said Patent Office, and placed in a paper called 
and known as file wrapper, and was referred to a division of 
100 said Patent Office called and known as Division Thirty-Seven, 
where, in the regular course of business, applications of the 
class to which said application belonged were considered, and allowed 
or rejected, and that such actions as should he had in the considera¬ 
tion of said application were noted upon said file wrapper as the 
same were had; that said file wrapper contained certain printed 
matter thereon, and contained a number of blanks for the insertion 
of written matter, as actions were had from time to time in the con¬ 
sideration of said aplication; that said file wrapper bore thereon 
the number hereinl»efore set forth, and the name of John Allen 
Heany as the applicant, and the statement that the said applicant w T as 
of York, in the State of Pennsylvania, and the title by which the said 
invention and discovery was designated in said application, and the 
name of the applicant’s said attorney, that said application of the 
said Heany was considered in the regular course of business by the 
proper officials of the said Patent Office in said Division Thirty- 
Seven; and that on the twenty-eighth day of March in the year of 
our Lord one thousand nine hundred and five, action was taken on 
said application by said Patent Office, and a letter hearing said 
last mentioned date was written to the said Ileanv notifying him of 
such action, and the original of said letter and a pres* copy thereof 
were preserved in the files of said Patent Office; that said original 
letter was written upon the official letterhead of said Patent Office, 
and was addressed to said John A. Heany, and contained a request 
to please find below a communication from the examiner in charge 
of his said application hereinbefore described, and lw»re the printed 
signature of one F. I. Allen, as Commissioner of Patents, and con¬ 
tained below said printed signature a communication relative to said 
application, and bore thereon the signature of one W. A. 
107 Cowles, as acting examiner of said Division Thirty-Seven, and 
the signature of one Day, who was then an assistant examiner 
in said Division Thirty-Seven; and that the said pres* copy of the 
said last mentioned letter wa* contained at page one hundred and 
fifty of a press copy letter hook kept in said Division Thirty-Seven, 
and containing copies of letters written in said Division from thq 

— day of-until the — day of-in the year of our Lord one 

thousand nine hundred and five: that on the twenty-seventh day of 
July, in the year of our Lord one thousand nine hundred and five, 
the said Henry E. Everding, on behalf of the said John A. Ileany, 
did file in said Patent Office a letter addressed to the said Commis¬ 
sioner of Patents, and which letter was signed hv the said Everding, 
a* attorney for the said Heany, and contained a certain amendment 
of said application of said Heany; that on the day last aforesaid the 
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said TTenrv E. Everding, on behalf of the said Jolin E. ITeany, did 
file in the said Patent Offiee, a drawing to accompany and form part 
of said application; and that the said specifications and claims, the 
said file wrapper, the original of said letter dated on the twenty-eighth 
dav of March in the year of onr Lord one thousand nine hundred and 
five, and the said press copy thereof, the amendment A, and the said 
drawing, as the same were filed in the said Patent Office, became and 
were papers, documents and records filed and deposited in a public 
office of the said United States, a more particular description of which 
papers, documents and records deposited in said public office the 
Grand Jurors aforesaid cannot give because the same is not known. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 


further present: 

108 That on the second day of September, in the year of our 
Lord one thousand nine hundred and seven, and at the Dis¬ 
trict aforesaid, the said Ned \Y. Barton, the said John A. Iloany and 
the said Henry E. Everding, all late of the District aforesaid, un¬ 
lawfully and wilfully, and, for the purpose and with the intent of 
defrauding the said United States, did falsely make and forge, and 
cause and procure to be falsely made and forged, and willingly aid 
and assist in the false making ami forging of a certain writing in 
the form of a lettei and purporting to be a public record of the said 
Patent Office, that is to say, purporting to be the said paper, docu¬ 
ment and record dated the twenty-eighth day of March in the year 
of our Lord one thousand nine hundred and five, and hereinbefore 
described, and which said falsely made and forged writing is of the 
tenor following, that is to say: 


109 Second Count. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That after the said application for the grant to the said John A. 
Ileany of letters patent had been filed in said Patent Office as set 
forth in the first count hereof, and after the said file wrapper, the 
said letter of tlx* twenty-eighth day of March in the year of our 
Lord one thousand nine hundred and five, and the said press copy 
thereof, the said Amendment A, and the said drawing, had been filed 
and deposited in the said Patent Office as set forth in said first count 
hereof, and after the several steps and acts had been taken and done, 
as are fully set forth in said first count hereof, the said Ned \Y. 
Barton, the said Henry E. Everding and the said John A. ITeany, 
unlawfully and wilfully, for the purpose and with the intent of de¬ 
frauding the said United States, did falsely make and forge, and cause 
and procure to be falsely made and forged, willingly aid and assist 
in the false making and forging of a certain other writing in the 
form of a press copy of a letter, and purporting to be a public record 
of the said Patent Office, that is to say, purporting to be the press 
copy filed in said Patent Office, as set forth in said first count hereof, 
of said letter therein described, being dated the twenty-eighth day of 
March in the year of our Lord one Thousand nine hundred and five, 
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and which last mentioned falsely made and forged writing is of the 
tenor following, that is to say: 


110 


Third Count. 


And the Grand Jurors aforesaid, upon their oath aforesaid, do fur¬ 
ther present: 

That after the said application for the grant to the said John A. 
Heany of letters patent had been filed in said Patent Office as set 
forth in the first count hereof, and after said file wrapper, the said 
letter of the twenty-eighth day of March in the year of our Lord one 
thousand nine hundred and five, and the said press copy thereof, the 
said Amendment A, and the said drawing, had been filed and de¬ 
posited in the said Patent Office as set forth in said first count hereof, 
and after the several Mops and act - had been taken and done, as are 
fully set forth in said first count hereof, the said Ned W. Barton, the 
said Ilenry E. Everding and the said John A. Heany, unlawfully 
and wilfully for the purpose and with the intent of defrauding the 
said United States, did falsely make and forge, and cause and procure 
to he falsely made and forged, willingly aid and assist in the false 
making and forging of a certain other writing in the form of a speci¬ 
fication and claims, and purporting to be a public record of said 
Patent Office, that is to say, purporting to be the specification and 
claims filed in said Patent Office as set — in said first count hereof, 
and which last mentioned falsely made and forged writing is of the 
tenor following, that is to say: 
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Fourth Count. 


And the Grand Jurors aforesaid, upon their oath aforesaid, do fur¬ 
ther present: 

That after the said application for the grant to the said John A. 
Heany of letters patent had been filed in said Patent Office as set 
forth in the first count hereof, and after the said file wrapper, the 
said letter of the twenty-eighth day of March in the year of our 
Lord one thousand nine hundred and five, and the said press copy 
thereof, the said Amendment A, and the said drawing, had been 
filed and deposited in the said Patent Office as set forth in said first 
count liereof, and after the several steps and acts had been taken and 
done, as are fully set forth in said first count hereof, the said Ned W. 
Barton, the said Henry E. Everding and the said John A. Heany, un¬ 
lawfully and wilfully, for the purpose of and with the intent of de¬ 
frauding the said United States, did falsely make and forge, and 
cause and procure to be falsely made and forged, willingly aid and 
assist in the false making and forging of a certain other writing in 
the form of a letter addressed to the Commissioner of Patents and 
signed by the said Everding, and purporting to be a public record of 
said Patent Office, that is to say, the paper known as Amendment A 
to said application and to he filed in said Patent Office as set forth in 
said first count on the twenty-seventh day of July in the year of our 
Lord one thousand nine hundred and five, and which last mentioned 

9—2049a 
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falsely made and forged writing is of the tenor following, that is to 
sav: 


112 


Fifth Count. 


And the Grand Jurors aforesaid, upon their oath aforesaid, do fur¬ 
ther present: 

That after the said application for the grant to the said John A. 
Heany of letters patent had been filed in the said Patent Office as set 
forth in the first count hereof, and after the suid file wrapper, the 
said letter of the twenty-eighth day of March in tlie year of our Ixml 
on- thousand nine hundred and five, and the said press copy thereof, 
the said Amendment A, and the said drawing, had been filed and 
deposited in the said Patent Office as set forth in tlie said first count 
hereof, and after the several steps and acts had been taken and done, 
as are fully set forth in the said first count hereof, the said Ned W. 
Barton, the said Henry E. Everding, and the said John A. Heany, 
unlawfully and wilfully, for the purpose and with the intent of de¬ 
frauding the said United States, did falsely make and forge, and 
cause ami procure to be falsely made and forged, willingly aid and 
assist in the false making and forging of a certain other writing in 
the form of a file wrapper, and purporting to be a public record of 
said Patent Office, that is to say, the file wrapper filed in said Patent 
Office as set forth in the said first count hereof, and which last men¬ 
tioned falsely made and forged writing is of the tenor following, 
that is to sav: 


113 


Sixth Count. 


And the Grand Jurors aforesaid, upon their oath aforesaid, do fur¬ 
ther present: 

That the said Ned \V. Barton, the said Henry E. Everding and 
the said John A. Heany, on the second day of September, in the year 
of our Lord one thousand nine hundred and seven, and at the Dis¬ 
trict aforesaid, having in their possession the said falsely made 
writings and public records set forth by their tenor in the first, sec¬ 
ond, third, fourth and fifth counts hereof, that is to say, the said 
falsely made and forged letters being dated the said twenty-eighth 
dav of March in the year of our Lord one thousand nine hitndred 
and five, and the press copy thereof, the said falsely made and forged 
specification and claims, the said falsely made and forged file wrap¬ 
per, and the said falsely made and forged Amendment A, did for the 
purpose and with the intent of defrauding the said United States, 
utter and publish ami cause to be uttered and published the same as 
a true and genuine public record# of the said Patent Office, that is to 
say, as the true and genuine public records mentioned and described 
in the first count hereof, well knowing the same to be false and 
forged; against the form of the statute in such case made and pro¬ 
vided, and against the peace and government of the said United 
States. 
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Seventh Count. 

And the Grand Jurors aforesaid, upon their oath aforasaid, do fur¬ 
ther present: 

That the said Ned W. Barton, the said Henry E. Everding, and 
the said John A. Heany, on the second day of September, in the year 
of our Lord one thousand nine hundred and seven, and at the 
114 District aforesaid, having in their possession the said falsely 
made writings and public records set forth by their tenor in 
the first, second, third, fourth and fifth counts hereof, that is to say, 
the said falsely made and forged letter being dated the said twenty- 
eighth day of March in the year of our Lord one thousand nine hun¬ 
dred and five, and the press copy thereof, the said falsely made and 
forged specification and claims, the said falsely made and forged 
file wrapper, and the said falsely made and forged Amendment A, 
did for the purpose and with the intent of defrauding the said United 
States, present at and cause and procure to be presented at the office 
of the Commissioner of Patents, a public officer of the said United 
States, the same as true and genuine public records of the said Patent 
Office, that is to say, as the true and genuine public records men¬ 
tioned and described in the first count hereof, well knowing the same 
to be false and forged; against the form of the statute in such a ease 
made and provided, and against the peace and government of the 
said United States. 

Eighth Count. 

And the Grand Jurors afore-, upon their oath aforesaid, do further 
presen t: 

That on the twenty-ninth day of December in the year of our Lord 
one thousand nine hundred and four, and at the District aforesaid, 
the said John A. Ileany did file in the said Patent Office, through 
his attorney Henry E. Everding, a certain other application for the 
grant to the said Heany of letters patent for a certain other invention 
designated in said last mentioned application as Improvements in 
the Manufacture of Filaments and Electrodes for Electric Incandes¬ 
cent and Arc Lamps, and that said last mentioned application in¬ 
cluded a petition, specification and claims, and the oath of 
Ilf) the said Ileanv, as required by law; that said last mentioned 
specification and claims contained a written description of the 
invention for which a patent was solicited, and concluded with a 
specific and distinct claim of the invention and discovery, and that 
said last mentioned specification and claims contained three type¬ 
written sheets, a more particular description of the first two sheets 
of which the Grand Jurors aforesaid cannot give because the same 
is unknown; that when said last mentioned application was filed in 
said Patent Offiee the same was in the regular course of business 
given a number, to wit, number two hundred and thirty-eight thou¬ 
sand seven hundred and sixtv-nine of the Series of Nineteen Hun¬ 
dred; and that said last mentioned specification and claims, when 
and as the same were filed in said Patent Office as aforesaid, became 
and were papers, documents and records filed and deposited in a 
public office of the said L nited States. 
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And the Grand Jurors, aforesaid, upon their oath aforesaid, do 
further present: 

That oil the seventeenth day of September in the year of our Lord 
one thousand nine hundred and six, and at the District aforesaid, 
the said Ned \V. Barton, the said John A. Ileany and the said Henry 
E. Everding, unlawfully and wilfully, for the purpose and with the 
intent of defrauding the said United States, did falsely make and 
forge, and cause to be falsely made and forged, and willingly aid 
and assist in the falsi* making and forging of a certain writing in 
the form of a part of such specification and claims and purporting 
to be a public record of the said Patent Office, that is to say purport¬ 
ing to be the first two sheets of said genuine specification and claims 
in this count described, and which last mentioned falsely 
116 made and forged writing is of the tenor following that is 
to sav: 


117 Ninth Count. 

And the Grand Jurors, aforesaid, upon their oath aforesaid, do 
further present: 

That the said Ned W. Barton, the said Henry E. Evcrding and the 
said John A. Ileany, on the seventeenth day of September in the 
year of our Lord one thousand nine hundred and six, and at the 
District aforesaid, ha-ing in their possession the said falsely made 
and forged writing and public record set forth by its tenor in the 
eighth count hereof, did for the purpose and with the intent of 
defrauding the >aid United States, utter and publish and cause to be 
uttered and published the same as a true and genuine public record 
of the said Patent Office, that is to say, as the true and genuine 
public record mentioned and described in the eighth count hereof, 
by filing and depositing the same in the said Patent Office, in the 
place of and as the last mentioned public record of the said United 
States, well knowing the same to be false and forged; against the 
form of the statute in such case made and provided, and against the 
peace and government of the said United States. 


118 Tenth Count. 

And the Grand Jurors aforesaid, upon their oath aforesaid, do 
further present: 

That the said Ned \Y. Barton, the said Henry E. Everding and the 
said John A. Ileany, on the seventeenth day of September, in the 
year of our Lord one thousand nine hundred and six, and at the 
District aforesaid, having in their possession the said "wisely made 
writing and public record set forth by its tenor in the eighth count 
hereof, did for the purpose and with the intent of defrauding the 
said United States, present at and cause and procure to be presented 
at the office of the Commissioner of Patents, a public officer of the 
said United States, the same as a true and genuine public record of 
the said Patent Office, that is to say, as the true ami genuine public 
record mentioned and described in the eighth count hereof, well 
knowing the same to be false and forged; against the form of the 
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statute in such case made and provided, and against the peace and 
government of the said United States. 

DANIEL W. BAKER, 

Attorney of the United States in and 

f(n‘ the District of Columbia. 

119 Restraining Order. 

Filed Apr. 30, 1909. 

In the Supreme Court of the District of Columbia. 

Equity. No. 28514. 

John Allen IIeany, The Heany Company, and The Heany 

Lamp Company, Compiw nts, 

v. 

Edward B. Moore, Commissioner of Patents, Defendant. 

Upon consideration of the petition in the above entitled cause, it 
is by (he court, the 30th day of April, 1909, 

Ordered, (hat. the defendant, Edward B. Moore, Commissioner of 
Patents, he and he is hereby required to show cause on the 14 day 
of May, 1909. if any he has, why the preliminary writ of injunction 
as prayed for in said petition should not he granted. 

Provided a true copy hereof he served on the defendant two clear 
davs before (he return hereto. 

WRIGHT, Justice. 


Marshal's Return. 

Served copy of within order on Edward B. Moore, Commissioner 
of Patents, by service on C. C. Billings, Acting Commissioner of 
Patents, personally. 

April 30, 1909.’ 

AULICK PALMER, Marshal. 

S. 

120 Filed May 26, 1909. 

Tn the Supreme Court of the District of Columbia. 

Equity. No. 28514. 

John Allen IIeany, The Heany Company, and The Heany 

Lamp Company, Complainants, 

vs. 

Edward B. Moore, Commissioner of Patents, Defendant 

Return to the Rule to Show Cause. 

The defendant, Edward B. Moore, Commissioner of Patents, for 
cause why the preliminary writ of injunction should not be granted, 
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but not for answer to the bill of complaint, shows to the Court as 
follows: 

1 ami 2. lie admits the allegations of paragraphs 1 and 2 of the 
hill of complaint. 

3. The defendant admits that twelve applications for patent, 
bearing the numbers mentioned in paragraph 3, .were filed by the 
said John Allen Ileany, on the respective dates mentioned in said 
paragraph: the defendant has no knowledge whether the said Ileanv 
invented the various improvements described and claimed in each 
of said applications, and does not admit such facts. 

The defendant avers that among the acts on his part sought by 
the present bill of complaint to he restrained is the determination 
whether certain of the applications mentioned in paragraph 3. as 
they now stand, were properly executed and filed in the Patent. 
Office, and whether certain other of said applications have 

121 been abandoned, or are now properly pending in said Patent 
Office for action; and defendant says that these are questions 

which have not yet been decided bv hint; and he therefore does not 
admit that applications numbered 238,700, 312,392, 312,303, 

312.304. 332.78b. and 344,008, as they now stand, were executed and 
filed in conformity with the law and regulations of the Patent Office, 
and lie does not admit that the applications numbered 238,<00, 
312.302, 312.303, 312.301. 320.003. 320.007. .‘120.008. 332.787, 
332.788. and 330.031. are now pending in the Patent Office for action 
or for any purpose whatever. 

4. The defendant admits that the assignments mentioned in said 
paragraph 4. ns having been recorded in the Patent Office, appear 
therein of record, but whether the same were properly executed this 
defendant has no knowledge. 

5. The defendant admits that on February 8, 1000. one A. F. 
Kinnan. Principal Examiner of division 37 of the Patent Office, 
did make certain charges with respect to the* said applications for 
patent bearing the numbers mentioned in paragraph 3 of said bill 
of complaint, a copy of which charges is annexed to the bill as 
Exhibit A: and defendant admits that he thereupon issued a rule, 
a copy of which is made Exhibit B to the bill. 

The defendant admits that counsel for the complainants re- 

122 quested him to hear them upon the two questions of law men¬ 
tioned in said paragraph 5. and that he declined to hear them 

at that time upon the said questions, but he denies that he stated that 
he had decided that he possessed jurisdiction and authority to enter¬ 
tain all and singular the said charges and to proceed and act with 
respect thereto as and in the manner set forth in said order to show 
cause: on the contrary, he avers that the said request was made 
informally, and that to it he replied that the questions suggested 
were questions the determination of which in his opinion should be 
postponed to tin* hearing on the merits of tin* case. The defendant 
avers that counsel for the complainants apparently acquiesced in his 
conclusion, and that thereupon the time for tin* filing of tin* answers 
was extended, as sot forth in said paragraph A. within which extended 
time the complainants filed the answers copies of which are attache 1 
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to the bill marked Exhibits C and 0 2 . And defendant avers that said 
questions were formally raised by said complainants in their said 
answers, and are now pending before this defendant for decision. 

d. The defendant admits that on April 3, 1909, Hans Kuzel, and 
others, tiled in the interference cases mentioned in paragraph 6 the 
two petitions, copies of which are attached to the bill marked Ex¬ 
hibits 1) and E respectively, and that the notice, copies of which are 
attached to the bill as Exhibit* F, were sent out under his name, hut 
he avers that thev were sent out bv the docket clerk without his 
knowledge, and he avers that when the petitions came to his knowl¬ 
edge he canceled said orders and issued the notices to show cause, 
copies of which are attached to the bill and marked Exhibit G. 

7. The defendant avers that in the January term, 1908, there were 
found bv the Grand Jurv of this honorable Court, four cer- 

123 tain indictments against the said Heany, Henry E. Everding, 
and Ned \Y. Barton. The defendant avers that the copies of 

three of such indictments attached to the bill as exhibits are not 
complete copies of the same; he further avers that sub-paragraph 1 
of said paragraph 7 does not truly state the sulwtance of the indict¬ 
ment known as the conspiracy indictment, but contains many aver¬ 
ments which are nowhere found in said indictment. He admits that 
sub-paragraphs 2 and 3 of said paragraph 7 state with a fair degree 
of accuracy the charges of two of said indictments. 

The defendant avers that the complainant Heany was tried upon 
all four of said indictments, and was on the 23rd day of December, 
1908, found not guilty by the jury. The defendant further avers 
that the said Ned \Y. Barton pleaded guilty to all four of said in¬ 
dictments on the — day of November, 1908, and that the said Ever¬ 
ding was convicted upon the three of said indictments incomplete 
copies of which are set forth as exhibits to the bill of complaint. 
He attaches hereto copies of the records showing the plea and sen¬ 
tence of the said Barton, and the conviction and sentence of the said 
Everding, which copies are marked Exhibit A and made part of this 
return. 

The defendant denies that the charges of fraud and wrongdoing 
set forth in the charges filed by the said Kinnan, and in the said 
petitions of Kuzel and others, copies of which are attached to the 
bill of complaint as exhibits, raise the same issues of fact and law 
raised, made and adjudicated in the trial of the said Ifeanv; and this 
defendant avers affirmatively that the issues both of fact and of law 
raised by the proceedings in the Patent Office, the conduct of which 
is sought by this bill to be restrained, are altogether different from 
the issues raised and decided by the said indictments, and that this 
difference will appear from an examination of even the incomplete 
copies of the indictments which are attached to the bill of complaint 
herein. 

124 And this defendant avers that it is his duty to proceed with 
the hearing of the questions of fact and law which are raised 

by the entire proceedings now pending in the Patent Office, and de¬ 
scribed in the hill of complaint herein. 

8 and 9. The defendant denies that he is without authority to 
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hoar and determine the questions raised hy said proceedings, as 
averred in paragniph and he avers that it is his present intention to 
hear and determine the issues raised by said charges and petitions 
now pending before him and the answers thereto, and he denies that 
any injury will result to the complainants, or any of them, there¬ 
from. 

10. For further cause why said preliminary injunction should not 
issue, this defendant says that in the month of February, 1908, 
it was brought to his attention that fraud had been committed in 
the prosecution of a certain application for patent made by the said 
Ileanv, serial number 241,78*2. Thereupon he appointed a com¬ 
mittee of three enmlovcs of said Patent Office, and thereafter the 
said committee made report to this defendant of its investigations 
and conclusions. 

Thereafter indictments were found in this Court against the said 
Ileanv, Everding, and Barton, incomplete copies of three of which 
indictments are attached to the bill of complaint, the fourth of said 
indictments being similar to that one of said three indictments which 
charges the destruction of records of the United States; and suits in 
equity were filed in the Circuit Court of the United States, for the 
Eastern District of Pennsylvania, for the purpose of cancelling three 
certain patents alleged to have been obtained by fraud, and such 
suits are now pending and undecided in said Circuit Court. 
1*2”) 11. The defendant avers that he is by law the custodian of 

all records, papers, and things pertaining to patents and the 
Dsite of the same, and that he is authorized by law, subject t-o the ap¬ 
proval of the Secretary of the Interior, to establish regulations, not 
inconsistent with law, for the conduct of proceedings in the Patent 
Office; and pursuant to this authority, regulations have from time 
to time been established by this defendant and his predecessors in 
office, and approved by the Secretary of the Interior. That it is 
provided bv law that before any inventor or discoverer shall receive 
a patent for his invention or discovery, he shall make application 
therefor in writing to the Commissioner of Patents and shall tile 
in the Patent Office a written description of the same, which appli¬ 
cation shall contain, among other things, a specification dcscrimng 
his invention and stating the claim for which he desires a patent: 
that on the filing of any such application, tla* Commissioner of 
Patents shall cause an examination to be made of the alleged new 
invention or discovery, and if on such examination it appears that 
the claimant is justly entitled to a patent under the law, and that 
the same U sufficiently useful and important, the Commissioner shall 
issue a patent therefor; and it is further provided by law that upon 
the failure of an applicant to prosecute an application for patent 
within one year after any action taken thereon, the application shall 
be regarded as abandoned by the parties thereto, unless it be shown 
to the satisfaction of the Commissioner that the delay was unavoid¬ 
able; and it is provided by the Rules of Practice of the Patent Office, 
among other things, that every application altered or partly filled 
up after being signed or sworn to will be stricken from the files. 

And the defendant further avers that in the course of the investi¬ 
gation hereinbefore referred to, evidence was brought to his atten- 
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tion tending to show the perpetration of gross and unparalleled 
frauds in the obtaining of three patents already issued to the 

126 said John Allen Heany, and in the prosecution of the appli¬ 
cations mentioned in the bill of complaint which had not 

yet resulted in the issue of patents; that the charges as to the appli¬ 
cations which had ripened into patents were, at the instance of this 
defendant, called to the attention of the Attorney General of the 
United States, and suits were thereupon filed to cancel such patents, 
and said suits are now pending and undetermined. 

And defendant further avers that it is the duty of this defendant 
to decline to grant a patent if it appears that the applicant is not 
legally entitled to the same; that as to some of the applications of 
the said Ileany it was charged that alterations had been made in the 
specifications after the filing of the same, and as to others it was 
charged that the same had been abandoned by the failure of the 
applicant to act within a year after the last action taken by the 
Patent Office, and false amendments had been placed in the files of 
the Patent Office and given false dates within said year, for the pur¬ 
pose of making it appear that the applications had not been aban¬ 
doned. That these were charges that had never before in the 
history of the Patent Office been made, and were charges which this 
defendant thought his duty required to be rigidly and impartially 
investigated for the purpose of determining whether such applica¬ 
tions should be stricken from the files or whether he should decline 
to issue patents thereon; that he might have made an ex parte in¬ 
vestigation for this purpose, but upon full deliberation he concluded 
to make the investigation in the presence of the applicant, John 
Allen Heany, and any attorneys he might desire to employ, to call 
and hear the witnesses whose evidence would tend to sustain said 
charges of fraud, to give the said Heany an opportunity to cross- 
examine said witnesses and to produce such evidence as he might 
have for the purpose of meeting said charges should the evidence 
in fact establish their truth. 

127 That thereupon the said Kinnan, Principal Examiner of 
Division 37, to whose division the said applications had been 

referred for examination, did, by direction of this defendant, prepare 
and file charges, copy of which is attached to the bill of complaint; 
that thereupon the rule to show cause therein mentioned was issued 
by this defendant in order that the said charges might be fully, fairly 
and impartially investigated, and in order that this defendant might 
determine whether any of such applications should be stricken from 
the files or whether he should decline to issue patents thereon. 

12. The defendant further avers that on the 10th day of Novem¬ 
ber, 1004, one Werner von Bolton filed in the Patent Office an ap¬ 
plication for patent, serial number 232,262, entitled “Electric In¬ 
candescent Lamp;” on January 4, 1905, one Hans Kuzel filed in 
the Patent Office an application for patent numbered 239,637, en¬ 
titled “Process of Manufacturing Light Emitting Bodies for Elec¬ 
tric Incandescent Lamps;” that on July 6, 1905, one Alexander Just 
and one Franz TIanaman filed in the Patent Office an application for 
patent numbered 268,523, and entitled “Manufacture of Incandes- 
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cent Electric Lamjs und il.at on August 31, 190(1, the said I lean y 
tiled the application for patent which is numbered 332,780, and enti- 
tK m 1 “Filaments for Incandescent Electric Lamps,” which application 
purported to he a division of suid Ileany’s application filed Decem¬ 
ber 29, 1904, and numbered 238,709; that all of said applications 
were referred to Division 37 for examination; that upon examina¬ 
tion it was found that all four of said applications claimed an in¬ 
vention in the manufacture of a filament made of tungsten, and 
that in the regular course of business of the Patent Oilice, and pur¬ 
suant to the rules of said office, an interference was declared be¬ 
tween the said applicants for patent, and such interference was num¬ 
bered 27.074, mid entitled .lust <fc Ilanaman vs. Kuzel vs. Heany vs. 

von Holton, and the same is now pending and undetermined 
128 before the Examiner of Interferences of the Patent Office. 

That by Pule 1 Pi of the rules of the Patent Office it is pro¬ 
vided : 


“In original proceedings in cases of interference the several parties 
will be presumed to have made the inventions in the chronological 
order in which they filed their completed applications for patents 
clearly illustrating and describing the invention; and the burden of 
proof will rest upon the party who shall seek to establish a different 
state of facts;” 


and that by the practice of said Patent Office, when a divisional ap¬ 
plication for patent is placed in interference, it takes, so far as Rule 
llfi is concerned, the date of the filing of the application of which it 
is a division. 

That pursuant to the rules and practice of the Patent Office, the 
Examiner of Interferences decided that von Holton was the senior 
applicant in said interference case No. 27,074, and that the said 
Heany was senior to the said Kuzel and the said Just & Ilanaman, 
and it therefore betaine and is now incuml>eiit upon the said Kuzel 
and the said Just Ilanaman, in order to meet the claim of the 
said Heany, to establish by a prejionderance of the evidence that their 
inventions were made by them before the 29th day of December, 
1904. 

The defendant avers that the said von Holton, Kuzel, and Just & 
Ilanaman filed in the Patent Office a petition, copy of which is at¬ 
tached to the bill as Exhibit E, making certain charges with refer¬ 
ence to the said two applications of the said Heany, and praying 
that the same should be stricken from the files of the Patent Office, 
or treated a- a nullity ami the said interference dissolved as to the 
said Ileany, and for other relief. 

7 

The defendant avers that should he find the charges made in the 
said petition, with respect to the said applications of the said Heany, 
to be well founded, and grant the prayers of the said petition, the 
interference of the said Heany would be dissolved, and the 
129 said von Holton, Kuzel, and Just & Ilanaman would be re¬ 
lieved of the conduct of the said case so far as the said Heany 
is concerned; that should this defendant grant the relief prayed for 
only so far as the application No. 238,709 is concerned, the said 
Heany would then become the junior party to the interference pro- 
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ceeding, and the burden of proof would be shifted from the said 
other interferants to him. 

And this defendant says that none of the parties to the said in¬ 
terference proceedings were parties to the prosecution of the said 
I lean v referred to in the bill of complaint, and cannot therefore be 
bound by any judgment had therein. 

13. The defendant further avers that on the 4th day of Janu¬ 
ary, 1005, the said Hans Kuzel filed in the Patent Office an applica¬ 
tion for patent entitled “Process of Manufacturing Light Emitting 
Bodies for Incandescent Lamps,” which application was numbered 
239,637; that on November 19, 1906, the said Heany filed in the Pat¬ 
ent Office the application for patent numbered 344,068, which pur¬ 
ported to be a division of said application filed December 29, 1904, 
and numbered 238,769; that both said applications were referred 
to Division 37 for examination; that it was found that they both 
claimed the same invention, to wit, the manufacture of metallic 
filaments by the so called colloidal process; that in the ordinary 
course of business of the Patent Office, and pursuant to the rules 
thereof, an interference was declared between the said applications 
for patent, and said interference was numbered 27,073, and entitled 


Kuzel vs. Heany. 

That upon the declaration of said interference, the Examiner of 
Interferences, assuming that said application No. 344,068 was an 
honest and proper division of application No. 238,769, hold, that 
Heany was the senior applicant and Kuzel the junior applicant, 
and thereupon, under the Rules of Practice of the Patent Office, the 
burden of proof was placed upon the said Kuzel. 

130 That the said Kuzel filed in said interference case No. 

27,073 a petition, copy of which is attached to the bill of 
complaint herein, praying for the reasons therein set forth that the 
said two applications of the said Heany Nos. 238.769 and 344,068, 
should be stricken from the files of the Patent Office or treated as a 
nullity, and the said interference dissolved; that should the prayers 
of the said petition be granted, the interference between Kuzel 
and Heany would be dissolved, and the said Kuzel would be entitled 
to a patent on the said application, and should this defendant grant 
the prayers of stud petition only so far as said application No. 238,- 
769 is concerned, the burden of proof in said interference case would 
be shifted from the said Kuzel to the said Heany; 

And this defendant savs that the said application No. 344,068 
was in no way concerned in the said indictments against the said 
Heany; and this defendant further says that the said Kuzel was not 
a party to the said indictments and is not bound by any judgment 
entered thereon. 

And having fully answered said rule, the defendant submits that 
the same should be discharged and the injunction denied. 

EDWARD B. MOORE, 
Commissioner of Patents. 


FRANK C. SKINNER, 

Examiner in Chief. 

JESSE 0. ADKTNS, 

Special Assistant to the Attorney General. 
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District of Columbia, ss: 

I, Edward B. Moore, on oath say that I have read the foregoing 
return bv me subscribed and know the contents thereof; that the 
facts therein stated of mv own knowledge are true, and that those 
stated on information and belief I believe to be true. 

EDWARD B. MOORE, 
Commissioner of Patents. 

Subscribed and sworn to before me this 25" day of May, A. D. 
1909. [seal.] EDW’D* B. FOX, 

Notary Public, D. C. 

131 In the Supreme Court of the District of Columbia, October 

Term, 1908. 

Exhibit A. 

Filed Apr. 30, 1909. 

Monday, November 30, A. D. 1908. 
The Court resumes its session pursuant to adjournment, Mr. 
Justice Gould, presiding. 

No. 25978. 

United States 

vs. 

Ned W. Barton, Henry E. Everding, and John A. Heany. 
Indictment for Violation of Section 5403, R. S. U. S. 

No. 26028. 

United States 
vs. 

Henry E. Everding, John A. Heany, and Ned W. Barton. 
Indictment for Violation of Section 5403, R. S. U. S. 

No. 26029. 

United States 
vs. 

Henry E. Everding, John A. Heany, and Ned W. Barton. 

Indictment for Forgery, 
and 

No. 26030. 

United States 
vs. 

Henry E. Everding, John A. Heany, and Ned W. Barton. 

Indictment for Violation of Section 5440, R. S. l T . S. as Amended. 

Consolidated. 

Come again as well the Attorney of the United States as the de¬ 
fendant Ned W. Barton, in proper person, according to his recog- 
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nizance, and by bis Attorneys Messrs. Jackie, Fulton and Cox; the 
defendant Henry E. Everding, in proper person, according to his 
recognizance, and by his Attorneys Messrs. Gittings and Chamber¬ 
lain, and the defendant John A. Heany, in proper person, 

132 according to bis recognizance and by his Attorneys Messrs. 
Charles A. Douglas and Raker & Sherrill, and, thereupon, 

the defendant Ned W. Barton withdraws his plea of not guilty here¬ 
tofore entered to each of the above numbered indictments heretofore 
consolidated by order of the Court and pleads guilty to each of said 
indictments and submits to the mercy of the Court; whereupon it is 
demanded of the said defendant Ned W. Barton what further he 
has to sav why the sentence of the law should not be pronounced 
against him upon his plea of guilty to the above numbered indict¬ 
ments consolidated as aforesaid, and he says nothing, except as he 
has already said; whereupon it is considered by the Court that for 
his said offenses in the said consolidated indictments set forth, the 
said defendant Ned W. Barton be taken bv the Warden of the 

t 

Tinted States Jail in and for the District of Columbia to said Jail, 
thence to the Penitentiary (as designated by the Attorney Gen¬ 
eral of the United States) there to be imprisoned at hard labor for 
the period of Three (3) years to take effect from and including 
this date. 

133 In the Supreme Court of the District of Columbia, October 

Term, 1908. 

Wednesday, December 23 d, 1908. 
The Court resumes its session pursuant to adjournment, Mr. 
Justice Gould presiding. 

No. 26028. 

United States 
vs. 

Henry E. Everding and John A. Heany. 

Indictment for Violation of Section 5403, R. S. U. S. 

No. 26029. 

United States 
vs. 

Henry E. Everding and John A. Heany. 

Indicted for Forgery. 

and 

No. 26030. 

United States 
vs. 

Henry E. Everding and John A. Heany. 

Indictment for Violation of Section 5440, R. S. U. S. as Amended. 

Consolidated. 

Come again the parties last aforesaid, in manner as aforesaid, and 
the same jury that was respited yesterday; and, thereupon, after 
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hearing the arguments of counsel in full and the charge of the 
Court, the said jury retire to consider of their verdicts and, return¬ 
ing into court and being asked if they have agreed upon their ver¬ 
dicts, upon their oath sav that the said defendant Ilenrv E. Ever- 
ding is guilty in manner and form as charged in indictments num- 
liered 20028 and *28030 aforesaid, and is also guilty in manner ami 
form as charged in the first (1st), second f*2d), third (3d), fourth 
(4th), fifth (5th) and eighth (8th) counts of indictment 

134 numbered *200*29 aforesaid; and, the said jury, upon their 
oath further sav that the said defendant John A. Ileany is 

not guilty in manner and form as charged in indictments num¬ 
bered *200*28 and 20030 aforesaid, and is not guilty in manner and 
form as charged in the first (1st), second (2d), third (3d), fourth 
(4th), fifth (5th) and eighth (8th) counts of indictment num¬ 
bered *200*29 aforesaid; whereupon it is considered by the Court 
that the said John A. Heany go as to said indictments numbered 
20028 and 20030, and as to the first (1st), second (2d), third (3d), 
fourth (4th), fifth (5th) and eighth (8th) counts of said indict¬ 
ment numbered *200*29 without day; and, thereupon, the said de¬ 
fendant Henry E. Everding, bv his Attorney, gives notice of his 
intention to file herein motion for a new trial and in arrest of judg¬ 
ment. 

135 In the Supreme Court of the District of Columbia, January 

Term, 1909. 

Satu rday, Janiwry 23d, A. I). 1909. 

The Court resumes its session pursuant to adjournment, Mr. 
Justice Gould presiding. 

No. 20028. 

United States 
vs. 

Henry E. Everding. 

Convicted of Violation of Section 5403, K. S. U. S. 

No. 20029. 

United States 
vs. 

Henry E. Everding. 

Convicted of Forgery, 
and 

No. 26030. 

United States 
vs. 

Henry E. Everding. 

Convicted of Violation of Section 5440, H. S. U. S., as Amended. 

i 

Consolidated. 

Come as well the Attorney of the United Suites as the said de¬ 
fendant, in proper person, according to his recognizance, and by 
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his Attorneys Messrs. (Sittings & Chamberlain; whereupon the 
motion for a new trial tiled herein by the said defendant being 
heard, it is considered by the Court that said motion be and the 
same hereby is overruled; whereupon it is demanded of the said 
defendant what further he has to say why the sentence of the law 
should not be pronounced against him, and he says nothing except 
as he has already said; whereupon it is considered by the Court that 
for his said offenses the said defendant be taken by the 
136 Warden of the United States .Jail in and for the District of 
Columbia to said Jail, thence to the Penitentiary (as desig¬ 
nated by the Attorney General of the United States) there to be 
imprisoned at hard labor for the period of Two (2) years, to take 
effect from and including this date. 


137 Filed May 26, 1909. 

In the Supreme Court of the District of Columbia. 

Equity. No. 28,514. 

John Allen Heany, The IIeany Com pan y, and The Heany Lamp 

Company, Complainants, 
vs. 

Edward B. Moore, Commissioner of Patents, Defendant. 

Demurrer to Bill of Complaint. 

Now comes the defendant, Edward B. Moore, Commissioner of 
Patents, and by protestation, not confessing or acknowledging all or 
any of the matters and things in the bill of complaint to be true in 
the manner and form as the same are therein set forth, doth demur 
to said bill of complaint iq>on and for the following reasons, among 
others: 

l: That said bill of complaint contains no matter of equity 
whereon this Court can ground any decree or give complainants any 
relief against the defendant. 

2. That it appears in said bill that this defendant is sued as an 
officer of the Government of the l nited States, acting in matters 
arising out of such employment and within his duties as such ollicer. 

3. That it appeal's that the defendant has jurisdiction of the mat¬ 
ters wherein his judgment and discretion are sought to be controlled, 
and is not subject to the authority of this honorable Court in respect 

thereto. 

138 4. That it appears that the complainants have a plain, 
adequate and complete remedy otherwise than by this suit. 

Wherefore, and for divers other good causes of demurrer appear¬ 
ing in said bill of complaint, the defendant prays judgment of this 
honorable Court whether he shall he compelled to make any other 
answer to said bill. 

EDWARD B. MOORE. 

Commissioner of Patents. 

FRANK C. SKINNER, 

Examiner in Chief. 

JESSE C. ADKINS, 

Sp’l Ass’t to the Atfy Gen. 
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W e hereby certify counsel for the defendant that in our opinion 
the foregoing demurrer is well founded in point of law and proper to 
be filed. P ^ 

FRANK C. SKINNER. 
JESSE C. ADKINS. 


District of Columbia, wj; 


The defendant makes 
interposed for delay. 


oath that 


the foregoing demurrer is not 
EinVARD B. MOORE, 

Commissioner of Patents. 


Subscribed 

1909. 

[seal.] 


and sworn to before me this 25" day of May, A. I). 

EinV’D B. FOX, 

Notarif Public in and for 

the District of Cfdumbia. 


1.39 Memorandum of Decision. 

Filed Jul- 13, 1909. 

In the Supreme Court of the District of Columbia. 

Filed Jul- 13, 1909. J. R. Young, Clerk. 

No. 28,514. Equity. 

John Allen IIeany et al., Complainants, 

v. 

Edward B. Moore, Commissioner of Patents, Defendant. 

In this case a bill is filed by John Allen IIeany, the IIeany Com¬ 
pany, and the IIeany Lamp Company, the first-named complainant 
as the alleged inventor, and the two other complainants as assignees 
of rights claimed by him, against the Commissioner of Patents, 
praying for a preliminary injunction, to restrain the said Commis¬ 
sioner from striking from the files of the Patent Office certain appli¬ 
cations described in the hill, and from otherwise proceeding in the 
manner contemplated by the several orders to show cause therein 
described; and praying also for a permanent injunction for the same 
purpose; and for general relief. 

To this bill the Commissioner has filed a demurrer, raising several 
questions of law. Among others, that the defendant has jurisdiction 
of the matters wherein his judgment and discretion are sought to he 
controlled, and is not subject to the authority of this court in respect 
thereto. 

At the same time the bill herein was filed, a rule was issued to show 
cause whv a temporary injunction should not be granted pending 
the hearing; and the cause camp on for hearing on the demurrer, 
and the answer of the defendant to this rule. 

Able arguments have been made, and briefs filed, and considered 
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by the court; and I am disposed to hold, without passing upon 
140 the merits of the claims of counsel, that the case is one which 
should he tried and determined upon its merits, in the 
interest of the various parties, and of the Patent Office and public 
generally. 

It may be that without further legislation the taking of testimony 
as contemplated by the rules issued by the Commissioner in this 
matter, would be unwarranted; and if he should proceed the parties 
w T ould be put to a great deal of expense unnecessarily. 

If, however, proof should be taken in this proceeding, and sub¬ 
mitted to the court, a final decree may be passed that will settle the 
questions at controversy beyond any question. 

I am therefore disposed to overrule the demurrer to the bill, and 
allow the defendant to file an answer, setting up the merits of the 
controversy; and in order that proof may be taken,-and the contro¬ 
versy decided upon its merits, I think it is prudent that the prayer 
for a temporary 7 injunction should be granted. 

In as much, however, as there seems to be no discretion in the 
court to allow a temporary injunction in a case of tin's kind without 
an undertaking, the order will be that the demurrer be overruled, 
and leave given to the defendant to answer, and that the temporary 
injunction be granted, as prayed, on compliance bv the complainants 
with Rule No. 42 of this court. 

JOB BARNARD, Justice. 


141 Order Overruling Demuner nnd Granting Preliminary 

Injunction. 

Filed Jul- 15, 1909. 

Tn the Supreme Court of the District of Columbia. 

Equity. No. 28,514. 

John Allen Heaxy, The IIeany Company, and The IIeany Lamp 

Company, Complainants, 
v. 

Edward B. Moore, Commissioner of Patents, Defendant. 

This cause came on to be heard upon the bill of complaint and 
demurrer thereto, the petitioners’ motion for a preliminary injunc¬ 
tion, and the defendant’s answer to the rule to show cause issued 
herein on April 29, 1909, and was argued by counsel, and thereupon, 
on consideration thereof, it is, this fifteenth day of duly, 1909. Ad¬ 
judged and Ordered: (1) That the demurrer be and the same is 
hereby overruled, with leave to the defendant to answer within 
ninety (90) davs, and (2) that the defendant Edward B. Moore, as 
Commissioner of Patents, forthwith, and until the further order of 
this court, be and is enjoined to desist from proceeding in and with 
respect to the complainants* applications for letters patent enumer¬ 
ated in the said bill, a< and in the manner contemplated bv the three 
certain mlo w or orders to show cause issued by the defendant, a s Com- 
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mission er of Patents, to an<l again t the complainants and each one 
of them, asset forth in the I ill of complaint, to wit, on Febru- 
142 an’ 8, 1000 ami April 17, 1000. respectively; Provided that 
the complainants execute and file in this cause an undertak¬ 
ing in conformity with Equity Pule 42 of this court. 

JOB BARNARD, Justice. 


Marshal's Return. 

Served copy of within order on Edward B. Moore, Commissioner 
of Patents, personally. 

July 19, 1000. 

AULICK PALMER, Marshal. 

S. 


148 Order Allowing Special Appeal. 

Filed Jul- 23, 1000. 

Court of Appeals of the District of Columbia, April Term, 1009. 

No. 326, Original Docket. 

Equity. No. 28514. 

Edward B. Moore, Commissioner of Patents, 

vs. 

John Allen Heany, Tiie Heany Company, and The Heany Lamp 

Company. 

On consideration of the petition filed herein by Edward B. Moore, . 
Commissioner of Patents, praying the allowance of an appeal from 
an order of the Supreme Court of the District of Columbia entered 
on the 15th day of July, A. D. 1900. overruling the demurrer to 
the bill of complaint and granting a temporary injunction. It is by 
the Court this day ordered that said appeal be, and the same is 
hereby, allowed. 

Per Mr. Chief Justice SHEPARD, 

July 23, 1909. 

A true copy. 

Test’ 

[seal ! HENRY W. HODGES, 

Clerk of the Court of Appeals 
of the District of Columbia. 
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144 Order for Transcript of Record. 

Filed Jul- 23, 1909. 

In the Supreme Court of the District of Columbia, the 23d Day of 

July, 1909. 

Equity. No. 28514. 

John Allen Heany et al. 
vs. 

Edward B. Moore, Commissioner of Patents. 

The Clerk of said Court will include in the transcript of record : 

1. Bill of Complaint and the exhibits thereto; 

2. Rule to show cause; 

3. Return to rule to show cause; 

4. Demurrer to bill of complaint; 

5. Opinion of Mr. Justice Barnard; 

0. Decree of July 15, 1909; 

7. This order; 

8. Order allowing special appeal. 

JESSE C. ADKINS, 

FRANK C. SKINNER, 
Solicitors for Defendant-Appellant. 

145 Supreme Court of the District of Columbia, 

United States of America, 

District of Columbia, ss: 

1. John R. Young, Clerk of the Supreme Court of the District of 
Columbia, hereby certify the foregoing pages numbered from 1 to 
144, both inclusive, to he a true and correct transcript of the record 
according to directions of counsel herein tiled, copy of which is made 
part of this transcript, in cause No. 28514 in Equity, wherein John 
Allen Ileanv, et al. are Complainants and Edward B. Moore, Com¬ 
missioner of Patents, is Defendant, as the same remains upon the 
tiles and of record in said Court. 

In testimony whereof, I hereunto subscribe my name and affix 
the seal of said Court, at the City of Washington, in said District, 
this 30th day of July A. D. 1909. 

[Seal Supreme Court of the District of Columbia.] 

J. R. YOUNG, Clerk, 

By ALF. G. BUHRMAN, 

Ass’t Clerk. 

Endorsed on cover: District of Columbia supreme court. No. 
2049. Edward B. Moore, Commissioner of Patents, appellant, vs. 
John Allen Heany et al. Court of Appeals, District of Columbia. 
Filed Jul- 31, 1909. Henry W. Hodges, clerk. 



October Term, 1909 


Edward B. Moore, Commis 
sioner of Patents, appellant 


Special Calendar, 
Nos. 8 and 11. 


>hn Allen Heart, The 
Heany Company, and The 
Heany Lamp Company. 




In the Court of Appeals of the District of Columbia. 


October Term, 1909. Nos. 2049, 2063. 


Edward B. Moore, Commis- 
sioner of Patents, appellant, 

v. 

John Allen Heany, The 
Heany Company, and The 
Heany Lamp Company. 


Special Calendar, 
Nos. 8 and 11. 


BRIEF FOR APPELLANT. 


STATEMENT. 

These two appeals are from an interlocutory decree over¬ 
ruling a demurrer and granting a preliminary injunction. 

One (2049) was specially allowed; the other (2063) is 
prosecuted as from a decree affecting the possession of 
property. 

The record in each is identical, and but one has been 
printed. 

The bill was filed April 30, 1909, by three complainants— 
an inventor, John Allen Heany, and two corporations, the 
Heany Company and the Heany Lamp Company. 

Heany sues as having three applications for letters patent 
pending in the Patent Office, and the Heany Lamp Company 
sues as the owner of nine other applications, similarly pend¬ 
ing, which it acquired by mesne assignment from Heany 
through the Heany Company. 
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While the Heany Company unites in the bill, it is appar¬ 
ently without interest, ami claims no interest in any of the 
twelve applications. 

The Commissioner of Patents is sole defendant. 

The relief sought is to restrain him from investigating 
charges made to him by a principal examiner that frauds 
had been perpetrated in the prosecution of Heany’s twelve 
applications. 

The cause was heard below on the bill and its exhibits, the 
demurrer of the commissioner thereto, and his answer show¬ 
ing cause, v ith exhibits. 

As practically the sole question was one of law, which the 
court below by its decree resolved against the defendant, but 
which, in its opinion, it reserved, a statement of the plead¬ 
ings is necessary. 

The bill avers that Heanv, between December 29, 1904, 
and November 19, 1906, filed twelve applications for patents 
which have been and are now pending in the office for action 
pursuant to law—nine of them having been assigned as 
already indicated (R., 2, 3); that on February 8, 1909, 
Kinnan, a principal examiner of the Patent Office, made 
certain charges against Ileany (It., 3) w hich the commis¬ 
sioner ordered complainants to answer, showing cause why 
certain applications should not be stricken from the files 
and others held abandoned, and failing such answer the 
charges were to be considered true and appropriate action 
taken; but if answered testimony would be taken and com¬ 
plainants allowed to cross-examine and introduce evidence; 
that the complainants then requested him to hear them on 
certain questions of law which were (1) that he* was without 
authority to entertain the charges, or to order them to show 
cause, or to strike applications from the files, or declare them 
abandoned, even if the charges were true; and (2) that some 
of the charges were based on facts which had been put in 
issue at a criminal trial of Ileany in which he was acquitted 
and could not therefore be again inquired into, having 
become res ad judicata; that the commissioner refused to 
hear them, stating he had already decided he had jurisdiction 
to entertain the charges and to proceed in respect to them, as 
indicated in his order to show cause; that they thereupon 
answered showing cause (R., 6, 7); that afterwards certain 
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rival inventors then in interference with two of Heany’s ap¬ 
plications filed with the commissioner other charges of fraud 
against Heany and his applications so in interference, and 
asked that they be stricken from the files or treated 
as a nullity for fraud, and that the commissioner order 
the interference to be dissolved, and on these charges the 
commissioner issued against the complainants similar orders 
to show cause (R. 8, 9); that on the trial of certain indict¬ 
ments which were returned against Heany and others in 
the Criminal Court of the District of Columbia in 1908 
Heany was acquitted, and in these indictments exactly the 
same issues of law and fact were raised as were attempted 
to be raised in the charges filed with the commissioner; 
that the Commissioner of Patents could not raise them 
against Heany a second time (R. 10, 11); that his only 
power to act was derived from the patent laws of the United 
States and the rules and practice of the office adopted in 
conformity therewith; that he intends to take jurisdiction 
of these several charges, and that if he be permitted so to 
do and act as indicated by his order to show cause served 
on the complainants, they will sustain irreparable damage 
estimated by them to be in excess of $100,000 (R. 11, 12). 

The bill summarizes the charges of the examiner and of 
the interferants to the commissioner, and complainants’ an¬ 
swers to the former (R., 3-9) and exhibits as a part of the bill 
itself copies of the several papers. 

It in like manner purports to give the substance of the 
indictments referred to and to exhibit true copies of them, 
which, however, on inspection (R., 41-69) are manifestly in¬ 
complete. 

On this the court below required the commissioner to show 
cause why a preliminary injunction as prayed should not be 
granted. (R., 69.) 

That prayer was: 

To grant unto the complainants a preliminary writ of 
injunction restraining the Commissioner of Patents 
from striking the aforesaid applications of the com¬ 
plainant Heanv from the files of the United States 
Patent Office or from otherwise proceeding as and in 
the manner contemplated by the several orders to show 
cause aforesaid. (R. 12.) 
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The grounds of the commissioner’s demurrer were that 
(1) the hill lacked equity; (2) the defendant was sued as an 
officer of the United States acting in a matter arising out 
of his employment and within his official duty; (3) on 
which he was required to exercise judgment and discretion; 
and (4) there was a plain, complete, and adequate remedy 
otherwise than by this suit. (R. 79.) 

The substance of his answer was that while Heany actually 
did file twelve applications for patents as stated and num¬ 
bered in the bill, the commissioner did not know whether he 
had invented what they described and contained, nor could he 
so admit; that among the acts sought to be restrained by 
the bill was the determination whether certain of the appli¬ 
cations as they then stood were properly executed and filed 
and whether others had not been abandoned—questions 
which he had not then determined (R.,70); that while he had 
declined to hear complaints on the two questions of law at the 
time they made such request, which they did informally, he 
did not then finally decide against their contention, but post¬ 
poned it to the hearing of the case on the merits; in this com¬ 
plainants apparently acquiesced, as the time for filing answers 
was then extended and they duly answered within such time, 
raising again the same legal questions and stating in addition 
matters of fact, all of which are now before him for action 
(R., 70-71). He admits the making of charges by the inter- 
ferants and the issuing of orders by him, as alleged in the bill 
(R., 71); that as to the indictments mentioned in the bill and 
which purport to be therewith exhibited, the copies are man¬ 
ifestly incomplete, and as to the one charging conspiracy not 
only is the substance thereof not truly stated but also many 
averments are stated by the bill to be therein contained which 
were never in fact in such indictment; that Heany was 
acquitted on the trial of these indictments; that Barton 
plead guilty thereto, and Everding was convicted thereon; 
that the charges of fraud and wrongdoing made by 
Kinnan and the interferants do not raise the same issues 
of law and fact adjudicated in the criminal trial of Heany, 
as will appear from an examination of even the incom¬ 
plete copies of the indictments exhibited; that it is his 
duty as commissioner to proceed with the investigation; 
that in February, 1908, the perpetration of frauds in other 
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Heany applications, which had then passed to patent, was 
brought to his attention and an investigation instituted, 
resulting in indictments against Ileany, Barton, and Everd- 
ing, and in civil suits by the United States to cancel the issued 
patents; that he is the legal custodian of the records of the 
Patent Office, authorized, subject to the approval of the Sec¬ 
retary of the Interior, to make regulations for the conduct of 
proceedings therein, and one of which provides that any appli¬ 
cation altered or partly filled up after being signed and sworn to 
shall he stricken from the files; that by statute it is provided 
that the commissioner shall issue no patent unless the appli¬ 
cant be justly entitled thereto under the law, and that any 
application which the applicant fails to prosecute within a 
year after official action is to be regarded as abandoned, un¬ 
less the commissioner be satisfied that such delay was un¬ 
avoidable; that continued investigation indicated other 
applications of Heany’s, in addition to those covered by the 
criminal and civil proceedings, had been fraudulently prose¬ 
cuted, and presented a situation without parallel or precedent 
in the history of the olfice. 

It was charged as to some of the applications that entire 
specifications had been withdrawn and wholly new ones 
substituted therefor, and as to others, which had been 
abandoned, amendments had been placed on file with false 
dates, so as to conceal the fact of abandonment; that these 
charges were of such a character as to demand, in the judg¬ 
ment of the commissioner, a rigid and impartial investiga¬ 
tion to determine whether such applications should continue 
on the files or whether patents should be declined thereon; 
that the commissioner might have made an investigation 
ex parte for this purpose, but concluded on mature delibera¬ 
tion to make such investigation in the presence of Heany 
and any counsel he might desire to employ, to call and hear 
witnesses whose evidence would tend to sustain the charge of 
fraud, giving Heanv the opportunity to cross-examine them, 
and the further -opportunity to produce any evidence he 
might have for the purpose of meeting the charges, should 
the evidence brought in their support seem to establish their 
truth; and that therefore Kinnan, principal examiner 
of division 37, in whose division the twelve applications 
had been and then were for examination, did, at the de- 


fendant’s direction, prepare and file charges, a copy of which 
accompanies the bill; and that the rule to show cause issued 
thereon was issued for the purpose of having a full, fair, 
and impartial investigation thereof, and that the defendant 
might determine whether the applications should be stricken 
from the files or whether he should decline to issue patents 
thereon. 

As to the petition of the interferants, the commissioner 
says that on November 10, 1904, January 5, 1905, and July 
6, 1905, respectively, they applied for patents for a tungsten 
filament; one of them, Kuzel, also asking a patent for a 
method of making the filament, known as the “colloidal 
process;” that Heany on December 29, 1904, filed his first 
application for the tungsten filament, and on August 31, 
1906, filed as a division thereof an application for the same 
invention, which was placed in interference with those of 
Kuzel and the others, which interference is yet unde¬ 
termined; that rule 116 of the Patent Office provides that 
in interference proceedings the rival parties will he pre¬ 
sumed to have made their inventions in the chronological 
order in which they filed their applications, and that the 
burden of proof is on the party seeking to establish the 
contrary; and that so far as this rule is concerned a divisional 
application when in interference takes the date of its parent; 
and that Heany’s application of August 31, 1906, had, as a 
division of his application of December 29, 1904, been held 
senior to the applications filed after that date and the burden 
of proof placed upon them; and that should the interferants, 
upon proof of their charges, be entitled to the relief prayed, 
it would be the commissioner’s duty either to dissolve the 
interferences altogether, or to hold that Heany was the 
junior applicant. (R. 73, 75.) 

The foregoing is the substance of the pleadings. 

Inasmuch as the object of the bill is to prevent the exam¬ 
ination of the charges made by the examiner and the rival 
inventors, it is proper that a somewhat detailed analysis of 
them be given. 

The charges of the examiner with reference to the appli¬ 
cation of December 29, 1904 (238769), which are illustrative 
of the rest, are as follows: 

That this application, which claimed a patent for fila¬ 
ments made of tungsten anil other metals, was being con- 
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sidered by Barton, assistant examiner, along with similar 
applications of Kuzel and the other inventors, one of which 
also claimed a patent for the colloidal process, when, on 
August 31, 1906, Heany filed a division of it (and num¬ 
bered 332786), claiming the filament made of tungsten only; 
that this claim was held allowable, but the patent was with¬ 
held pending possible interferences; that in neither of these 
applications of Heany was there any reference to the col¬ 
loidal process nor to the use of paraffin as a binder for the 
tungsten while in a powdered form. 

That in October, 1906, for the purpose of enabling Heany 
to subsequently insert this reference to paraffin as a binder in 
his divisional application of August 31, 1906, and also to file 
as a division of his application of December 29, 1904, another 
application claiming the colloidal process, Everding and Bar¬ 
ton, with the knowledge and consent of Heany, removed the 
first two sheets of the parent application of December 29,1904, ‘ 
and substituted in their stead two other sheets containing, 
among other additions, the aforesaid matter relating to par¬ 
affin and the colloidal process. 

It is also charged that after this change Barton improperly 
inserted in the substituted sheets other additional matter (14). 

Besides this charge of alteration, it is charged that Ever¬ 
ding failed to prosecute this same application in time and in 
order to conceal and avoid the abandonment thus caused, 
Barton antedated and filed as in proper time an amendment 
prepared by Everding (15). 

In Charge II, which relates to the tungsten division filed 
August 31, 1906, it is alleged that, after the alteration in its 
parent as aforesaid, and pursuant to the purpose with which 
that alteration was made, Everding amended the division 
by bringing forward from the parent into the division the 
word paralfin, which could not have been done except for 
the fraudulent alteration in the parent made as aforesaid (15). 

Charge III alleges that in further pursuance of the pur¬ 
pose for which the alteration was made in the parent appli¬ 
cation, Everding on November 19, 1906, filed an application 
(344068) for a patent for the colloidal process of making 
filaments, and that this application contains the false state¬ 
ment of Heany under oath “this application is a division of 
my earlier application filed December 29, 1904, serial num- 



8 




her 238769.” This statement appeared upon the record to 
be true because of the fraudulent alterations of the parent 
application (15). 

The remaining charges are of the same character as one 
or the other of the frauds said to have been committed in 
connection with the application of December 29, 1904. 

In Charge IV it is alleged as to three applications filed 
April 18, 1908 (and which are the only three applications 
still owned bv Heany), that the original specifications were 
destroyed and new ones inserted in their stead, to which 
Barton forget! the names of Heany and two witnesses; also, 
that the abandonment of these applications had been con¬ 
cealed by false amendments (15, 16). 

Charges V, VI, and VII refer to six other applications filed, 
one on June 8, two on July 18, two on August 31, and one on 
October 19, 1906; as to them all it is alleged that they were 
abandoned, to conceal which abandonment false amendments 
were filed. (R., 16, 17.) 

As to all of these charges Ileany, in his answer filed in the 
Patent Office, asserted that he was entirely innocent; that 
he was without sufficient information to judge of their truth 
as to Barton and Everding, but of the charges as to them he 
demanded strict proof; that any unlawful act done by them 
was unauthorized, and his rights could not be prejudiced 
thereby; that if any applications had been abandoned, they 
should be reinstated; and that as to the charges relating to 
the application of December 29, 1904, his acquittal was a con¬ 
clusive determination in his favor. (R., 18-23.) 

The assignee corporations, in addition to the matters set 
forth in Heany’s answer, asserted that if any applications 
were found altered, strict proof of which they demanded, 
they should be restored by the commissioner to their original 
condition. (R. 24 to 33.) 

The charges of the interferents which relate to the 
divisional applications of August 31, 1906, and November 
19, 1906, are in substance the same as Kinnan’s charges II 
and III. (R. 33, 37.) To them no answer was filed. 

Copies of the three indictments against Heany, Barton, 
and Everding are filed as exhibits to the bill to establish its 
averment that Heany’s acquittal constitutes res adjudicata 
of all the questions involved in the charges just outlined. 
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These indictments charge, respectively, the destruction of 
records (R. 59), the forgery of other records (R. 63), and the 
conspiracy to commit these crimes (R. 41), all in connection 
with the application 238769, which, as already shown, is 
not yet patented, and in connection with the patent issued 
December 3, 1907, to cancel which a suit is now pending. 
Application 238769 is the only one of those described in the 
bill of complaint which was mentioned in the indictments, 
and the abandonment of this application was not the subject 
of any of them. 

From the averments of the indictments, upon all of which 
Everding was convicted, it appears that Heany’s patent of 
December 3, 1907, was issued on application 241782 filed 
January 19, 1905; that Barton, who had it in official charge 
for examination, destroyed the original specifications and 
filed in lieu thereof new specifications which were prepared 
by Everding and were signed by Heany himself, and these 
new and substituted specifications resulted in the patent and 
formed a part of it. 

These exhibits, even though clearly incomplete, disprove 
the allegation of the bill itself that all the issues raised by 
the present charges were adjudicated in the criminal trial. 

ASSIGNMENT OF ERRORS. 

The court below erred: 

1. In overruling the demurrer. 

2. In overruling the demurrer without deciding the issue 
raised therebv. 

V 

3. In holding that the court had jurisdiction on the present 
bill to decide whether any alterations had been made in the 
Patent Office records. 

4. In refusing to hold that the Commissioner of Patents 
had power to make the investigation. 

5. In failing to dismiss the bill because of the misjoinder 
of the complainants and the nonjoinder of necessary parties 
defendant. 

6. In granting the preliminary injunction. 
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ARGUMENT. 

I. 

THE OPINION OF THE LOWER COURT. 

The main error below was in overruling the demurrer 
without deciding the question raised thereby. This was 
a pure issue of law, which appellant was entitled to have 
decided. While declining to pass on the law (R. 81) the 
court’s decree below is a decision of the law adverse to the 
appellant, which he can not further question in the lower 
court. 

The reasons given by the court for its decree are that on 
taking proof the court may make a final decree which will 
definitely “settle the questions at controversy’’ (81). This 
can not, of course, refer to the legal power of the com¬ 
missioner, which is solely a question of law, not to be aided 
by proof. The court suggests that appellant in answering 
the bill may repeat to the court the charges against the 
applications and that proof may be taken to establish 
them. Clearly, then, the question to be settled by final 
decree is the genuineness of the patent applications. 

Appellees, however, did not in their bill pray for this re¬ 
lief; they did not indeed assert the untruth of a single charge, 
but simply asked that the appellant’s investigation be for¬ 
ever stayed; the matter is one which the appellant must de¬ 
cide himself; however difficult it may be, he can not shift its 
determination to the court. Obviously, then, the relief sug¬ 
gested by the court below is inappropriate on the present bill. 

The court not deciding the real issue before it, but proffer¬ 
ing relief which appellees have not asked and the appellant 
can not accept, it remains to consider whether the decree is 
correct. 

II. 

i 

THE DUTY OF THE COMMISSIONER TO MAKE THE INVESTIGA¬ 
TION. 

1. If the applications in question have been altered or 
abandoned , any patent issued thereon would be void. 

That this is so as to altered specifications is obvious, and 
as to abandoned applications the question is settled in 
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Lay v. Indianapolis Brush Co. (120 Fed., 831, C. C. A.). 
A patent obtained by fraud may be annulled at the suit of 
the United States.— U. S. v. American BeU Telephone Co. (128 
U. S., 315). 

Having reason to believe, then, that frauds had been 
committed in the prosecution of the applications, it can 
hardly be the commissioner’s duty to issue patents and 
then institute proceedings for their annulment. For the 
very words of the statute are that the commissioner shall 
issue a patent only when the claimant is “ justly entitled ” 
to it. (Sec. 4893 R. S.) 

The Supreme Court said, in a land office case: 

When proceedings affecting titles to lands are before 
the Department (of the Interior) the power of super¬ 
vision may be exercised bv the Secretary, whether these 
proceedings are called to his attention by formal notice 
or by appeal. It is sufficient that they are brought to 
his notice. The rules prescribed are intended to facil¬ 
itate the department in the despatch of business, not to 
defeat the supervision of the Secretary. For example, 
if, when a patent is about to issue, the Secretary should 
discover a fatal defect in the proceedings, or that by 
reason of some newly ascertained fact the patent, if 
issued, would have to be annulled, and that it would be 
his duty to ask the Attorney-General to institute pro¬ 
ceedings for its annulment, it would hardly be seriously 
contended that the Secretary might not interfere and 
prevent the execution of the patent. He could not be 
obliged to sit quietly and allow a proceeding to be con¬ 
summated which it would be immediately his duty to 
ask the Attorney-General to take measures to annul. 
It would not be a sufficient answer against the exercise 
of his power that no appeal had been taken to him and 
therefore he was without authority in the matter. 
(Knight v. U. S. Land Association , 142 U. S., 161, 178.) 

2. Under the laws governing the issue of patents the com mis¬ 
sioner, ex necessitate, has power to act. 

Letters patent give the grantee a monopoly, to obtain 
which an inventor must himself start the machinery of the 
Patent Office by making application to the commissioner; 
letters patent issue only after this application is examined. 

The first question for the commissioner is whether a proper 
application is before him; if there be, he causes an exami¬ 
nation to be made. 
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Should its propriety or genuineness he doubtful, he may 
inquire into this at once, as a question preliminary to such 
examination. 

But if the application contain some latent vice, as for¬ 
gery, or if, though originally genuine, it had been illegally 
replaced by a fraudulent substitute, or had been abandoned 
altogether, it would seem his duty to inquire and his power 
to act, however far this examination had progressed. 

A consideration of the statutes sustains this view. 

Any inventor may, upon payment of the fees required, 
and “other due proceeding had ,” obtain a patent. (Sec. 48S6, 
R. S.) 

Before an inventor or discoverer shall receive a patent 
for his invention, he shall make application therefor in writ¬ 
ing to the Commissioner of Patents, and “ shall file in the 
Patent Office a written description of the same;" and he shall 
particularly point out and distinctly claim the matter which 
he claims as his invention; “ the specification and claims 
shall be signed by the inventor and attested by two witnesses 
(Sec. 4888, R. S.) 

Section 4892 provides that the applicant shall make oath, 
among other things, that he does verily believe himself to 
be the original and first inventor of the matter for which he 
solicits a patent. 

Section 4893 provides that on the filing of any such appli¬ 
cation, the commissioner shall cause an examination to be 
made of the alleged new invention or discovery; and if on 
such examination it shall appear that the applicant “is justly 
entitled to a patent under the law , and that the same is suffi¬ 
ciently useful and important, the commissioner shall issue 
a patent therefor.” 

Section 4884 provides that after the patent has been al¬ 
lowed it shall contain “a title of the invention , referring to the 
specification for the particulars thereof. A copy of the speci¬ 
fication and drawings shall be annexed to the patent and be a 
part thereof." 

It thus appears that the Commissioner of Patents, who 
is the officer issuing patents, shall cause an examination to 
be made of any alleged new invention or discovery only 
when due proceedings have been had; that the due pro¬ 
ceedings mean the filing in the Patent Office of an applica- 
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tion for patent, which application must contain a written 
description of the invention and a distinct claim of the 
invention, and must be signed by the inventor, witnessed, 
and sworn to, and which description or specification, as it is 
called, becomes a most important part of the patent when 
issued. This description of the invention is what the Com¬ 
missioner is to cause to be examined; but before he can 
cause an examination he must ascertain whether he has an 
application before him. 

An examination means an examiner and something to be 
examined. It is charged as to some of the applications in¬ 
volved in this proceeding that the specification—the subject- 
matter of the examination—has been either wholly or in part 
removed by the inventor or his attorney. The determination 
of this charge is necessarily preliminary to the examination 
itself, for if the thing to be examined has ceased to exist 
there can, of course, be no examination and the whole pro¬ 
ceeding is at an end. 

A question similar to this was decided in Com. v. Whiteley 
(4 Wall., 522). Whiteley had applied, as assignee, to the 
commissioner for a reissue of a patent. The latter held that 
Whiteley, being an assignee for a limited territory, was not 
within the law r providing for reissues to assignees. The Su¬ 
preme Court of the District granted a wTit of mandamus to 
the commissioner “to refer said application to the proper 
examiner or otherwise examine or cause the same to be exam¬ 
ined according to law.” On appeal the Supreme Court of the 
United States reversed the order and directed that the peti¬ 
tion be dismissed, holding that the question w r hether White- 
ley w as entitled to apply for a patent was a preliminary one 
w hich it was the dutv of the commissioner to determine, and 
when that was decided adversely to Whiteley there was no 
necessity for further examination. Mr. Justice Swayne said: 

Here an assignee applied for the reissue of a patent. 
It was clearly competent for the commissioner, and it 
was his duty, to decide whether the applicant was an 
assignee at all, and, if so, whether he was an assignee 
with such an interest as entitled him to a reissue within 
the meaning of the statutory provision upon the subject. 
* * * The commissioner found the question whether 

the assignee was such a one as the law entitled to a reis¬ 
sue lying at the threshold of his duties. It required an 
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answer before he could proceed further. His decision 
was against the appellant. His examination of the sub¬ 
ject was thorough, and his conclusion is supported by 
an able and elaborate argument. * * * The order 

was that he should proceed to examine the application. 
That he had already done. The preliminary question 
which he decided was as much within the scope of his 
authority as any other which could arise. Having re¬ 
solved it in the negative, there was no necessity for him 
to look further into the case. Entertaining such views, 
it would have been idle to do so. The question was 
vital to the application, and its resolution was fatal, so 
far as he was concerned. * * * (532, 533.) 

The principle applies here. In the Whitelev case, the 
commissioner found at the threshold of the examination the 
question whether Whitelev was an assignee, while here the 
question is whether applications are on file or not. 

The decision of this court in U. S. ex rel. West v. Hitchcock 
(26 App. I). C., 290—affirmed in 205 U. S., 80) is directly in 
point. In that case the statute provided that every member, 
‘‘native or adopted,” of a certain band of Indians should be 
entitled to a patent for a tract of land, and the deeds were 
to issue when the allotments had been ‘ approved by the 
Secretary of the Interior.’’ To a petition filed to compel the 
Secretary to approve a certain selection, the latter replied 
that he had decided that petitioner was not a member of the 
Indian band in question. In holding that this question was 
a preliminary one to be decided by the Secretary, this court 
said, at page 295: 

Article 4 of that agreement provides that the allot¬ 
ments of land are to be approved by the Secretary of 
the Interior. That fairly implies that he is to deter¬ 
mine whether the party claiming the allotment is one 
of the parties referred to in article 2; that is, whether 
he is a member of the tribe or of the atliliated bands 
referred to. 

It may be urged that some of the applications being good 
when filed, it became the mandatorv duty of the eommis- 
sioner to cause them to be examined, but it can not be that 
when an application has ceased to exist the examination 
must continue. Nor, if the Commissioner of Patents is 
imposed upon, and persuaded to order an examination of a 
forged application, is he without power, when the forgery 
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is discovered, to stop the examination. In other words, 
the question of the genuineness of the application is juris¬ 
dictional, and always open to the commissioner, irrespec¬ 
tive of the progress of the examination—the moment he 
finds that there is no application the examination must be 
stopped. 

3. The commissioner, under the Patent Office rules, has 
power to act. 

Rule 31 is as follows: 

31. An application for a patent will not be placed 
upon the files for examination until all its parts, except 
the model or specimen, are received. 

Every application signed or sworn to in blank, or 
without actual inspection by the applicant of the peti¬ 
tion and specification, and every application altered or 
partly filled up after being signed or sworn to will be 
stricken from the files. * * * 

It is urged by appellees that this rule is invalid; but the 
presumption is otherwise, and the burden is upon them to 
establish* its invalidity. 

The rule is made pursuant to section 483 of the Revised 
Statutes, which provides that the Commissioner of Patents 
may from time to time establish regulations, not inconsistent 
with law, “ for the conduct of proceedings in the Patent OJfice.” 
It is made for the purpose of earning out the other provi¬ 
sions of the statutes, heretofore quoted. These sections pro¬ 
vide that an application signed, witnessed, and sworn to by 
the inventor must be filed in the Patent Office, and that such 
application is to be examined by the proper officials, and 
when a patent is allowed this specification becomes a part of 
the patent. If, after an application has been signed and wit¬ 
nessed and sworn to by the inventor, it is altered, either be¬ 
fore it is filed in the Patent Office or afterwards, it is not then 
the sworn application of the inventor, anti has no place in 
the patent files. 

Under the statutes the oath and the signatures of the 
inventor and witnesses are essential to the allowance of a 
valid patent. In Kennedy v. Hazleton (128 U. S., 672), the 
court says: 

The patent law makes it essential to the validity of a 
patent that it shall be grounded upon an application 
supported by the oath of the original and first inventor 
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* * * * A patent which is not supported by the oath 

of the inventor is unauthorized and void by law * * * 

confers no rights as against the public. 

To the same point is Child v. Adams (1 Fisher, 189). There 
the applicant, a citizen of France, swore in his petition that 
he was a citizen of the United States. In a suit for infringing 
a reissue of this patent, Mr. Justice Greer held both patents 
void because of the false oath. The court did not import any 
guilt to the applicant because of the false statement of citi¬ 
zenship; hut it being a statutory condition that the applicant 
should state of what country he was a citizen, and the state¬ 
ment being false, the condition was not met and the patent 
was invalid. 

It would seem therefore that this rule is not only consistent 
with, but is in furtherance of, the spirit of the law. 

Rule 31 has been in force for many years and numerous pro¬ 
ceedings have been had thereunder, a memorandum of some 
of which is filed as an appendix to this brief. 

In Davis v. Garrett (28 App. D. C.), where a motion to 
strike an application from the files was made under this rule, 
this court held that the discretion of the commissioner in 
refusing to strike it out had been properly exercised. 

The power exercised under rule 31 is analogous to that 
of a court to expunge false records from its files. Of the 
existence of this power there can be no doubt. 

In Lothrop v. Page (26 Me., 119, 121) it is said: 

Every court of record has power over its own records 
and proceedings to make them conform to its ow n sense 
of justice and truth so long as they remain incomplete and 
until final judgment has been entered. 

To the same effect are 

Blakemore v. Wilson, 61 Ill. App., 454. 

Batch v. Shaw , 7 Cushing, 284. 

Ashe v. Streator , 8 Jones Law (X. 0.), 256. 

In Bed River , etc., B. Co. v. Stare (32 Minn., 95, 100) the 
court said: 

Independent of statute, and by virtue of its inherent 
powers, unaffected by lapse of time, every court has the 
right to replace its records when lost or destroyed by 
accident, negligence, and wantonness. If it had not 
this power, the rule that the record imports absolute 
verity, and is exclusively admissible evidence of matters 
properly incorporated in it would work much mischief. 
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This case is particularly pertinent in view of the fact that 
section 892, Revised Statutes, makes certified copies of the 
records of the Patent Office admissible in evidence. 

In Jones v. Carthage (48 Me., 356) the same principle is 
applied in the case of an executive officer, and it is said 
“that an officer while in office may amend his records ac¬ 
cording to the facts has been so long settled as to become 
almost an axiom of the law.” 

While the Patent Office is a court of limited jurisdiction 
(Butterworth v. Hoe, 112 U. S., 50), its power over its records 
is necessarily the same as that of a court of general jurisdic¬ 
tion. So that, irrespective of rule 31, under the inherent 
power of the Commissioner of Patents he has the power to 
act on the charges as to the applications involved here. 

4- The power to ad is in the commissioner himself. 

Appellees urge that this authority, if lodged anywhere, is 
in the primary examiner and not the commissioner. 

If this be so, this court must presume that the commis¬ 
sioner will transmit the evidence when taken to the primary 
examiner for decision. So far the commissioner has done 
nothing inconsistent with such course. 

Under rule 31 it has always been held in the Patent Office 
that this action should be taken by the commissioner him¬ 
self. (See the appendix, and Hopkins v. Scott, 105 O. G., 
1263, C. D., 1903, 261.) 

The commissioner causes to be examined applications for 
patents, and issues the patents only when he believes the 
applicants justly entitled thereto (4893); he superintends 0* 
performs all duties respecting the granting and issuing of 
patents directed by law, and has charge of all books, recortte, 
papers, and other things belonging to the office (481). 

Under the supervisory power thus conferred it has lbfig 
been decided that the commissioner must reftise a patent 
when he knows of any good reason for so doing. As said 
by this court, in re Drawhaugh (9 App. D. C., 219, 239): 

These provisions of the statute indicate very clearly 
the conditions upon which a patent is granted; ahd theV 
also clearly indicate that the onus of showing that all 
the conditions and provisions of the law have been fdily 
complied with is upon the applicant. It is incumbent 
upon him not only to comply with all the conditions and 
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provisions of the statute, but, in the language of the 
statute, to make it appear that he is justly entitled to a 
patent under the law. ... It is the duty of the Com¬ 
missioner of Patents, representing the public, and also 
the private rights of the inventor involved in the pending 
application, as well as all other inventors having the 
sanction of the Patent Office, to see that entire justice 
be done to all concerned. The law has provided certain 
official agencies to aid and advance tne work of the 
Patent Office, such as primary examiners, the examiners 
of interferences, and the examiners in chief; hut they 
are all subordinate and subject to the official direction 
of the Commissioner of Patents, except in the free exer¬ 
cise of their judgments in the matters submitted for 
their examination and determination. The commis¬ 
sioner is the head of the bureau, and he is responsible 
for the general issue of that bureau. If\ therefore , there 
he any substantial, reasonable around unthin the knoudedge 
or cognizance of the contmissioner why the patent should 
not issue , whether the specific objection be raised and acted 
upon by the examiners or not, it is his duty to refuse the 
patent. 

And in Durham v. Seymour (6 App. D. C., 78, 89): 

The commissioner and his subordinates are charged 
with the protection of the interests of the public, while 
treating the applicant with fairness and liberality. The 
present proceeding is an effort on the part of the Commis¬ 
sioner oi Patents to perform his duty toward the public 
and the applicant. 

In the case of Hull v. Commissioner (2 MacArthur, 90), the 
examiners in chief having reversed the rejection of the 
primary examiner, the commissioner refused to sign the 
patent because he thought it should not issue, the court held 
that the commissioner’s action was within the rights and 
declined a writ of mandamus to compel the issuance of the 
patent. 

While it may be true that the statutes as they now stand 
and the rules contemplate examination of ordinary patent 
applications by the primary examiners, such examination 
is addressed to the propriety of allowing any of the claims 
of the application (secs. 4903, 4909), but such allowance or 
rejection assumes the validity of the application itself, and 
is based upon the question of the patentability of the claim. 
The question of the genuineness of the claims thus examined 
is to be determined by the Commissioner himself as a pre- 
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requisite to the ordering of the examination. The Com¬ 
missioner is the custodian of all the records of the Patent 
Office, and is directed by law to superintend the performance 
of all those duties respecting the issuing of patents which he 
does not personally perform (sec. 481). It is his duty, there¬ 
fore, to keep his records straight, and in the exercise of his 
superintendence to discontinue an examination of a fraudu¬ 
lently altered application. 

Rule 212 expressly provides: 

All cases not specifically defined and provided for in 
these rules will be decided in accordance with the merits 
of each case under the authority of the commissioner, 
and such decision will be communicated to the interested 
parties in writing. 

Under this rule, therefore, as well as under the broad in¬ 
herent and supervisory power of the commissioner, he, and 
he only, is authorized to cope with the present situation. 

Particularly is this true of the abandonment charges. 
Section 4894, as amended March 3, 1897, provides that an 
application shall be deemed abandoned if more than a year 
elapses without action after rejection. The abandonment 
here has been hidden by false amendments; the examiner 
has no way of establishing that falsity; the situation is ex¬ 
traordinary, and demands the intervention of the commis¬ 
sioner himself. 

This is true also of the plight of the interferants. The 
interference exists on the theory that Heany has pending 
honest applications; if this be not so, there is nothing to 
interfere, and the apparent interference should be ended. 

This can not be done now by the examiner of interferences. 
He must assume when the interference is declared, that the 
applications of the parties are valid and the subject-matter 
patentable, and he is to pass only upon the question of 
priority. Even were this not so, the interferants would be 
unwise not to raise the question now; if they pass it by, 
they run the risk of being held estopped to raise it hereafter. 

The interferants alleging that a fraud has been perpetrated 
upon them through the connivance of the official of the 
Patent Office (Barton), it is the imperative duty of the 
Commissioner of Patents to learn whether this is true, and 
if it be, he should of his own motion put the interferants in 
the position they occupied before the fraud was committed. 
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III. 

MATTERS OF PROCEDURE. 

1. Appeal. 

In objecting to this proceeding appellees urge that they 
will have no right of appeal to this court. 

While this court has said it can hear appeals only from 
those decisions of the commissioners made on appeal to him 
from the examiners in chief, it does not follow that the com¬ 
missioner’s jurisdiction is limited to such appeals. He is 
constantly deciding matters which are not appealable. 

And it is not at all certain that this court would refuse 
jurisdiction of the case on appeal. In Whitely v. Com. (4 
Wall., supra), the commissioner in person decided that the 
applicant was not entitled to ask for a reissue, and the Su¬ 
preme Court held this rejection appealable. 

However, from an adverse decision appellees may either 
appeal to this court or seek relief by bill in equity under sec¬ 
tion 4915, Revised Statutes. This section provides, “When¬ 
ever a patent on application is refused,” either by the com¬ 
missioner, or by the Court of Appeals, “the applicant may 
have remedy by bill in equity.” 

2. The commissioner"8 power to strike the applications from 
the files. 

At the argument below great stress was laid upon the 
use of this expression in the order issued by the commis¬ 
sioner, and it was argued that the latter had evidently de¬ 
cided that he would strike the papers off. A reading of this 
order shows, on the contrary, that the commissioner has 
carefully refrained from deciding what action he will take. 
Striking from the files would seem to be the appropriate 
action so far as any altered application is concerned, and is 
authorized by Rule 31. However, this is the most drastic 
action which can be had, and if the commissioner be with¬ 
out power to take it this court must presume that he will 
so hold {City of Little Rock, ex parte , 26 Ark., 52), and that 
he will take only what milder action he lawfully may, and 
which may be explained by appellees in showing cause why 
this limit of the commissioner’s power should not be exer¬ 
cised. 
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3. The commissioner has power to take testimony. 

Another formal objection made by the appellees is that 
the commissioner is without the power to take the evidence 
necessary to establish the charges. However, this authority 
is clearly conferred by section 4905, Revised Statutes, which 
provides that affidavits and depositions required in cases 
pending in the Patent Office may be taken before certain 
officers and that the commissioner may establish rules for 
their taking. These rules appear as 154 to 161; section 4006 
provides for the issue of subpoenas for such witnesses. 

The present proceeding is analogous to that known as a 
“public-use proceeding.” Under the law an inventor is not 
entitled to a patent if the invention has been in public use 
for two years prior to his application. It sometimes hap¬ 
pens in the taking of testimony in an interference case that 
evidence will come to light showing the public use of the 
alleged invention; and similar knowledge is in other ways 
brought to the examiner’s attention. Whenever this hap¬ 
pens it is the practice for the commissioner to declare a 
public-use proceeding. In making such an investigation the 
commissioner proceeds under the authority of the laws here¬ 
tofore quoted and of an annual appropriation “for investi¬ 
gating the question of the public use or sale of inventions for 
two years or more prior to filing the application for patent.” 

In the early case of Ex parte Von Heffner-AUeneck (23 O. 
G., 269; C. D. 1883, 139) Mr. Justice Cox, of the Supreme 
Court of the District, held that sufficient authority existed 
under the statutes in the commissioner to make a public- 
use inquiry, but that he should take testimony with the 
right to the applicant to cross-examine and produce evi¬ 
dence in reply. Inasmuch as the only proof in that case 
was in the form of affidavits, the commissioner’s rejection 
was reversed. 

In Ex parte Van Ausdal (91 O. G., 1617; C. D. 1900, 74) 
the commissioner outlined the practice in public-use pro¬ 
ceedings, following the course indicated by Mr. Justice Cox, 
as above. 

In a proceeding of this character arising out of the inter¬ 
ference case of Swift v. Davis, one Galley, being called as a 
witness before a notary public in New York City, declined to 
answer certain questions; he was thereupon taken before 
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Judge Lacombe, who in January, 1905, directed the witness 
to answer. This proceeding is not reported. 

The same authority which authorizes the public-use in¬ 
quiry authorizes the present investigation, and the com¬ 
missioner, in making it, is following not only the practice of 
the public-use proceeding but the course approved by this 
court in Wedderbum v. Bliss (12 App. D. C., 413) and in 
Garfield v. Spaulding (32 App. D. C., 158). 

In the first case, Wedderburn, a patent attorney, was 
charged with misconduct and disbarred under section 487, 
Revised Statutes, and section 5 of the act of July 4, 1884 
(1 Supp. R. S., 453), which provides for disbarment after 
“notice and opportunity for hearing.” While no express 
provision is made in these statutes for the taking of testi¬ 
mony, a great mass of evidence was taken before the Com¬ 
missioner of Patents. In sustaining this practice this court 
said: 

Specific charges, due notice of such charges, an 
opportunity to make specific answers to them, an op¬ 
portunity to cross-examine the witnesses in support 
of them, an opportunity to introduce testimony in 
contradiction of them, an opportunity for argument 
upon the testimony and upon the law and the facts—and 
all this before a proper tribunal, competent to render 
judgment and which does in fact render judgment—this 
undoubtedly constitutes due process of law under 
ordinary circumstances to its fullest extent. 

In the Drawbaugh case (9 App. D. C., supra), the court 
said, at page 257: 

The officials of the Patent Office are not confined to 
technical evidence, such as may be required in a court 
of justice. They may resort, and do constantly resort, 
to official gazettes, journals of science and art, and to 
books and publications of all kinds and descriptions for 
information that may enlighten them in their investiga¬ 
tions, as well as to the files of the Patent Office itself. 
Any source that brings to them intelligence upon which 
they can reasonably and safely act may be consulted and 
made the basis of their judgment. 

In United States v. Duell } 172 U. S., 576, 586, the Supreme 
Court said: 

Now, in deciding whether a patent shall issue or not, 
the Commissioner acts on evidence, finds the facts, ap- 
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plies the law and decides questions affecting not only 
public but private interests; and so as to reissue, or ex¬ 
tension or on interference between contesting claim¬ 
ants; and in all this he exercises judicial functions. 

So in determining the present questions, aside from any 
express statutory authority, the Commissioner is under the 
duty of acquiring the necessary information in the best way, 
and there is no better w ay than the examination of the wit¬ 
nesses in the presence of all parties concerned. 

IV. 

FORMER ADJUDICATION. 

It is urged that the question of Heany’s participation in the 
changes said to have been made in the various applications 
has been adjudicated in the criminal trial in Heany’s favor, 
and the Government is estopped to inquire further into it. 

1. Even if true, this does not deprive the Commissioner 
of jurisdiction. 

The plea of former adjudication can be and is being made 
before him. This court in Carroll v. Hailwood (31 App. 
D. C., 165) held that the examiners in chief could consider 
a plea of former adjudication. It must be presumed that 
the Commissioner will properly dispose of that plea. 

2. The plea does not apply to all the applications. There 
was involved in the indictments but one of these applica¬ 
tions, that of December 29, 1904, No. 238769. This ques¬ 
tion, therefore, is eliminated as to the other applications, 
and as to this one, there is now the charge that it has been 
abandoned. 

3. As to this one application the plea is not proper here, 
because the present proceedings involve the interferants 
who were not parties to the indictments, and can not for 
that reason be bound by the verdict of acquittal. 

4. Nor is the plea available against the Commissioner of 
Patents. 

Heany, Everding anti Barton were charged with destroy¬ 
ing records and forgery in connection with the application 
of December 29, 1904; the jury found Everding guilty of 
all the charges and Heanv not guilty. 

The only legal explanation of this verdict is that while 
the jury were convinced that the crimes had been committed, 
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they did not believe, beyond a reasonable doubt, that Heany, 
if involved at all, was guilty of the necessary criminal intent. 

Appellees’ contention then is this: The jury, ip acquitting 
Heany, purged the destruction of the original specification 
and purified and made genuine the false specification which 
in the aame verdict they say Everding forged. 

So far as the Patent Office is concerned, however, the 
act of his attorney is that of the inventor, and a specification 
improperly altered by the attorney can not be made the 
basis of a valid patent. 

In re Hatchman (3 Mackey, 288), the attorney having 
abandoned a part of the invention as originally described 
by the inventor, the latter was held bound by this aban¬ 
donment. 

So, in Lay v. Indianapolis finish Co. (120 F., 831, supra), 
it was held that the negligence of the attorney in failing to 
prosecute the application within a year after office action 
worked an abandonment thereof binding upon the applicant. 

In Kagleton Mnfg. Co. v. West, etc ., Co. (Ill U. S., 490), 
after the inventor’s death his attorney amended the appli¬ 
cation beyond its original scope, and a patent thereby 
obtained was held void. 

So, in Child v. Adams (1 Fisher, 189), the inventor in 
obtaining his patent falsely swore that he was a citizen of 
the United States. Mr. Justice Greer held that, while the 
inventor might have been honestly mistaken in his applica¬ 
tion and would not therefore be guilty of a crime, still, the 
patent and a reissue based thereon were void. 

In Hoover v. Wise (91 U. S., 308, 311) it is said: 

It is no answer to this liability [that of the principal 
for the act of the agent] to say that the act done by the 
agent was of a fraudulent character, and that the princi¬ 
pal did not authorize the commission of a fraud. For 
a fraud committed by a partner or agent the principal 
is not liable criminally, but he is liable in a civil suit 
if the fraud be committed in the transaction of the very 
business in which the agent was appointed to act. 

So, in the present proceeding, the Commissioner of Pat¬ 
ents is not trying to ascertain whether Heany has com¬ 
mitted a crime, but simply whether there are genuine 
applications pending before him for examination. If there 
are not, it matters not whether the applications were de- 
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stroyed by Heany himself or through Everding—there is 
nothing left to examine. The question of Heany’s partici¬ 
pation in the destruction is important only in determining 
what subsequent action shall be taken in the Patent Office. 

Great reliance is had by the appellees upon Coffey v. 
U. S. (116 U. S., 436). Coffey had been acquitted on an 
indictment for violating an internal-revenue law which pro¬ 
vided, in addition to the ordinal*}' punishment of fine and 
imprisonment, for a forfeiture of the property involved. 
After his acquittal the United States instituted a civil pro¬ 
ceeding for the forfeiture of the property. The court held, 
inasmuch as the forfeiture was a part of the punishment for 
a crime of which Coffey had been acquitted, the punish¬ 
ment could not be imposed. 

There is no attempt here to forfeit Heany’s property as a 
punishment for a crime; there is no forfeiture whatever, but 
a simple attempt to determine the genuineness of alleged 
records. 

That the Coffey case has no application here plainly 
appeai-s from Stone v. U. S. (167 U. S). Stone having been 
acquitted on an indictment charging the cutting and carry¬ 
ing away of timber of the United States, the Government 
sued for the value of the timber, and in disposing of the 
question of former adjudication, the court said, at page 186: 

The judgment in that case ( Coffey v. U. S.) was placed 
distinctly on the ground that the facts ascertained in the 
criminal case, as between the United States and the 
claimant, could not be “ again litigated between them as the 
ba#is of any statutory punishment denounced as a con¬ 
sequence of the existence of the facts .” In the Coffey case 
there was no claim of the United States to property 
except as the result of forfeiture. In support or its con¬ 
clusions the court referred to U. S. v. McKee (4 Dillon, 
128), observing “the defendant could not be twice pun¬ 
ished for the same crime, and that the former conviction 
and judgment was a bar to the suit/or the penalty .” 

At page 189: 

It can not be said that any fact was conclusively 
established in the criminal case except that the de¬ 
fendant was not guilty of the public offense with which 
he was charged. We can not agree that the failure or 
inability of the United States to prove in the criminal 
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case that the defendant had been guilty of a crime, 
either forfeited its right of property in the timber or its 
right in this civil action, upon a preponderance of proof, 
to recover the value of sucn property. 

It can not be contended, therefore, that the failure of the 
United States to prove in the criminal case that Heany had 
been guilty of a crime forfeits the right of the Commissioner 
of Patents to determine whether a paper before him is a valid 
application upon which a patent may he granted. 

In United States v. Jaedieke (73 Fed., 100), the defendant, 
a postmaster, having been acquitted of a charge of making 
false returns of his cancellations for the purpose of fraudu¬ 
lently increasing his compensation, the Postmaster-Gen¬ 
eral, under a statute providing that he might do so when 
satisfied that a postmaster had made false returns of fees, 
reduced the latter’s compensation, and suit was filed against 
his sureties to recover a balance arising because of this 
reduction. The Coffey case being cited in support of the 
plea of former adjudication, Foster, district judge, said, 
page 104: 

The amount sued for in this case is not a forfeiture or 
penalty, but simply a sum improperly withheld by de¬ 
fendant in excess of his legal compensation. * * * 

(In the Coffey case) the forfeiture, as well as the fine and 
imprisonment, was imposed by the statute as a punish¬ 
ment in consequence of guilt. So says the court, and 
this proceeding amounts to a second trial to secure a 
part of the penalty imposed as a consequence of guilt. 

In United States v. Donaldson-Shulz Co. (14S Fed., 581), 
the object of the proceeding was to enforce the removal of 
an obstruction in the navigable waters of one of the ^ irginia 
rivers. The defendant had previously been indicted on a 
charge of violating the law in that respect and had been ac¬ 
quitted, and to this proceeding raised the defense of former 
adjudication. The Circuit Court of Appeals said, page 585: 

The purpose of the statute we are considering is not 
to take property from the owner, but to keep navigable 
waters free from impedimenta which would destroy their 
free and convenient use for navigation. * * * The 

person indicted may have placed the obstruction under 
a bona fide belief that he had a right to do it, and this 
might result in his acquittal, and yet, shall it be con- 
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tended that though this acquittal has taken place, and 
in fact, the obstruction is there, the Government is 
deprived of its civil remedy to have it removed I” 

The purpose of the patent statutes is to keep open to all 
inventors the channels of the Patent Office through which 
patents may legally issue. It is claimed that by reason of 
the acts of Heany and his attorney these channels have 
become clogged. Heany has been acquitted of any crime in 
the clogging, but the Government is not estopped by that 
acquittal from removing the obstructions. 

V. 

OTHER REMEDY. 

It has already been shown that from an adverse decision 
of the Commissioner of Patents applicants may appeal to 
this court or file a bill in equity, or possibly do both. 

Either remedy, of course, is sufficient to defeat the present 


PARTIES. 

So far as the complainants are concerned, there is clearly 
a misjoinder. The Heany Company has no interest what¬ 
ever in the controversy, while Heany owns three applica¬ 
tions and the Heany Lamp Company owns the other nine, 
which are entirely independent of Heany’s three. 

As to the defendants, it appears that the attempt is to 
restrain the Commissioner in his judicial capacity from 
granting the relief asked by Kuzel and other applicants, 
who are not made parties to this bill. The principle appli¬ 
cable was laid down by this court in Bryan v. Curtis (26 
App. D. C., 95). That was a dispute between a trustee in 
bankruptcy and a nonresident administratrix of a deceased 
judgment creditor of the United States over the ownership 
of the fund. On appeal from an order sustaining a demurrer 
of the United States Treasurer to a bill in equity, this court 
reversed the case, because a binding decree could not be 
passed until the administratrix was actually before the court. 
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VII. 

PRELIMINARY INJUNCTION. 

It is a fundamental maxim that he who seeks relief in 
equity must come with clean hands. 

It is most extraordinary, therefore, that Heany, in whose 
behalf it is alleged that the grossest frauds have been comr 
mitted, does not, when he asks equity to restrain the inves¬ 
tigation of those frauds, directly and unequivocally deny 
their truth so far as his participation is concerned. But 
the bill will be searched in vain for even an inferential denial. 

It is true that Heany’s unverified answer to the examiner’s 
charge is made an exhibit to the bill, but the bill nowhere 
avers that this answer is true. 

The three applications which still remain in Heany are 
divisions of the application which was patented in Decem¬ 
ber, 1907, and the specifications in which were bodily changed. 
The examiner charges as to these three divisions that on 
November 5, 1907, Barton and Everding removed the speci¬ 
fications and substituted false papers in their stead to which 
Barton forged the names of Heany and two witnesses (Par. 
IV, 2 Ree., 16). To this direct charge Heany replied that 
he had “no knowledge or information sufficient to form a 
belief.” 

It is of the greatest significance, on the question of Heany’s 
good faith, that he declines in his sworn bill to repeat this 
incomprehensible statement. 

Again it appears that the appellees, shortly after the filing 
of the examiner’s charges, after raising before the Commis¬ 
sioner the question of his power to strike the applications 
from the files and of res judicata, acquiesced in his conclusion 
to postpone their decision till after the taking of the testi¬ 
mony. The only objection to the proceeding made in their 
answers is that he is without power to strike any application 
from the files (18, 24), but it is nowhere suggested that he 
lacks authority to investigate; on the contrary, it is affirma¬ 
tively demanded, if it appears as a result of the investigation, 
that any applications have been abandoned, or fraudulently 
altered, that they be reinstated and purged of the frauds. 
It thus appears that the Commissioner’s authority to inves- 
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tigate was conceded, and the only issue was as to the relief to 
be given. 

A new question is raised by the bill—his authority to pro¬ 
ceed; this court should not interfere until the Commissioner 
himself has finally determined that question. 

The principle is the same as that applicable to the writ of 
prohibition. In High on Extraordinary Remedies (p. 615, 
par. 773), it is said: 

The writ will not go to a subordinate tribunal in a 
case arising out of its jurisdiction until the want of 
jurisdiction has been first pleaded in the court below 
and the plea refused. 

Among the many cases cited in support of this proposi¬ 
tion is Chester v. Colby (52 Cal., 516), where it is said that 
the writ will not be entertained while the question of juris¬ 
diction remains undetermined by the lower court. 

In view, therefore, of the unwillingness of the appellees to 
deny the actual existence of fraud, and Of their consent that 
the questions be determined by the Commissioner himself, 
the court, in its discretion, should decline to interfere until 
the Commissioner has taken some step which is clearly beyond 
his power. 

It is respectfully submitted, therefore, that the decree 
appealed from must be reversed, with directions to the cburt 
below to sustain the demurrer and refuse the preliminary 
injunction. 

FftANK C. SfclNNER, 

Jesse C. Adkins, 

Solicitors for Appellant. 



APPENDIX. 


Decisions of the Commissioner of Patents under rule 31. 

Ex parte Roetzell (62 Commissioner’s MSS. Dec., p. 327). 

The explanation offered in reply to the order to show cause 
in the above application, namely, that upon receiving the 
application and finding a pa<*e omitted the attorney substi¬ 
tuted it, is not sufficient under the circumstances. (See Ex 
parte Altmann , 80 O. G., 1475.) 

Let the application be stricken from the files. 

A. P. Greeley, 
Assistant Commissioner. 

October 8, 1897. 

***** 

Ex parte Schuetz <£* Schuetz (Commissioner’s MSS. Dec., vol. 

41, p. 50). 

Held, that the proper remedy in a case where an application 
has been altered or partly filled up after being signed or 
sworn to is prescribed by Kule 31. 

C. E. Mitchell, 

Commissioner. 

September 12, 1889. 

***** 

Ex parte Benton (C. D., 1883, p. 3). 

Where on application for reissue it affirmatively appears 
from the applicant’s own statement that the original appli¬ 
cation upon which the patent was granted was not made and 
executed in accordance with the provisions of the law, the 
original patent must be held to be invalid. (Child v. Adams , 
1 Fisher, 189.) 

This was a case in which the application was sworn to in 
blank. 

***** 

Ex parte Altmann (C. D., 1897, p. 52). 

Where it appeared that the sheets of the specification were 
removed from the cords or ribbons attaching the same to the 
other papers of the application and over the notes to which 
the seal of the officer before whom the oath was taken was 
affixed and another specification was substituted; Held , 
That there was a violation of rule 31 and an offense against 
the notice published in the Official Gazette June 1, 1897 (79 
O. G., 1363), and the application was ordered stricken from 
the files of the office. 
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Ex parte Kupper (C. D., 1898, p. 5). 

This was a case of precisely the same character as ex 
parte Altmann, and it was stricken from the files under the 
provisions of rule 31. 

***** 

Ex parte Beckers , June 28, 1898 (Gouricks’s Digest, vol. 

10, No. 3, p. 40). 

The application papers appeared to have been changed 
after having been executed since the ribbon passing beneath 
the seal of the United States consular officer before whom 
the oath was taken had been cut. An order to show cause 
was issued, and no showing having been made it was directed 
that the application be stricken from the files of the office. 

Commissioner Duell. 

***** 

Ex parte Ayres , January 3, 1890 (Gourick’s Digest, vol. 2, 

No. 1, p. 6). 

Where applicant prayed to be allowed to withdraw his 
case from issue for the purpose of re-presenting it on the 
ground that the application and claims were insufficient and 
had never been signed by him, and it was evident not only 
from his statement but on the face of the papers that the 
application had been signed and sworn to in blank, it was 
directed that the application be stricken from the files. 

Assistant Commissioner Fisher. 

***** 

In Sheridan v. Latus et al . (C. D. 1883, 72-78; 25 O. G. 501) 
it is said by Marble, commissioner: 

“ It appears from Clarke’s testimony that when he received 
the specifications from Cranston & Co. for execution he was 
instructed by them to make such alterations therein as he 
deemed necessary, and that he did make various alterations 
in order to describe his invention and returned the same 
with such alterations indicated. The application as filed 
does not show any alterations or amendments made by the 
applicant, and it was conceded on the argument in the case 
that the applicant’s solicitor substituted a clean draft of the 
specification for the one signed and sworn to by the applicant. 
This was in clear violation of the rules of this office, and if a 
different conclusion had been arrived at from the facts of 
the case [Clarke had been found not the first inventor] it 
would have been my duty to strike the application of Clarke’s 
from the files (rule 31). The rules or the office must be 
strictly enforced and their violation punished with such 
penalty as is therein provided.” 
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OCTOBER TERM, 1909. 

Nos. 2049, 2063. 

Nob. 8 and 11, SPECIAL CALENDAR. 

EDWARD B. MOORE, Commissioner of Patents, 

Appellant, 

vs. 

JOHN ALLEN HEANY, THE IIEANY COMPANY, and 
THE HEANY LAMP COMPANY. 


Statement of Facts. 

The suit at bar was filed for the purpose of obtaining an 
injunction against the Commissioner of Patents to prevent 
him from striking from the files of the United States Patent 
Office certain applications for patents filed by the complain¬ 
ant Heany, and from taking certain proceedings to that end 
alleged to be contrary to law, as contemplated, in certain 
rules to show cause issued by him (Rec., 17, 39, 40, 41). 

The facts upon which the appellees sought relief in the 
court below are fully set out in the bill (Rec., 1-12). 
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The complainant demurred to the bill (Rec., p. 79), and 
made answer to the rule to show cause why the preliminary 
injunction should not be granted (Rec., pp. 09, 75). On the 
hearing of the case, the trial court entered a decree over¬ 
ruling the demurrer and granting the preliminary injunc¬ 
tion prayed for by the bill, from which decree this appeal 
has been taken to this court. 

Two main questions arise upon the appeal: First, Was the 
demurrer properly overruled? and, second. Was the prelim¬ 
inary injunction properly granted? 


ARGUMENT. 

The Demurrer was Properly Overruled. 

1. The proposed action of tiie Commissioner of Pat¬ 
ents IS NOT AI TIIORIZEI) HY LAW AND IS INVALID. 


It is well settled that the Commissioner of Patents, as an 
executive officer of the United States, cannot exercise any 
arbitrary power. All his acts must be authorized by some 
provision of law, and the power to strike the applications 
from the files or treat them as a nullitv cannot exist unless 

t 

conferred by some act of Congress. 

In the case of American School of Magnetic Healing v. 
McAnnulty, 187 U. S., 94, speaking of the Post Office De¬ 
partment, the court says: 

‘‘The acts of all its officers must be justified by 
some law, and in case an official violates the law to 
the injury of an individual, the courts generally have 
jurisdiction to grant relief.’’ 

In Garfield e. V. S’, ex /{el. Goldsby, Adv. Sheets, Law Ed.. 
January 1, 1909, V. S. Supreme Court, 02, 06, the court 
said, speaking of the power of the Secretary of the Interior: 

“In our view, this case resolves itself into a ques¬ 
tion of the power of the Secretary of the Interior in 
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the premises, as conferred by the acts of Congress. 
* * * As has been affirmed by this court in for¬ 

mer decisions, there is no place in our constitutional 
system for the exercise of arbitrary power, and if the 
Secretary has exceeded the authority conferred upon 
him by law, then there is power in the courts to re¬ 
store the status of the parties aggrieved by such un¬ 
warranted action.” 

The powers and duties of the Commissioner of Patents, so 
far as concerns the present inquiry, are defined by sections 
476, 481, 482, 483, 4886, 4892, 4893, 4894, 4903, 4904, 
4909, and 4910, Revised Statutes of the United States. Ap¬ 
peals from the decisions of the Patent Office to the Court of 
Appeals are governed by the act of February 9, 1893, and by 
sections 4911 to 4914 (R. S. U. S.). 

Section 483, R. S. U. S., provides as follows: 

« 

‘‘The Commissioner of Patents, subject to the ap¬ 
proval of the Secretary of the Interior, may from 
time to time establish regulations, not inconsistent 
with lair, for the conduct of proceedings, in the Pat¬ 
ent Office.” 

The Commissioner of Patents, in pursuance of the sec¬ 
tion just quoted, has promulgated Rule 31 of the Patent 
Office, which provides: 

‘‘Every application altered or partly filled up after 
being signed or sworn to, will be stricken from the 
files.” 

It is under this rule that the action complained of is pro¬ 
posed to be taken by the Commissioner of Patents. 

(a) Rule 31, properlg construed, has no application to a 
case like the present. It would seem to apply only in cases 
where alterations have been improperly made in an applica¬ 
tion before it is filed in the Patent Office, and which for that 
reason did not meet the requirements of the law at the time 
of filing, and should not have been received. Under a fair 
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interpretation of the rule, it should not be made to apply to 
an application in all respects regular and valid at the time 
of its filing, nor dispense with the right of the inventor to 
the examination, notices and appeals which are provided for 
in the statutes. 

( b ) Rule 31, a# construed by the Commissioner of Pat¬ 
ents, is not authorized by the provisions of section 483, and 
is therefore invalid. 

1. It is not a rule of procedure, and is therefore unauthor¬ 
ized by section 483. 

The rule is not a regulation for the conduct of proceed¬ 
ings, but an attempt to provide for an entirely new proceed¬ 
ing nowhere mentioned or contemplated in the acts. It has 
been held repeatedly that an executive officer cannot make 
regulations, the effect of which is to extend or add to the 
statutes on the subject enacted by Congress. He can only 
regulate the procedure for carrying out the requirements of 
the statutes. 

Morrill v. Jones, 106 IJ. S., 267. 

Adams v. Church, 193 U. S., 510. 

Williamson v. United States, 207 U. S., 425. 

2. It is inconsistent with law. Section 4893 is as follows: 

k ‘On the filing of * * * application * * * 

and the payment of the fees required by law, the 
Commissioner of Patents shall cause an examination 
to be made of the alleged new invention or discovery; 
and if on such examination it shall appear that the 
claimant is justly entitled to a patent under the law. 
and that the same is sufficiently useful and impor¬ 
tant, the Commissioner shall issue a patent therefor.” 

Sections 4911 and 4914 (R. S. U. S.) limit appeals from 
the Commissioner of Patents to two classes of cases: (1) 
Where an application has been finally denied, and (2) where 
in an interference proceeding there has been a final deter¬ 
mination of the question of priority between adverse claim¬ 
ants. 
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The rule is inconsistent with section 4893, because its en¬ 
forcement would deny to Heany the right of examination 
conferred by the section. 

Tt is not suggested that Heany did not comply with all 
the requirements of the law at the time of tiling his applica¬ 
tions. It cannot be controverted that when so tiled they 
acquired a definite legal status. They embraced every pre¬ 
requisite necessary to secure their reception, and the status 
prescribed by the statutes. It is also to be noted that with 
respect to at least two of the applications, No. 332,786 and 
344.068, no change or alteration of any kind is alleged to 
have been made therein, except bv.way of amendment duly 
filed and regularly entered. Heanv contends that he is en¬ 
titled. under section 4893, to an examination and decision 
by the Commissioner as to whether he is justly entitled to a 
patent under the law, and that the Commissioner cannot, 
even if Rule 31 were valid, strike out the two applications 
last named. 

We further contend that the rule is inconsistent with sec¬ 
tions 4911-4914, because its enforcement in the manner con¬ 
templated would throw Heany out of the Patent Office with¬ 
out the right to an appeal to the Court of Appeals. 

The power of the Commissioner to reject Heany's appli¬ 
cation is not questioned, but from such rejection Heany may 
appeal. It is denied that the Commissioner can throw 
Ileany’s application out of the Patent Office on an inter¬ 
locutory order which will in effect amount to a rejection, 
and from which there can be no appeal. It is settled by 
In re Franch , 20 App. D. C., 298, that the right to appeal to 
the Court of Appeals is limited to two classes of cases: 

“First, where an application for patent has been 
finally denied; and, second, where in an interference 
proceeding there has been a final determination of 
the question of priority of invention between adverse 
claimants.” 
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Congress, in the sections governing appeal, has unmistaka¬ 
bly declared its intention that the Commissioner’s decisions, 
even upon the patentability of an invention, shall not be 
supreme and final. Notwithstanding that the Commissioner 
of Patents and his examiners are peculiarly fitted to decide 

as to the usefulness and novelty of an invention—the tests 

«/ 

of its patentability—it has nevertheless been provided that 
every applicant may appeal to the court when the patent is 
refused. A fortiori, it was not intended that the Commis¬ 
sioners decision should be supreme and final in a matter 
entirely outside of tin* ordinary scope and work of the De¬ 
partment, involving not.the merits of an invention, but pure 
questions of law and fact, as to the identity of the person 
who made the alterations in the application and as to whether 
or not Ileany and his assignees should suffer the penalties 
for such irregularity. The effect of Rule 31, as it is threat¬ 
ened to be enforced bv the Commissioners, would be not onlv 

• • 

to deny to lleanv his patent, but also to leave him without 
an opportunity to appeal, and without any standing what¬ 
ever before the Patent Office. If it had been intended that 
the Commissioner might thus strike an application from the 
files in an interlocutory proceeding, it seems inconceivable 
that an appeal from such decision would not have been pro¬ 
vided. It follows that such a provision as is contained in 
Hide 31 was never contemplated by Congress when it con¬ 
ferred the power—the only statutory power claimed for the 
rule—“to regulate proceedings in the Patent Office." 

It is submitted that the Commissioner mav not bv anv 

« • • 

rule, regulation, or decision deprive the inventor of the 
rights conferred by the statutes—the right to have his patent 
granted or rejected, and. if it is rejected, the right to appeal 
to the Court of Appeals from that rejection. 

In the Frasch case, cited above, the Commissioner of 
Patents hud denied the right of the applicant to appeal t»> 
the examiners-in-chief from the decision of the primary 
examiner, but both the Court of Appeals and the Supreme 
Court of the United States held that the applicant was en- 
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titled to hits appeal to the examiner as provided by the statute. 
In other words, to have his application proceeded with in 
the manner prescribed by the statute, notwithstanding the 
provision of Rule 41, which required the application to be 
divided so as to claim his patents for process and apparatus 
in different applications. 

In United States ex rel. Stinemetz v. Allen, 192 U. S., 
,“»43, the Commissioner of Patents attempted to reject an 
application under Rule 41, which required applications in¬ 
volving hotli a process and apparatus to be divided in sepa¬ 
rate claims. The court decided that the rule in question 
was invalid. On the question of the jurisdiction of the 
Commissioner to make such a rule, the court said: 

“Some discretion must necessarilv be left on this 
subject to the head of the Patent Office. Some dis¬ 
cretion is not an unlimited discretion and if the dis¬ 
cretion be not unlimited, it is reviewable. In other 
words, the statute gives the right to join inventions 
in one application in case inventions are related, but 
it cannot be denied by hard and fast rules, which 
prevent joinder in all cases. Such a rule is not the 
exercise of discretion; it i> a determination not to 
hear. No inventor can reach the point of invoking 
the discretion of the Patent Office. lie is notified in 
advance that he will not be heard, no matter what 
he might be able to show. His right is denied there¬ 
fore; not regulated. Such is the necessary effect of 
Rule 41 as amended.’* 

In Payne v. Railway Publishing Company, 20 App. D. C., 
fiKl, the Postmaster General attempted to exclude a publi¬ 
cation from the mails under a postal regulation on the 
ground that it did not come under the category of second- 
class matter; the court, deciding that the regulation in ques¬ 
tion was invalid, said: 

“The postal regulation of July 17, 1901, under 
which it was sought to exclude the relator’s publica¬ 
tion from the category of second-class mail matter is 
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clearly in excess of the statute. It prescribed condi¬ 
tions which a statute does not prescribe. The decis¬ 
ion in Morrell v. Jones, 106 U. S., 466, is applicable 
here. The Secretary of the Treasury cannot, by his 
regulations alter or amend a revenue law. All he 
can do is to regulate the mode of proceeding to carry 
into effect what Congress has enacted.” 

The court also followed the case of United States ex rel. 
West v. Hitchcock, 19 App. 1). C., 333, and used the follow¬ 
ing language: 

“There is no ministerial act to which the writ of 
mandamus would be applicable that does not in some 
measure and to some extent involve the exercise of 
judgment and discretion, and there are acts appar¬ 
ently judicial which are not so in contemplation of 
law. An act may be ministerial in this connection, 
although it may occur in the course of judicial pro¬ 
ceeding or in the exercise of discretionary power, 
when it is merely a ministerial thing to be done after 
the judicial authority over the subject-matter has 
been exercised. Such was the matter of the issue of 
a patent in the case of Butterworth v. Hooe, 112 
U. S., 50; the approval of an allotment of land in 
the case of United States ex rel. West v. Ilitehcock, 
19 App. D. C., 333, and similar acts in other cases 
which can readily be recalled.” 

It is believed that the case of Nelson v. Seymour, 25 W. 
L. R., 135, is the only one in which the question as to the 
jurisdiction of the Commissioner to strike an application 
from the files has ever been raised. In this case an examiner 
in the Patent Office attempted to require an applicant to 
remove a drawing filed with his application and to submit 
further specifications therewith. The examiner having re¬ 
fused to reconsider his decision, the applicant filed a petition 
for a review before the Commissioner, as provided by rule 
145 of the Rules of Practice of the Patent Office. A hearing 
was had before the Commissioner, and thereafter he handed 
down a decision to the effect that the application had not 
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been presented in a seemly manner, and that therefore a 
patent was refused to the applicant, and the application was 
stricken from the files. The applicant filed a petition in the 
Supreme Court of the District of Columbia for a writ of 
mandamus to compel the Commissioner to restore his appli¬ 
cations to the files and to take further appropriate action 
thereon. 

Mr. Justice Cole handed down a very lengthy and able 
opinion, and said in part: 

“Counsel for respondent contends that, if the re¬ 
lator has any remedy to have the foregoing action of 
the Commissioner reviewed, that remedy is by appeal 
to the Court of Appeals of this District as provided 
in sections 4909, 4910 and 4911 of the Revised Stat¬ 
utes of the United States, and the act of Congress 
creating the said Court of Appeals, or by bill in 
equity, as provided in section 4915 of said Revised 
Statutes, and that, therefore, mandamus does not lie.” 

(The court then quoted the sections in question.) 

“It is very apparent that no appeal lies from the 
decision of the Commissioner under consideration by 
virtue of these sections, and this seems to be the con¬ 
struction given them by the Patent Office. (See rules 
133, 140 and 148.) The appeal here provided for 
lies only where the patent has been refused upon a 
consideration of the claims of the application. In 
this case the Commissioner did not consider whether 
the applicant was entitled to a patent upon the claims 
of his application, but held that he was not entitled 
to have his application considered at all, and struck 
it from the files. And the provisions of section 4915 
show that the remedy by bill in equity lies only in 
a case where a patent has been refused by the Com¬ 
missioner or the said court, on a consideration of the 
claims of the application on the merits. Before the 
applicant can have a remedy by appeal to the said 
Court of Appeals or by bill in equity, there must be 
an adjudication against him upon the merits. In 
the present case there has not only not been any such 
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adjudication, hut a refusal to hear the relator not 
only upon the merits of his application, but also a 
refusal to hear him upon a point of practice. The 
doors of the Patent Office have been shut and barred 
against him as to any consideration whatever in rela¬ 
tion to the application in question. 

‘ It is also suggested in behalf of respondent that 
the relatin' may make a new application, and that 
the existence of this remedy ought to bar his right 
to a mandamus. But, if he is otherwise entitled to 
the writ, the right to make another application would 
constitute no grounds to defeat it. A court of justice 
might as well strike the cause of a suitor from its 
calendar and refuse to hear him without cause, and 
resist its restoration by mandamus, on the ground 
that the suitor could institute a new action. The 
statement of the proposition is its refutation and 
merits no further consideration. 

“Thi> brings us to the consideration of the real 
question in this case, to wit, whether the Commis¬ 
sioner of Patents has the discretionary power to 
strike an application from the files and refuse the 
applicant a hearing upon the merits, on the ground 
that, in his judgment, the application was presented 
or prosecuted in an ‘unseemly manner.’ If he has 
such discretion, it cannot be controlled by mandamus 
and the relator is without remedy to have his appli¬ 
cation restored to the files. 

“The powers and duties of the Commissioner of 
Patents in relation to the examination of applica¬ 
tions for patents and the allowance or rejection of 
the same, are prescribed bv section 1893 of the Re¬ 
vised Statutes of the United States, which is as fol¬ 
lows: 

‘Sec. 4893. On the filing of any such ap¬ 
plication and the payment of the fees required 
by law, the Commissioner of Patents shall 
cause an examination to be made of the alleged 
new invention or discovery; and if on such 
examination it shall appear that the claim¬ 
ant is justly entitled to a patent under the law, 
and that the same is sufficiently useful and 
important, the Commissioner shall issue a 
patent therefor.’ 
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“This section is mandatory. It leaves no discretion 
in the Commissioner as to whether he shall cause an 
examination to be made upon any application. It is 
made his imperative duty to do so, and to determine 
whether the applicant is entitled to a patent, and, if 
he shall find he is so entitled, and that the same is 
sufficiently useful and important, it is also made his 
duty to issue a patent therefor. Undoubtedly the 
Secretary of the Interior or the Commissioner of 
Patents, with the approval of the Secretary, may make 
all reasonable rules and regulations not inconsistent 
with law, to enable the Commissioner to carry into 
execution the powers and duties devolved upon him 
by the section in a proper and orderly manner, mak- 
ingall reasonable requirements of applicants and their 
attorneys in the conduct of business before the office, 
but they cannot, nor can either of them, by any rule, 
regulation, order or decision, circumscribe, enlarge 
or in any way change the powers and duties of the 
Commissioner under this statute. These rules and 
regulations might prescribe reasonable things to be 
done, and formalities to be complied with, before the 
applicant should be entitled to have his application 
considered, or his patent issued, but any such rule or 
regulation which purported to authorize the Com¬ 
missioner to refuse absolutely to consider an applica* 
lion, which conformed to reasonable requirements, 
would be void, because in conflict with the letter and 
spirit of said section 4893.” 

The court referred to Rule 31, the rule involved in the 
case at bar, but stated that it was unnecessarv to decide in the 

t/ 

case in question whether this rule was valid or invalid, its 
being in conflict with section 4893 of the Revised Statutes, 
since the action of the Commissioner was assumed to be jus¬ 
tified onlv bv Rule 22 of the Patent Office. The court also 
stated: 


'“It is also claimed in argument in behalf of the 
respondent that the Commissioner has a general 
power by analogy to the powers of courts of general 
jurisdiction to expunge scandalous matter from the 
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records of the office and to punish for contempts, 
and that his action in this case might well have been 
in exercise of such powers. It seems more than 
doubtful whether the Commissioner of Patents pos¬ 
sesses any such powers or any powers whatever not ex¬ 
pressly or by reasonable implication conferred by act 
of Congress, and no statute is referred to and none is 
known to the court, which confers any such power 
upon that officer. But if he has any such powers, 
the case before him did not justify the exercise of 
them. Courts do not strike cases from their calen¬ 
dars and deny parties a hearing because there may be 
scandalous or improper matter introduced into the 
pleadings or other papers, but take the proper pro¬ 
ceedings to expunge such matter from its records, and 
it would seem that the subdivision of Rule 22 above 
referred to was intended to preseribe a similar prac¬ 
tice in the Patent Office. It is true that courts have 
the jurisdiction to, and sometimes do refuse to hear 
parties who have been adjudged to be in contempt of 
their process or orders, but such refusal continues 
only until the party complies with the order of the 
court, or otherwise purges himself of contempt. But 
in this ease there was no refusal of the relator or his 
attorney to comply with any order or requirement 
of the office. It is true that the attorney did protest 
against the requirements of the examiner in re¬ 
lations to the drawings, but this he was bound to do. 
and have a second ruling thereon by him, in order 
to entitle him to have the action of the examiner re¬ 
viewed by the Commissioner. Ilad the latter 
affirmed the action of the examiner ami the relator 
bad refused compliance therewith, further proceed¬ 
ings upon the application might properly have been 
stayed until he had complied. But, instead of re¬ 
viewing the action of the examiner and affirming or 
reversing it, as he was required to do by Rule 145, 
the Commissioner, in striking the said applications 
from the files, refused to hear relator upon his petition 
taken under said rule. That said petition was regu¬ 
larly and properly taken under said rule seems to be 
conceded, as a day was set for a hearing and the hear¬ 
ing was actually had thereon. Up to this point, the 
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Commissioner seems to have acted regularly and 
properly in the execution of his powers and duties 
under the statute and this rule, but after the hearing 
he declined to render any decision thereon and de¬ 
nied that the relator had any right thereto, or to any 
further action upon his application, because of the al¬ 
leged unseemly manner in which he had prosecuted 
the same. This action was in excess of the power of 
tho Commissioner. It was, and is, his clear duty 
under the facts set forth in the return to render a 
decision upon the relator’s petition taken under the 
provisions of said Rule 145. The rule is not only 
mandatory in its language, hut is so in legal con¬ 
templation, regardless of the language. It is a rule 
of universal application in the construction of stat¬ 
utes, that, where an action is authorized or required 
to he done for the benefit or advantage of the public 
or an individual, the officer upon whom the duty is 
imposed has no discretion upon the question of 
whether the act shall be done or not, although the lan¬ 
guage of the statute may be permissive rather than 
mandatory.” 


3. Adverting again to the construction of the rule, it is 
contended that, aside from the question of its invalidity 
because not in conformity with or authorized by the act, on 
the Commissioner’s interpretation of it, the regulation, if 
for no other reason, is invalid because unreasonable. It pro¬ 
vides that if any alteration is made in an applieation after 
signing or oath, it shall be arbitrarily stricken from the files, 
thus putting every inventor, no matter how valuable and im¬ 
portant his invention or how innocent he may be of any 
wrongdoing, at the mercy of an employee of the Patent 
Office or of outsiders who might gain access to the files, and 
making it possible for any one of them, for reward, or 
through malice or rivalry, or any other reason, to cause the 
removal of an application and deprive the inventor of any 
benefits of his discovery. The rule is thus capable of defeat¬ 
ing the express provisions of the statute which gives the in- 
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rentor an absolute right to have his application when regu¬ 
larly filed, examined and passed upon by the Patent Office. 

In Williamson r. 17 . 8., 207 I . 8., 402, speaking of section 
3 of the Timber and Stone Act, which provides that “effect 
shall be given to the foregoing provisions of this act by regu¬ 
lation to be prescribed bv the Commissioner of the General 
Land Office.” the Supreme Court says: 

“This power must, in the nature of things, he con¬ 
strued as authorizing the Commissioner to adopt rules 
and regulations for the enforcement of the statute, 
and cannot be held to have authorized him. by such 
an exercise of power, to virtually adopt rules and reg¬ 
ulations destructive of rights which Congress had 
conferred.” 

% 

It has been the policy of the Government and of the courts 
to treat inventors with the utmost liberality. In Holloway 
v. Whitely, 4 Wall., 523, the court said: 

“Both acts (patent) should he liberally construed 
to meet the wise and beneficent object of the legisla¬ 
ture. Patentees are a meritorious class, and all the 
aid and protection which the law allows, this court 
will cheerfully give them.” 

Certainly Rule 31 is not of a character to commend itself 
to the favorable consideration of the court. 

(4) Not only this, but, according to the Commissioner s 
present action, the state of facts involving the alteration is 
assumed, and the applicant is arbitrarily subjected to the 
burden of disproving them, and showing that his application 
is regular and valid, which should always he legally pre¬ 
sumed until the contrary is shown. Nowhere in any statute 
er in any rule of the Patent Office is anv authority or anv 
procedure provided for the conduct of such an investigation 
as the Commissioner has instituted under Rule 31. 

In Kuntz v. Sumption, decided by the Supreme Court of 
Indiana, and reported in 2d L. R. A., 655, the Board of As- 
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sessors of Randolph county, Indiana, attempted to increase 
tlie assessment on the personal' property of Kuntz after he 
was subptenaed before the board and testified as a witness, 
ft was claimed that this action on the part of the board was 
arbitrary and invalid because its effect was to deprive the 
complainant of property without due process of law, and 
was not directlv authorized by statute. The court held that 
the action was in fact invalid, and said: 


“The presumption is that men obey the law and act 
in good faith, and under this long-settled rule, it 
must be held that, until the contrary is shown, the 
taxpayer is entitled to have his list accepted as correct 
and just. The contrary cannot legally and conclu¬ 
sively he shown, unless he had an opportunity to be 
heard, and this opportunity he cannot have unless 
notice is given him before a conclusive decision is 
made. The statute does not provide for notice to tax¬ 
payers whose taxes it is proposed to increase; and this 

infirmitv destroys it in so far as it affects such citizens. 
» • 

It is not enough that in fact the taxpayer does have 
some notice or information, for the law must provide 
for notice, or else no legal notice can be given. A 
man may be subpoenaed as a witness in an action 
pending against him, but unless he is summoned or 
notified as a party under some law authorizing a sum¬ 
mons or a notice, the proceedings are utterly void. 
A notice not authorized by law is in legal contempla¬ 
tion no notice.’’ 


The cases of Com mitwioner v. M hiteley, 4 Wallace, 522, 
and l \ S. ex Rel. West r. Hitchcock, 20 App. D. C., 290, re¬ 
lied on by the appellant as decisive of this case, are clearly 
distinguishable from it. The determination in the one case 
that the applicant was not the assignee of the patent, and in 
the other that the claimant was not a member of the Indian 
band in question, of course ended those cases. In the case at 
bar the Commissioner is proceeding under a rule which as in¬ 
terpreted by him as invalid, and under which he threatens to 
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do an illegal and unauthorized act— i. e., to strike Heany’s 
applications from the files upon an interlocutory proceeding. 

Counsel for appellant lay great stress on the fact that the 
Commissioner should he allowed to make an inquiry for the 
purpose of ascertaining whether or not Heany’s applications 
have been altered as charged, or, as they phrase it, “whether 
there are in fact any valid applications before the Commis¬ 
sioner for consideration.” They slur over as much as pos¬ 
sible the fact that the rule issued by the Commissioner, as 
well as statements of his counsel in unguarded moments, 
clearly show that the proceeding is not merely one to ascer¬ 
tain the facts, but amounts to a suit to declare a forfeiture, 
except that whereas in such a suit the Government is required 
to prove its case, in the present ease the burden is cast upon 
the defendant to disprove the facts alleged and avoid the 
penalty threatened. Their briefs intimate that the Commis¬ 
sioner, if he is allowed to act, will, after alt the proceedings 
he desires are had, ((insider irhether he has authority to carry 
out the rale he has issued, and that if he should decide that 
he has not the power to strike the applications from the files 
under Rule 31 he would consider whether they might be 
amended or restored. It is submitted that the proper time 
for the Commissioner to have considered whether he, in fact, 
has jurisdiction and authority to strike the applications 
from the files, was before issuing his rule to show cause why 
this should not be done. But, as a matter of fact, he has 
decided. The brief for the defendants contains the state¬ 


ment that it appears that counsel for the complainants ac¬ 
quiesced in the Commissioner's statement that he would 
determine the question of law as to his jurisdiction to act at 
the conclusion of the testimony to be taken before him. Not 
only does it nowhere appear that this is the ease, but the bill 
states (p. 0), and the demurrer admits, that counsel for the 
complainants requested leave to be heard on the question, 
but were refused, and were informed bv the Commissioner 
that he had decided that he had all necessary authority and 
jurisdiction, both to conduct the investigation and to strike 
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the applications from the files, if at the conclusion he con¬ 
sidered that this should be done. Not only this, but counsel 
for the Commissioner have refuted their own arguments as 
to the intention of the Commissioner to decide as to his au¬ 
thority after the investigation, bv citing at the conclusion of 
their brief a list of cases before the Patent Office in which the 
Commissioner actually struck applications from the files. 
These cases, however, were never contested in any court. 

It is submitted that upon examination the whole sub¬ 
stance and scope of the arguments of counsel for the appel¬ 
lant lie in the contention that the Commissioner has a right 
to consider and inquire into the truth of the charges made 
against Heany’s applications. Otherwise, they claim, he 
would be deprived of the power to determine whether any 
papers presented to him constituted a valid application for a 
patent upon which he should order an examination and allow’ 
a patent. This claim the appellees are entirely willing to 
admit. Thev do not contend that the head of the Patent 
Office has not the right to make an investigation of charges 
preferred against an application. It is not the making of 
an investigation that they object to, but the action threatened 
to be taken at its conclusion. Furthermore, it is submitted 
that the proceedings begun by the Patent Office do not con¬ 
stitute an investigation, but, as we have said, are in the na¬ 
ture of a suit to enforce a penalty or declare a forfeiture. 
The Commissioner may, and should, inquire into the truth 
of the charges preferred in a proper proceeding, and if the 
same are proved to his satisfaction, he may, as we contend, 
act in one of the following ways: He may strike out any 
matter improperly inserted in the*applications, leaving them 
as originally filed, or require them to be amended so as to 
• purge them of fraudulent matter, or he may reject them en¬ 
tirely and refuse to grant any patent upon them on the 
ground that they are invalid. Any of these courses of action 
would be regular, and would prevent any infringement of 
the rights of all parties concerned, while at the same time 
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allowing the appellees the right of appeal from a rejection 
ius contemplated by the statute. 

Counsel for appellant elaborately argue that the Commis¬ 
sioner cannot be required to issue a patent upon an invalid 
and fraudulent application, but i* entitled to investigate and 
ascertain whether the documents complained of {ire valid 
applications, and that therefore the course of action threat¬ 
ened to be taken by him is a valid and proper one. Their 
arguments may lx* unanswerable so far as the fir/t propo¬ 
sition is concerned, but they prove nothing. There is a 
hiatus between this proposition and the conclusion attempted 
to be drawn which they do not and cannot bridge over. It 
amount* to this: “The Commissioner of Patents has a right 
to ascertain whether Ileany s applications {ire valid, there¬ 
fore he has a right to strike them from tlie files.’* Counsel 
for the appellant plainly avoid the latter question, for in 

their briefs before the court l>elow they sav: “This rule 

«/ « 

does not mean that the Commissioner will strike the appli¬ 
cations, or anv of them from the files. * * * It mav be 

that it is not necessary that they shall be bodily removed 
from the files. Whether he has the power to so remove them 
is aside from the present question. The use of such lan¬ 
guage in the rule to show cause is simply a form of expres¬ 
sion.” * * * 


The argument impliedly admits the invalidity of Rule 31, 
for the rule is positive in its terms that “every application 
altered * * * will be stricken from the files,” and counsel 
for the Commissioner contend that “it matters not whether 
the applications were destroyed bv Ileany himself or through 
Rverding or by Barton alone” (Appellant’s Brief, p. —). 

It is confidently submitted that Rub* 31, as construed bv 


the Commissioner of Patents, is an unreasonable regulation ; 
that it is not authorized by the statute, because not 21 rule 
of procedure, and tlmt it is inconsistent with section 4893, 
which gives to the inventor the right of examination {is to 
an application regularly filed, and with sections 4911-4914. 
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in which it is intended to confer right of appeal from de¬ 
cisions which amount to a rejection of an application. 

II. 

The injunction pendente life was properly granted. 

The threatened act of the Commissioner of Patents being 
unlawful and illegal, may properly be enjoined by the courts. 
In Board of Liquidation v. McCombe, 92 U. S., 531, the Su¬ 
preme Court of the United States said: 

“It has been well settled, that when a plain official 
duty requiring no exercise of discretion, is to be per¬ 
formed, and the performance is refused, any person 
who will sustain personal injury by such refusal may 
have a mandamus to compel' its performance; and 
when such duty is threatened to be violated by some 
positive official act, any person who will sustain per¬ 
sonal injury thereby, for which adequate compensa¬ 
tion cannot be had by law. may have an injunction 
to prevent it. Tn such cases the writs of mandamus 
and injunction are somewhat correlative to each 
other. Tn either case, if the officer plead the author¬ 
ity of an unconstitutional law for the non-perform¬ 
ance or violation of bis duty, it will not prevent the 
issuing of the writ. An unconstitutional law will be 
treated bv the courts as null and void.” 

i 

In Smith v. Reynolds, 9 App. D. C., 261, it was held that 
the courts would enjoin the Land Department from making 
a resurvev of a certain grant on the ground that there was 

no authority for it to do so. The court said: 

* 

“The proposed action on the part of the Land De¬ 
partment is purely vlira vires. There is no official 
judgment or discretion required to be exercised by 
those representing the Land Department, and no fact 
required to be investigated and determined by them 
with respect to the rights of the complainant. Tn 
such cases it has been repeatedly held that an injunc¬ 
tion may issue. Tf the head of a department has no 
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power at all to do the act complained of, he is as much 
subject to an injunction as he would he to a man¬ 
damus, if he refused to do an act which the law 
clearly required him lo do.” 

In the case of Noble r. Railroad Co., 147 C. S., 172, the 
court used the following language: 

“With regard to tin* judicial power in cases of this 
kind, it was held bv this court as earlv as 1803, in the 
great case of Marburv v. Madison, 5 T T . S., 1 Cranch. 
137 (2:00), that there was a distinction between acts 
involving the exercise of judgment or discretion and 
those which are purely ministerial; that, with respect 
to the former there exists, and can exist, no power to 
control the executive discretion, however erroneous 
its exercise may seem to have been, hut with respect 
to the ministerial duties an act. or refusal to act is, 
or may become, the subject of review by the courts. 
The principle of this case was applied in Kendall rx. 
IT. S., 37 U. S., 12 Pet., 524 (0:1181), and the action 
of the Circuit Court sustained in a proceeding when* 
it had commanded the Postmaster (leneral to credit 
the relator with a certain sum awarded to him bv the 
Solicitor of the Treasury under an act of Congress au¬ 
thorizing the latter to adjust the claim, it is regarded 
as purely a ministerial duty. In Decatur r*. Pauld¬ 
ing, 30 r. S., 12 Pet., 407 (10:550), a mandamus 
was refused upon the same principle to compel the 

Secrctarv of the Navv to allow to the widow of Com- 

* _ 

modore Decatur a certain pension and arrearages. 
Indeed, the reports of this court abound with author¬ 
ities to the same effect. Tn all these cases the dis¬ 
tinction between judicial and ministerial acts is com¬ 
mented upon and enforced. 

“\\ e have no doubt the principle of these decisions 
applies to a case wherein it is contended that the act 
of a head of a department under any view that could 
be taken of the facts that were laid before him. was 
ultra vires, and beyond the scope of his authority. If 
he has no power at all to do the act complained of. 
lie is as much subject to an injunction as he would 
be to a mandamus if he refused to do an act which the 
law plainly required him to do.” 
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Likewise in American School of Healing v. McAnulty, 
187 U. S., 94, the court said : 

“The acts of its (the Post Office Department) offi¬ 
cers must he justified by some law, and in case an 
official violates the law to the injury of an individual, 
the courts generallv have jurisdiction to grant relief” 
(109). 

“The facts which are here admitted of record, show 
that the case is not one which by any construction of 
those facts, is governed or provided for by the statutes 
under which the Postmaster General has assumed to 
act, and his determination that these admitted facts 
do authorize his action is a clear mistake of law as ap¬ 
plied to the admitted facts, and the courts, therefore, 
must have power in a proper proceeding to grant re¬ 
lief. Otherwise, the individual is left to the abso¬ 
lutely uncontrolled and arbitrary action of a public 
and administrative officer, whose action is unauthor¬ 
ized by any law, and is in violation of the rights of the 
individual” (109-110). 

“Although the Postmaster General had jurisdiction 
over the subject matter (assuming the validity of the 
acts), and therefore it was his duty, upon complaint 
being made, to decide the question of law whether the 
case stated was within the statute, yet such decision, 
being a legal error does not bind the courts.” 

And in Payne r. Houghton, 2*2 App. 1). C., 234, it was 
said: 


“The general question as to the extent and limita¬ 
tions of this power (that is the judicial power to super¬ 
vise the determination of the head of a department) is 
not affected bv differences in the form of the relief 
sought, whether mandamus in one case or injunction 
in another.” 

See also V. S. ex Rel. West es. Hitchcock, 19 
App. 1). C., 333. 

Payne v». R. R. Pub. Co., 20th App. D. C., 

581 . 
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It is submitted that there is no question in this case of 
controlling the judgment and discretion of an executive offi¬ 
cer. United States v. Hitchcock, 190 U. S., ‘>17. and other 
cases holding that mandamus or injunction cannot be 
granted for that purpose rest upon the ground that the offi¬ 
cer is aqting under some authority or construing some law 
given or enacted by Congress. In United States v. Hitch¬ 
cock, supra, referring to the head of a department, it was 
said: 


*‘IIe must exercise his judgment in expounding the 
laws and resolutions of Congress under which he is 
from time to time to act * * * whether he de¬ 

cided right or wrong, is not the question. Having 
jurisdiction tit decide at all, he had necesaiily juris¬ 
diction, and it was his duty to decide as he thought 
the law was. Mandamus has never been regarded as 
the proper writ to control the judgment and discretion 
of an officer as to the decision of a matter which the 
law gave hint the power and imposed upon him the 
duty to decide for himself." 


In this case the Commissioner is not acting under or con¬ 
struing any law or resolution whatever, but merely under a 
departmental regulation, and therefore the question goes 
back to the validity of the regulation, and is whether he has 
any jurisdiction to act at all. 

Numerous instances may be found where applicants have 
obtained remedies by injunction against tbe Commissioner of 
Patents where they were threatened with denial of rights 
conferred by law. 

Butterworth v. Hooe, 112 l . S., •>(). 

U. S. ex Ret. Steinmetz v. Allen, 19*2 U. S., 5-Iff. 

Ex iHirte Fraseh, 192 U. S., 50(>. 

In re Scott, 25 App. D. C., 90S. 
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III. 


The Commissioner of Patents, by reason of the former ad- 
judication that Heany was not guilty of the offenses for which 
he was indicted, is estopped to inquire into the truth of the 
charges preferred against him, at least with respect to the 
parent application, No. 238,769, and the divisions thereof. 

In the discussion up to this point we have given to Rule 31 
the meaning attributed to it by the Commissioner and his 
counsel, i. e., as being intended to authorize the striking 
from the liles of an application whenever any alteration has 
been made thereon. If it be now attempted to read into the 
rule a provision that it applies only when the alteration is 
made with the knowledge and connivance of the applicant— 


a provision which makes it an entirely new rule—even then, 
as to the parent application No. 238,769 and the divisions 
thereof, the identical question has been already judicially 
determined in the criminal case in which Heanv was tried 


and acquitted. The sole question there presented as to 
Ileany was: Had Heany any knowledge of, or was he guilty 
of any complicity in, the alterations alleged to have been 
made in the application while on the tiles of the Patent 
Office? 


An examination of the record in said case will show that 


by the instruction of the court the question was even sub¬ 
mitted as to whether Heanv knew, or by the exercise of 
reasonable diligence might have known, of the alterations 
alleged to have been made, and this question was decided 
in the negative. The matter having been once decided by 
a competent tribunal is dually decided between the same 
parties; that is, between the United States and Heany and 
bis assignees. The question raised by the Commissioner, 
while coming up in a civil suit, involves the same point of 
criminal knowledge and intent as was raised in the previous 
case, and the Commissioner is therefore estopped by the 


principle of res judicata from again inquiring into the same 
question. 

The principle involved in this case is identical with that 
of the leading case of Coffey v. U. S., 110 U. 8., 430, which 
established the doctrine that a judgment of acquittal in a 
criminal prosecution is conclusive in favor of the defendant, 
as claimant of the property involved in a subsequent suit 
in rem, when, as against him, the existence of the same act 
or fact involved in the criminal prosecution is in issue as a 
cause for the forfeiture of such property. 

While a former adjudication in a criminal action is not 
generally a bar to a subsequent civil action, because of the 
different objects of the proceedings and their dissimilarity 
in parties, rules of decision, and procedure, yet, where the 
subsequent action, though civil in form, is qnwti criminal 
in its nature and depends upon the existence of some crimi¬ 
nal act or intent on the part of* the defendant, it is regarded 
iis a second prosecution for the same offense ami is barred 
by a prior conviction or acquittal. This is the doctrine 
established by the Coffey case and by numerous other cases 
in the Federal courts, and anv other decisions' which muv 
at first glance appear to lay down a different rule can be 
clearly distinguished upon examination. 

Thus conviction of and punishment for a conspiracy to 

defraud the (lovernment bv the unlawful removal of whiskev 

• • 

from a distillery without payment of tax therefor, brought 
under provisions of section .’>440 of the Revised Statutes of 
the United States, is a bar to civil action brought to recover 
the penalty provided by section 3200 of the Revised Statutes 
of the United States for such unlawful removal, and based 
upon the same offense, since no one can be twice punished 
for the same crime. 

U. S. v. McKee, 4 Dill., 128. 


The United States has a right to proceed in a civil action 
to enforce the forfeiture of property because of frauds, or 
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to prosecute the parties engaged in it criminally, but for the 
same act it could not do both. Therefore the conviction 
of an officer of a distillery company for unlawful acts against 
the revenue laws is a bar to a civil action for forfeiture based 
upon the same fraudulent acts and omissions that were in¬ 
troduced in proof in support of the indictment. 

U. S. v. One Distillery, 43 Fed. Rep., 846. 

This decision was followed in U. 8. v. Seattle Brewing 
Company, 135 Fed. Rep., 597, holding that the judgment 
of acquittal in a criminal prosecution for transporting casks 
of bottled beer falsely marked as containing soda water bars 
a civil action brought by the Government to condemn the 
property as forfeited and to compel the payment of a fine. 

Likewise, in State v. Cobb, 123 Iowa, 626, holding an 
acquittal of the charge of wrongfully keeping intoxicating 
liquors for sale in violation of law, in a prosecution instituted 
under the Iowa Code, section 2382, is a bar to further pro¬ 
ceedings taken under section 2413 to condemn the liquors. 

And again, in State v. Adams, 72 Vt,, 253, 82 Am. St. 
Rep., 937, holding that, in a civil proceeding for the con¬ 
demnation of liquors in the possession of the claimant on 
the ground that they were kept with the intent to dispose of 
them unlawfully, the record of the acquittal of the claimant 
on the charge of keeping the same liquor with unlawful 
intent is conclusive against the right of condemnation. 

In the later case of Stone v. U. S.„ 167 U. S’., 178 (42 
L. Ed., 127), it was held that the acquittal of a defendant 
on an indictment for cutting or removing timber from lands 
of the United States was not a bar to an action against him 
by the United States for conversion of the timber. But the 
court in a very able opinion bv Mr. Justice Harlan, and 
after a thorough review of the decision in Coffey v. U. S., 
decided that the case before it, was not covered by the 
Coffey case. The court made no pretense of changing its 
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doctrine a." laid down in that case, but distinguished the two 
cases as follows: 

“In the Coffey case there was no claim of the 
United States to property, except as the result of for¬ 
feiture. In support of its conclusion, the court re¬ 
ferred to l\ S. v. McKee, 4 Dill., 1*28, observing that 
the decision in that case was put on the ground ‘that 
the defendant could not be twice punished for the 
same crime, and that the former conviction and judg¬ 
ment was a bar to the suit for the penalty.’ 

‘‘The present action is unlike that against Coffey. 
This is not a suit to recover a penalty, to impose a 
punishment, or to declare a forfeiture. The only 
relief sought here is a judgment for the value of prop¬ 
erty wrongfully converted by the defendant. The 
proceeding by libel against Coffey, although civil in 
form was penal in its nature, because it sought to 
have an adjudication of the forfeiture of his property 
for acts prohibited. It was, as we have seen, a ease 
in which a punishment, denounced by statute, was 
sought to be indicted as a consequence of the exist¬ 
ence of facts that were in issue and had been finally 
determined against the United States in a criminal 
proceeding. The nature of the proceeding against 
Coffey, and the scope of the decision in that case, were 
recognized in Boyd r. I . S., 116 1. K., 616, 664 (29: 
746, 7o2), where the court said: *.\s showing the close 
relation between civil and criminal proceedings on 
the same statute in such cases, we may refer to the 
recent case of Coffey r. U. S'., in which we decided 
that an acquittal on a criminal information was a good 
plea in bar to a civil information for the forfeiture 
of goods, arising upon the same acts. As, therefore, 
suits for penalties and forfeitures incurred by the 
commission of offenses against the law are of this 
quasi-criminal nature, we think that they are within 
the reason of criminal proceedings for all the pur¬ 
poses of the Fourth Amendment of the Constitution, 
and of that portion of the Fifth Amendment which 
declares that no person shall be compelled in any 
criminal case to be a witness against himself; and 
we are further of opinion that a compulsory pro¬ 
duction of the private books and papers of the owner 
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of goods sought to be forfeited in such a suit is com¬ 
pelling him to he a witness against himself, within 
the meaning of the Fifth Amendment to the Consti¬ 
tution and is the equivalent of a search and seizure., 
and unreasonable search and seizure within the mean¬ 
ing of the Fourth Amendment. Though the proceed¬ 
ing in question is divested of many of the aggravat¬ 
ing incidents of actual search and seizure, yet, as 
before said, it contains their substance and essence 


and effects their substantial purpose.’ Again, in 
Lees r. United States, 150 U. S., 470, 480 (87: 1150, 


1151), which was an action to recover a penalty 
for importing an alien under contract to perform 
labor. thi< court said: ‘This, though an action civil 


m form is unquestionably criminal in its nature, and 
in such a ease a defendant cannot be compelled to be 


a witness against himself.' 

‘‘In the present case the action against Stone is 
purely civil. It depends entirely upon the owner¬ 
ship of certain personal property. The rule estab¬ 
lished in Coffey’s case can have no application in a 
civil case not involving any question of criminal 
intent or of forfeiture for prohibited acts, but turn¬ 
ing wholly upon an issue as to the ownership of 
property. In the criminal case the Government 
sought to punish a criminal offense, while in the civil 
ease, it only seeks, in its capacity as owner of prop¬ 
erty. illegally converted., to recover its value. In the 
criminal case, his acquittal may have l>een due to 
the fact that the Government failed to show, beyond 
a reasonable doubt, the existence of some fact es¬ 


sential to establish the offense charged, while the 


same evidence in a civil action brought to recover 
the value of the property illegally converted might 
have been sufficient to entitle the Government to a 
verdict. Not only was a greater degree of proof 
requisite to support the indictment than is sufficient 
to sustain a civil action, but an essential fact had to 
be proved in the criminal case, which was not neces¬ 
sary to be proved in the present suit. In order to 
convict the defendant upon the indictment for un¬ 
lawfully. willfully and feloniously cutting and re¬ 
moving timber from lands of the I nited States, it 
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was necessary to prove a criminal intent on his part, 
or, at least, that he knew the timber to he the prop¬ 
erty of the United States. Reg. v. Cohen, 8 Cox, 
C. C. 41 ; Reg. r. James, 8 Car. & P., 131 ; U. S. v. 
Pearce, 2 McLean, 14; Cutter r. State, 38 N. J. L., 
125, 126. But the present action for the conversion 
of the timber would he supported by proof that it was 
in fact the property of the 1 nited States, whether 
the defendant knew that fact or not. Bowles \\ ood- 
enware Company r. V. S’., 106 V. S., 432 (27: 230). 
An honest mistake of the defendant as to his title 
in the property would he a defense to the indictment, 
hut not to the civil action. Broom. Legal Maxims, 
5 ed., 366, 367. It cannot he said that any fact was 
conclusively established in the criminal case, except 
that the defendant was not guilty of the public 
offense with which he was charged. We cannot agree 
that the failure or inability of the I nited States to 
prove in the criminal case that the defendant had 
been guilty of a crime, either forfeited its right of 
property in the timber or its right in this civil action, 
upon a preponderance of proof, to recover the value 
of such property.” 


It thus appears that the essential point of difference be¬ 
tween the two cases was that in the Stone case a judgment in 
rhe civil suit might have been obtained without reference to 
the question of criminal knowledge or intent, while in the 


Coffey case it could not. 

It is submitted that if this test is applied to such other case- 
as hold that an acquittal in a criminal case is not a bar to a 
civil suit between the same parties it will appear that in the 
Federal courts at least the doctrine stated has never been 
questioned. 

But it is urged by counsel for appellant that the conviction 
of Everding, who was attorney for TTeanv, and whose acts in 
mutilating the records must he treated as the acts of TTeanv. 
prevents Heanv from having any benefit of his own acquittal 
so far as the Patent Office is concerned. Tn other words, the 
fact that Everding and Barton changed the applications de- 
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stroys and cancels the status they acquired when regularly 
filed. 

Tt is not disputed that Heany might be held responsible 
for the negligence of his attorney in the transaction of the 
business in which he was appointed to act. It is equally 
true that Heany cannot retain the fruits of anv fraudulent 
or criminal practice of Everding without being liable there¬ 
for (Yeazie r. Williams, 8 How., 134). The principles 
enumerated in the cases cited by appellants (Lay v. Burch, 
120 Fed. Rep., 831; Egleton Mfg. Co. r. West,'111 U. S., 
400; Howie ?*. Wise, 9 U. S., 108) are not controverted. But 
it is respectfully submitted that they have no application to 
this case. Is it not absurd to contend that applications r or 
patents which have been regularly filed and have acquired a 
definite status under the statutes can be subsequently ren¬ 
dered null and void by an unlawful and unauthorized act of 
the inventor’s agent, committed, it may be, to cover up or 
conceal the negligence of the agent, or perhaps corruptly pro¬ 
cured by the connivance and fraud of the inventor's rivals? 

‘‘A person is not as a rule hound by the contracts 
of one who assumes without authority to represent 
him as agent, nor by contracts made by his agent be¬ 
yond the scope of his actual or apparent authority, 
nor by acts done in connection therew ith without au¬ 
thority or in excess of authority.” 

31 Cyc., 1567. 

The case of Curtis v. Inneraritv, 6 How.. 146. illustrates 
the rule. The vendor gave a power of attorney to an agent 
to receive a payment from the purchasers on account and 
the agent gave a receipt in full for certain balance by way of 
adjustment and compromise. The vendor disapproved of 
the acts of the agent. Tt was held that the payment was not 
good even on account against the vendor. 

Ileany having been acquitted of all guilty knowledge or 
participation in the alleged frauds, has requested the Com¬ 
missioner of Patents, if it is found that the unlawful acts 
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were committed, to purge the applications of such acts and 
reinstate them as originally filed (R., p. 20). lie* has sought 
no benefit and had no opportunity to have any benefit from 
the alleged illegal acts. 

Tn American Surety Co. v. Paulev, 170 C. S.. 134. the 
president of a bank gave a certificate containing false repre¬ 
sentations as to the honesty of the cashier for the purpose of 
enabling the cashier to obtain a bond from (be bonding 
company. The cashier defaulted, and when suit was brought 
against the bonding company bv the receiver of the bank 
the company sought to defend on tin* ground that the bond 
was given because of the false representations made by the 
president as the agent of the bank. 

The court held that the bank was not hound by the act 
because it was not the duty or business of the president, and 
there was no usage of the bank allowing him to give the 
certificate. After a complete review of the authorities the 
court holds: 

“The presumption that the agent informed bis 
principal of that which his duty and the interests of 
his principal required him to communicate does not 
ari'C where the agent acts or makes declarations not 
in execution of any duty that he owes to the prin¬ 
cipal. nor within any authority possessed by him. 
but to subserve simply his own personal ends, or to 
commit some fraud against the principal. Tn such 
cases the principal is not bound by the acts or decla¬ 
rations of the agent unless it be proved that he had 
at the time actual notice of them, or. having received 
notice of them, failed to disavow what was assumed 
to be said and done in bis behalf.’’ 

The decision applies with full force to the cast* of Ileany, 
if the judgment of the court that Ileany had no knowledge 
of or connection with the unlawful acts of Everding be 
accepted as true. 

Tn a former section of the brief it has been pointed out 
that the construction placed upon Rule 31. which provides 
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that if any alteration whatever is made the application will 
l>e stricken from the files, is unreasonable, unauthorized as a 
regulation for the conduct of proceedings, and not consistent 
with law. If it shall he contended that the rule does not 
mean what it says, and that it is intended to be applied only 
to alterations made with the knowledge and connivance ot 
the applicant, then it has been finally decided that Heany 
had no knowledge of and did not connive at the alterations 
alleged to have been made, and the question is re# judicata 
as to the Commissioner of Patents. It is submitted that the 
proper course for the Commissioner was not to enter upon 
the unauthorized proceeding designed to strike out Heany s 
applications, hut to allow and require him to purge them of 
all additions and alterations which may have been im¬ 
properly made. 


IV. 

As to Abandonment of Certain Applications. 

It is argued by appellants as to those applications alleged 
to he abandoned that it is necessary to make an investigation 
in order that the Commissioner may have the facts on which 
to base the action of abandonment. This contention is un¬ 
tenable for two substantial reasons: First, under Sec. 4fi94, 
K. S., an action is deemed to be abandoned if no amend¬ 
ment is made after a rejection within the period of one year. 
So that the failure to amend one year after the rejection 
ip*t> facto abandons the application. No action is required 
by the Patent Office, and is unnecessary because the appli- 
cation becomes abandoned by operation of law. Second, the 
Commissioner of Patents and his subordinates are without 
jurisdiction to make an investigation to determine whether 
an application is abandoned or not. The only power that 
the Commissioner has is to refuse or reject an application 
when it comes before him in the regular order and until 
the application does come before him in the regular order 
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he has no jurisdiction to consider any matter or thing relat¬ 
ing to the application. To argue that the Commissioner 
of Patents may upon his own motion at any time make an 
order of abandonment against an application, would be to 
admit, that he has plenary power over an application from 
the time it is placed on tile and that the regular order pro¬ 
vided by law and the rules made pursuant to law can be 
denied by the Commissioner. 

It is therefore urged that under the principles of the Pat¬ 
ent Oifice and under a fair construction of the rules and 
regulations the Commissioner should await, as to those ap¬ 
plications which he alleges have been abandoned, the at¬ 
tempt to take some further action on them and thereupon 
deny such action on the ground that the said applications 
have been abandoned. By so doing the burden of proof as 
to the abandonment will Ik* where the law intended it should 
be. that is to sav on the Government to prove the abandon¬ 
ment. By the means sought to be exercised here the bur¬ 
den i< shifted to the shoulders of the applicant to prove a 
negative, when the dates of the applications purport verity. 
And further it is urged that the Commissioner is without 
authority whatsoever to order an application before him for 
the purpose of determining whether or not it shall be deemed 
abandoned, because his powers are limited bv statute and he 
can do nothing more than to refuse or grant a patent when 
the application comes before him in the regular routine pro¬ 
vided by law. 

The Commissioner has no more power therefore to con¬ 
duct this examination in order to develop a state of facts 
which may or may not sustain the alleged abandonment 
of these applications than Ik* has to strike the applications 
from the files of the Patent Ollice in the arbitrary exercise' 
of power which he undoubtedly contemplates by the various 
rules to show cause issued in these proceedings. 
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V. 

There was no Reversible Error in Mis-joinder or Non¬ 
joinder of Parties. 

Parties to an action may be classified under three heads: 

1. Necessary or Indispensable Parties. —Necessary or in¬ 
dispensable parties are those without whom the court will not 
proceed to any decree, even as to the parties before it. This 
class includes all persons who have an interest in the con¬ 
troversy of such a nature that a final decree cannot be made 
without either affecting their interest or leaving the contro¬ 
versy in such a condition that its final termination may be 
wholly inconsistent with equity and good conscience. 

15 Ency. PI. & Pr., 611, and cases cited. 

2. Parties Who are Proper .—Parties who are proper, but 
who are not indispensable, include all persons who have an 
interest in the controversy, but whose interests are separable 
from those of the parties before the court, and will not be 
directly and necessarily affected by a decree which does full 
justice between them and is conformable to equity and good 
conscience. 

ld. ; 653. 

3. Formal or Nominal .—Formal or nominal parties are 
those who have no interest in the controversy between the im¬ 
mediate litigants, but who have an interest in the subject 
matter which may be conveniently settled in the suit and 
thereby prevent future litigation (Id., 659). Such persons 
may be made parties or not at the option of the complainant, 
but provided the decree can be made in their absence with¬ 
out prejudice to the parties before the court. The criterion 
by which to determine w hen one is a mere formal or nominal 
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party, is whether or not a decree is sought against him (Id., 
661, and cases). 

“It can never be indispensable to make defendants 
of those against whom nothing is alleged and from 
whom no relief is asked’’ (Payne v. Hook, 7 Wall. 
(U. S.),432). 

No relief is sought in the bill against the persons who have 
filed interference against Ileany in the Patent Office, and 
an injunction restraining the Commissioner from striking 
Heany’s applications from the files or continuing with pro¬ 
ceedings toward that end, would not involve or prejudice 
their rights. By the test stated above, therefore, it is evi¬ 
dent that such persons are merely formal or nominal parties, 
and it was not necessary to join them in the case. While the 
general rule as to joinder of parties in equity proceedings is 
applicable in suits for injunction, the object of the rule 
being to enable the court to administer justice, the court will 
not suffer the rule to become the instrument of a denial of 
justice to parties before the court who are entitled to relief 
(Bouton v. Brooklyn, 15 Barb. (N. Y.), 375; citing Wood v. 
Dummer, 3 Mason (U. S.), 317). 

Moreover, the objection as to non-joinder and misjoinder 
of jiarties was not raised below, and is not now entitled to 
consideration, or at least to favor by the court. The objection 
(non-joinder of necessary parties) should be taken by special 
demurrer, specifically assigning non-joinder as the ground 
upon which it proceeds (15 Ency. PI. & Pr., 683, and cases). 
As a general rule the non-joinder of merely proper, but not 
indispensable parties, must be raised in limine by appeal, 
answer, or demurrer, and if not so raised, the defect is waived 
and is not available at the hearing, nor can it be raised for the 
first time on appeal. 

Where the parties omitted are necessary only for the pur¬ 
pose of protecting the defendant from further litigation the 
court may in its discretion disregard the objection, if first 
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raised at the hearing. It has been said that a bill in equity is 
never dismissed for the want of parties, and it is undoubtedly 
the general rule that however and whenever the objection is 
raised the bill may and should be allowed to stand over in 
order to afford the complainant an opportunity of bringing 
in the necessary parties by amendment, for the defect of 
non-joinder is generally curable by amendment. 

15 Ency. PI. & Pr., 689, 690, and 691. 

An objection to a bill in equity for want of parties is not 
entitled to favor if not made until the hearing, and, if well 
taken then, permission to amend should be granted. 

Holcomb v. Mosher, 50 Mich., 252. 

As to misjoinder of parties, where the objection is not 
taken in limine by appeal, answer, or demurrer, the court, 
considering the mischief as already incurred and the objec¬ 
tion being merely technical and formal, will not, except in 
special cases, allow it to prevail at the hearing, but will deem 
it to be waived. 

15 Encv. PI. & Pr., 696, and cases. 

*/ ft 

Misjoinder may generally be cured by amendment, and 
the name of one improperly made a party may be stricken 
out even in the Supreme Court. 

Id., 700, and cases. 

It is only when the interests of the plaintiffs are conffict- 
ing that their joinder as parties plaintiff is objectionable. 

10 Ency. PI. & Pr., 906. 

It is to be noted that all of the parties complainant to 
the bill in equity were made defendants to the proceedings 
proposed to be taken by the Commissioner of Patents. It 
should not therefore lie in his mouth to raise the objection 
that such parties are improper in a suit to restrain the action 
threatened in his said proceedings. t 
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Where an officer having a writ in his hands exceeds his 
authority, and it is not charged that the person who is inter¬ 
ested in the execution of the process has advised or directed 
such excess of authority, it is not essential that he should he 
joined as a party defendant with the officer. 

North v. Peters, 138 U. S., 271. 

It has been decided by the Supreme Court (North v. 
Peters, supra ) that in an action to enjoin a sheriff from 
exceeding his authority it is not necessary to join as parties 
defendant the plaintiffs in a suit at law who placed the writs 
under which he was attempting to act in his hands. In 
this case it would appear that these parties had much more 
of an interest in the proceeding instituted by the sheriff than 
have the interferants in the Patent Office in the proceeding 
instituted by the Commissioner. Their rights may be fully 
protected by the striking out of any fraudulent matter, if 
any, in Ileany s applications, or by amendment of the same, 
or by a final rejection of said applications by the Commis¬ 
sioner. It is plain, therefore, that in a suit to restrain the 
Commissioner from striking the applications from the files 
the question as to the power of the Commissioner to take such 
action is one in which the interferants have no interest 
which would entitle them to be made parties in the case. 

In any event, neither objection is a fatal one; either defect 
mav be cured bv amendment. 

The general rule that all persons materially interested in 
the suit must be made parties is subject to a number of well- 
defined exceptions, and its application rests more or lo>s in 
the sound discretion of the court. 

15 Ency. PI. & Pr., 606. 

The object of the rule being to enable the court to admin¬ 
ister justice, the court will not suffer the rule to become the 
instrument of a denial of justice to parties before the court 
who are entitled to relief. 

Bouton v. Brooklyn, supra. 
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The general rule should not be enforced when it would 
work injury to the rights of the parties before the court. 

Smith v. Lee, 77 Fed. Rep., 770. 

It is a well-settled practice for the court at any time during 
the progress of a suit, in its discretion, to call in other parties 
or to cause the proceedings to be amended by striking out 
or adding names of parties, as may be necessary to accom¬ 
plish the ends of justice and secure the interests of all (10 
Encv. PI. & Pr., 895, and cases cited). 


VI. 

The Preliminary Injunction Should not be Disturbed. 

It must be remembered that the order appealed from is not 
a final, but an interlocutory one, and should not be reversed 
without strong cause. The Court of Appeals is loath to dis¬ 
turb a preliminary injunction, which is considered to lu* 
largely in the discretion of the trial court. 

See Oil Co. v. Oe«er, 11 App. D. C., 80, in which it was 
said: 


“What we said in the case of the Electric Lighting 
Company v*. Metropolitan Club, 0th App. D. C., 536. 
is applicable here. There it was said. ‘An injunction 
pendente life is only a conservative measure intended 
to preserve existing conditions and to save all rights 
until the merits of the controversy can he judicially 

• *F « 

.ascertained by such proofs as the parties may ho able 
to adduce/ 

“And again: ‘We should not lightly disregard the 
action of the court below, or reverse that action, un¬ 
less it is made very plain to us either that such action 
was erroneous, or that it is in the interest of justice 
that it should be vacated. One who appeals from a 
merely interlocutory order should therefore show a 

%j «/ 

very strong case to overthrow action intended in its 
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very nature to give the court reasonable opportunity 
to determine the question of right in the controversy 
between the parties.’ ” 

Also Webb v. King, 21 App. D. C., 141: 

“It is argued, in the second place, that, although 
the complainant alleged in her hill of complaint that 
she had not been otherwise delinquent, vet the an¬ 
swer denied this and alleged certain other failures by 
her. But plainly it does not follow from this that 
an injunction pendente life should not issue. The 
argument for the appellant proceeds upon the theory 
that a motion for an injunction pendente life should 
he determined as though the hearing were upon hill 
and answer. We think this is an erroneous assump¬ 
tion. It is right and proper, of course, as claimed by 
counsel, that upon a motion for injunction pendente 
Jite the statements of an answer responsive to a hill of 
complaint and contravening its allegations should he 
considered and have due weight, if such an answer 
has been filed; and vet it does not follow that, at the 
hearing of such motion, the answer which at this 
stage of the case cannot he regarded as much more 
than an affidavit, should he allowed to overcome the 
sworn statement of a hill of complaint. The applica¬ 
tion is one addressed to the discretion of the court; 
and the purpose then is not so much to determine 
rights as to preserve the existing status until the rights 
of the parties can definitely he determined, if there is 
reason to believe that a change of such status would 
injuriously affect the rights of the complainant. In 
the effect to he given to an answer at this point, it 
must he remembered that the complainant has had 
no opportunity to controvert its averments: and that, 
if in the hearing of a motion for an injunction 
pendente life the averments of an answer in denial 
of the allegations of a hill of complaint are to he 
taken as true and incontrovertible there probably 
never would he nor could he a ca^e where an injunc¬ 
tion pendente Jite could properly he issued. I T pon 
this hearing the sworn statements of an answer are 
entitled to no greater weight than the sworn state- 
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ments of the bill of complaint: and it is within the 
sound discretion of the court to grant or withhold the 
injunction.” 

Conclusion. 

It is respectfully submitted that there is no error in the 
decree of the court below and that it should be affirmed. 

Chas. A. Douglas, 

Gibbs L. Baker, 

J. H. Brickenstein, 
Counsel for John Allen Hean »/. 
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STATEMENT OF THE CASE 

These arc appeals by the Commissioner of Patents, de¬ 
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entered by Mr Justice Barnard, holding an equity court, by 
which he overruled the demurrer to the bill of compliant, 
interposed by the defendant, and granted a preliminary in 
junction as prayed by the hilt (j>p HI H2> 
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OCTOBER TERM, 1909. 


Nos. 2049 and 2063. 


SPECIAL CALENDAR, Nos* 8 &nd 11. 


EDVVAKI) R. MOORE, Commissioner of Patents, 

Appellant, 


v. 

JOHN ALLEN HEANY THE IIEANY COMPANY, and 
THE HEANY LAMP COMPANY. Appellees. 


Brief of Morgan H. Beach, Counsel for the General 
Electric Company, Assignee of Hans Huzel, Alex¬ 
ander Just, and Franz Hanaman, as amicus curiae. 


The bill was filed below to restrain the Commissioner from 
considering whether certain applications for patent should 
not be abandoned for lack of prosecution, and whether others 
should not be stricken from the tiles as counterfeit applica¬ 
tions, fraudulently pending. 
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Before suit Brought., the complaining parties had, on 
notice from him. appeared, and, denying his right to strike 
from the tiles, disclaimed liability for negligence, if any 
there had been, in prosecution, and asserted their ignorance 
and innocence of fraud, if any had been practiced. They 
demanded strict proof of both fraud and negligence, and 
affirmatively requested that, were either established, he 
should purge the one and condone the other, and restore the 
applications to their original integrity, for examination and 
treatment in due course. 

The time first fixed by the Commissioner for their ap¬ 
pearance was extended; and after appearing and answering, 
they exhibited their bill and preliminarily enjoined any 
consideration at all. bv the decree which is here for review. 

The Commissioner’s action was formally invoked bv an 

%> 

official letter of February <S, 1909, from one of his subordi¬ 
nates. Principal Hxaminer Kinnan.. head of Division 37, in 
which ten of the twelve applications mentioned in the bill 
then were, and two had recently been, for examination. In 
addition to the statements of this letter, which were of facts 
coming to the Kxaminer’s knowledge, there were other mat¬ 
ters of common knowledge, alleged and relied upon in the 
Coiiiniissioner s a i iswer. 

It appears that a year before the Kinnan letter the per¬ 
petration of fraud' in other applications of lleany—not in¬ 
volved in this suit—was brought to the (’ommissioner’s at¬ 
tention. This he inquired into by a committee of three em¬ 
ploye.' of the Patent Office, who reported to him; and in- 
uietments followed against certain parties for forging and 
destroying records of that office, and for conspiring so to do. 

These parties were lleany, who, on trial, was acquitted: 
Barton, who was tin* assistant examiner to whom, in Division 
37. the original records thus forged and destroyed hud been 
referred: and Kverding, who was lleany’s attorney before 
the office. Barton admitted the truth of and plead guilty to 
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all the indictments; Everding pleaded not guilty, but was 
convicted; and both were sentenced to the penitentiary. 

The indictments affected two applications of Ileanv for 
patent: one of them (241,782) the bill does not mention., 
and as to the alleged fraudulent reinstatement of the other 
(238,7t>9) there was, in any of the indictments, no such 
charge. 

Twelve applications of Ileanv are set out in the hill, seven 
of which he assigned after his indictment and before his 
acquittal: two more he assigned after acquittal and before 
tlie Kinnan letter of February 8, 1909; after that letter, and 
with notice of its contents. Ileany’s assignee, the Ileanv 
Company, again assigned these nine applications to still 
another Ileanv corporation. The Ileanv Lamp Company, 
and apparently is without interest in this suit. 

It appeared, also, in the investigation which preceded the 
criminal proceedings, that there was evidence tending to 
'how. in like manner, further fraud in other Ileanv appli¬ 
cations in which patents had been then granted: and the 
Attorney General of the United States had, on this being 
reported to him by the Commissioner, brought suits, still 
pending, for cancelling the letters so fraudulently obtained. 

Of Kinnan s report, it is here sufficient to say that, while 
involving the same parties, viz: Barton, Everding. and. 
Ileanv. as in the indictments, it was directed at frauds com¬ 
mitted in applications still pending in the Patent Office, 
awaiting patent, while the indictments dealt with one appli¬ 
cation which had passed into patent, and did not charge as 
to the other and pending application the entire fraud re¬ 
ported by Kinnan. 

The general method of fraud indicated by him was similar 
to that alleged in the criminal prosecution; but the fraudu¬ 
lent acts themselves, and the records affected thereby, were 
distinct in the one case from the other. 

In the two Heany applications, both mentioned in Kin 
nan s letter and in the bill, which had been in Division 37. 
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one filed August 31, 1906, No. 332,786, and the other filed 
November 19, 1906, No. 344.068, interferences had been 
declared, and were pending, with applications of other in¬ 
ventors for the same patent. Heany had declared each to be 
a division of an earlier application filed December 29, 1904, 
No. 238,769. 

As is known to this court, by rule of the Patent Office 
parties in interference are presumed to have made their in¬ 
ventions in the order of time in which they file applications, 
and the burden of proof is on the applicant affirming a 
different order. Where the application is a division of an 
earlier one, it takes the filing date of that. Iieuny’s appli¬ 
cations in interference, thus relating back to the alleged 
parent, were superior in presumption of priority to his 
rivals’, though in fact filed after theirs, and upon them was 
the onus of overcoming this presumption. 

These* rivals, Dr. Haas Kuzel and others, whose applica¬ 
tions antedated, in filing, the alleged divisional** of Heany, 
petitioned the Commissioner, after Rinnan s report had been 
made, either to strike the Heany applications from the files, 
<>r to treat them as nullities for fraud, and to direct the Ex¬ 


aminer of Interferences to dissolve the interferences 


Ihaiiy, charging fraud in their prosecution of a kind similar 

to that laid by Kinnan. 


Notices were issued by the docket clerk to the complain¬ 
ant.**. setting these petitions down for hearing, in the inter¬ 
ference cases; but the Commissioner, without whose knowl¬ 
edge this had been done, canceled these notices and issued 
rules against complainants as prayed in the petitions, and 
'impended meanwhile further proceedings in interference. 

To these rules complainants made no answer, nor were 
the parties at whose instance they were issued made parties 
defendant to this suit. The tenor of the rules was different 


from that of the rules issued on Rinnan's report ; the relief 
sought was different; and the parties interferant were not 
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parties to the criminal proceedings, which were res inter 
at in # actae. 

Aet the effect of the decree helow is to prevent any action 
by (he Commissioner in their relief, rendered in a cause 
(o which they were certainly proper if not necessary parties, 
hut in the conduct and determination of which thev had no 
opportunity to he heard. 


ARGUMENT. 


Regard being had to the condition of these applications, 
reported to the Commissioner as having arisen through the 
criminal acts of a former subordinate and a patent agent, it 
would seem that action of some sort was imperative. 

If the statutory power, duties and responsibility of the 
head of the office l>e borne in mind, the Commissioner would 
appear the proper one to inaugurate such action. 

And divesting the bill, as properly it should be divested, 
of the complexion it incorrectly seeks to give to Rinnan’* 
report, and its consideration by the Coniinissioner. of a 
second trial of Heativ on criminal charges, to be penalized by 
loss of property, it will be seen that the complainants them¬ 
selves have admitted, in the Patent Office. that tin* Con mi is- 
doner should act and have affirmatively invoked relief. 

Always saving their objection that the Commissioner i- 
powerless to strike the applications from the files, they yet 
there request him to purge them of any fraud which, with¬ 
out fault of their*, may have been injected, and to overlook 
failures to prosecute in due season where they had desired 
and believed such prosecution had been made. Thus, the 
agreement of both sides is, in the office, that the Commis¬ 
sioner should take action, if *the alleged condition f*e true: 
and the dispute is rather a* to the form of -uch action and 
the sort of relief to be there administered. 

It will now be attempted— 

(1) to give a summary of the more important provisions 
of law affecting the Commissioner of Patents; (2) to -tale 
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the actual condition confronting him; (3) to analyze briefly 
and to explain the proceeding.* had in the office from Kin- 
nan’s rejmrt up to the injunction, and (4) to eliminate, as 
immaterial, the question of the guilt or innocence of Ileany, 
and a* irrelevant or inapplicable the question of rex jmli- 
rntn —all in the effort to show that the learned justice below 
should have denied the preliminary injunction for lack of 
equity in the’hill. and because of another complete remedy, 
and should have sustained the jurisdiction of the defendant 
in a matter arising out of his employment as an officer of 
the I nited States, within his duties as such, requiring the 
exercise of judgment and discretion, uncontrollable by the 
learned justice. 

The opinion of his Honor would indicate an indisposition 
to pass upon the question of law involved, hut a willingness 
to assume the task of taking testimony to save the complain¬ 
ants possible needless expense. It is not apparent, imme¬ 
diately. at least, what support this gives to the decree, nor 
how any final decree on tin* legal question of the authority 
of the appellant could he strengthened by testimony, however 
economical such a step might prove. Precisely the same ques¬ 
tion is presented here as was before his Honor below: and 
it is not easy to see, from the opinion, any room for the exer¬ 
cise of discretion upon the grounds it sets forth. 


I. 

( ertain Proeixions of Law Affectiny the ( am mtsxmmr of 

Patent x. 

lie is a presidential appointee (It. S.„ V . S., Sec. 17b). and 
bonded for the faithful discharge of his duties (Sec. 171)). 
During his incumbency he cannot acquire or take, directly 
or indirectly, any interest or right—save by bequest or in¬ 
heritance—in any patent issued bv the office (Sec. 1K0). 
He nominates, for appointment by the Secretary of the 
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Interior, every ofiicer. elerk or employee authorize*! for the 
oliin* except the Assistant t 'onunissioner. and three ex- 
aniiners-iu-chiet (Sef*. 470 1. lie can itscdgn to the ex- 

aiiiiner.-in-chief duties additional to and other than the 
*pecifie -lututory duty r**quircd *»f them (Sec. 4vj > lie 

niii.-t mi|> erintend or perform all dutio re.*|Ncting the grunt- 
•»»U and issuing of patent* required by law i Sr. 4M * ; and 
charged with the rihliHlv ot all the nii*nL» of the otfiee 
1 1 Iml ). I*or the eonditet of proceeding* in the ottiee lie tnav. 
a* occasion ari*e*. establish regulations. provided they !*• 
not inconsistent with law. and are approved by the Secre- 
tan (See. 4H;S). Any patent agent or attorney may U 
refused recognition hy him. either generally or in a particu¬ 
lar cum*, for gr<>.*.* misconduct: hut lie mu$t rtrunl hi.- rca- 
mhi*. which an* *ubject to the Secretary ’* approval (See. 
h s i ). A party tiling jtaper-, incorrectly or illegibly writ¬ 
ten. may he required by him to print them i S*c. 1» i Hi* 
eertiticate. under the *cal of hi* ottiee. to co|Hc« of any of hi* 
otliciul record*, make* them evidence wherever the original* 
eould he (See SW2). In all letter.* patent hi* name must 
he *igncd, and they all must he recorded in bo«>k* *|**ciall\ 
kept for that purpo*e. in hi* otliciul custody (See l^Vti. 

\ll application- for | atent mu*t he mad** to him i S*«*. 
|ss«s) ; and if they I M* .*<(( It >i ft/ll trill ton* 1 1* flit lilti /> if H t ft j* 
lie it i- who eau*e- an examination to he made Sec. ISHM) 
W ith him. and with him alone, in tie ottiee. i- the power 
lo i*.*ue the letter*: it. on the examination which In direct* 
to he made, it app**ar that the claimant i* ju.*tl\ entitled 
thereto, lie award* letter* 'Sec. |N0:‘.). I li* dcci*ion.«. in thi* 
regard, are reviewahle h\ the court* i S**e 4911. See |!t| V 
Court of Appeal* Act. See. it). 

Ih* notifies an applicant of the rejection «*f hi" claim, with 
the reasons therefor and with information which may aid 
him in renewing hi* application: and la* order.* a re-exami¬ 
nation of tin* application, if it he renewed in it* original or 
in an amende*! form (Sec. 4903). 
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If an application, in his opinion, would interfere with 
another or with an unexpired patent, he directs an examina¬ 
tion in that regard (Sec. 4904) ; and he may issue a patent 
to the party who is adjudged the prior inventor unless the 
adverse partv appeals from the result of that examination 
within a time to be prescribed by him. 

lie considers appeals, also, from the Kxaminers-in-Ohief 
and the Examiner of Interferences (Sec. 4910). 

lie may establish rules for taking affidavits and deposi¬ 
tions required in cases pending in the office (Sec. 4905) ; 
and conducts inquiries known as public use proceedings. 

Other provisions dealing with his reports, the exhibition 
of models, printing and publishing the Official Gazette, etc., 
are not here pertinent. 


II. 


Tit* Condition Confronting the Com mimoner. 


The Rinnan report raised a question as to what should 
be done in bis division with the applications there pending. 

It was made after the conclusion of the criminal trial ami 
the institution of the civil suits. 

Sentence had been passed on Barton and Everding: the 
Attorney General was, in the civil courts, acting on lleany 
patents actually issued, and beyond the Commissioner's con¬ 
trol. There remained, however, the grave question of the 
alleged frauds in applications within the office. 

These, in part, were said to have been so manipulated by 
Barton and Everding, with Ileany’s connivance and for his 
benefit, as. in effect, not to be the applications which were 
originally referred to be examined, and, in part, not to be 
living applications. 

The Commissioner had either to ignore this condition or 
to postpone its consideration or to deal with it at once. 
If he ignored it, and the suspected applications were other- 
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wise patentable, he must issue letters where then- rea¬ 
sonable cause to believe the applicant was not jn*tly entitle*! 
thereto, without any inquiry into the fact. 

He might postpone this vital question “lying .u tie 
threshold of bis duties' and |iermit the dozen ea.-*' to run 
their several and entire wii\> through all the jm»— thiiiti*- «•! 
teehtdcal procedure and examination, only to fait* it in th* 
end. And, as if to precipitate present inqiiirv. hr I lam 
Kuzel, Alexander Just. Franz llanainan. and Werner \ on 
Bolton tender to him their petition^ asking him m dt"ol\* 
interferences into which their applieation* ha\« Lm thrwi 
with some of lleanv s. averring. «*n information and t«iiei 
a condition of theirs similar to that reporu-d l»\ Kinnan 
and praying additional relief. 

On this condition the (’oniiiii^unirr aeted forthwith 


III 


The Proven!my* (nth Pattnt Ofliv* from hmnon* 

to tli» Injunction 


To each complainant the t ommi"iou« r ~eiit .» ««*|* 
Kinnan s report and the iiiU*rferant|H-titiom in an otfia tai 
letter. 

I mine importance i? attached m the wopl* >in«ken 
from the tiles occurring in it. a?* it that w«r» th« —»U ohfe* 
of his notice and inqiorted some |aeiiliari\ illegal d^igt 
the otticial mind. 

But if the whole letter In* o»iisiden*d it* • i» .it import ear 
not Ik* misunderstood, that lie intend' m inii'ider tin mat 
ter and requires an answer from them in order »• •!••* oi* 
what is best to Ik* done. If they do not 'how tali'* th* 
charges will Ik* presumed true, so far as their intereM i' o*n 
cerned: if thev do answer, testimonv will U taken I 
either event the investigation will proceed 
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Whether it is to result in striking from the files or aban¬ 
donment or in rejection—what its conclusion will be is a 
matter for his decision. On this they are to be heard and, 
it is to be presumed, fairly heard. The circumstances and 
tenor of their answers have been already indicated. 

IV. 

I Irani/’* (r it i It or Innocence Immaterial , and the Doctrine 
of Re* Ad judicata Inapplicable. 

The bill, in its fifth paragraph, states that Kinnau “did 
make and prefer certain charges against Heany,” which is, 
in part, correct. Cndoubtedlv his knowledge of, and benefit 
from Barton and Everding's acts is alleged; and it may be 
said that Ileanv's participation was passive. But it is sub¬ 
mitted that, so far as concerns the duty and power of the 
Commissioner to ascertain whether the alleged applications 
were true or live applications, it is quite by the way whether 
lleanv did or did not aid and abet the other two. 

If Barton and Everding had substituted false records for 
true, or had made false entries of action to keep alive ap¬ 
parently actually abandoned applications, none the less was 
the issue of application cel mm. The appellees' original 
applications may or may not be restored, but the difficulty 
of so doing is no argument against considering whether 
they have disappeared by the joint act of a dishonest official 
within the Patent Office acting with their attorney, outside 
of the office, in the selection of whom, however innocently 
made bv them, they have enabled the commission of forgery 
and fraud to the scandal of public administration and the 
prejudice of other applicants no less deserving of consider¬ 
ation than are they. 
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Some Minor 1 'on-mdernhon* 


W hat has so far been submitted i> in the attempt In mn 
vey to the court a fair, general idea of what is the actual 
situation of the Commissioner of Patent* upon the ree»*nl 
that it may decide whether fmm these fact*, in miineciHH 
with the general statutory’ provision!* affecting him. a rae 
is macle for the transfer of the administration «.f thi* affair 
of his office, in which he i* exercising <pia*i-jndicn»l fun* 
tions. to the court at this time 

It will la* noted that no citation of authority j. mad«. an 
abundance of which will doubtless I* *upplted b\ omns' 
of record for the parties litigant. That an application for a 
patent is not property; that a court, even of limited jun* 
diction, may and must determine whether a record 1* it* 
record; that a departmental rule is not a |*owcr. but *impl\ 
an expression of some mode of its exercise. that the |-***i 
bilitv of abuse of power is nut conclusive again*! it* »*\i*i- 
ence; that all apj>eals are *tatutory— iIicm* an* genera! 
propositions applicable to the present case which ne*^l n<> 
endorsement from the books. 

Respectfully submitted, 

Morgan II Beach 

.1 mirM# * 'on# 
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JOHN ALLEN HEANY, THE HEANY COMPANY, and 
THE HEANY LAMP COMPANY. 

SUPPLEMENTAL BRIEF ON MEANING AND 
EFFECT OF “ STRIKING FROM THE FILES.’* 

Some question having arisen its to what “striking an 
application from the files’* really means, and whether or not 
it amounts to an ordinary rejection upon which the appli¬ 
cant may amend and have a second examination, and from 
which, if repeated by the Commissioner, he may appeal, this 
question will now be considered, both from the standpoint 
of the appellees and that of the Commissioner of Patents. 
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The case of Nelson v. Seymour, 25 W. L. R., 135, is ex¬ 
tensively quoted in our main brief. In this case it was held 
by the late Judge Cole that no appeal would he from such 
an action on the part of the Commissioner, and that an 
order to strike an application from the files was not a rejec¬ 
tion of the claims of the applicant, but a refusal to hear or 
act on them at all. and bv it “the doors of the Patent Office 
were closed and barred against him.” 

In re Frasch, 20 App. D. C., 298, involved the power of 
the Commissioner of Patents to stop proceedings on an appli¬ 
cation under a rule of the Patent Office alleged by petitioner 
to be ultra vires and invalid. While the complainant urged 
that the Commissioner's action involved a practical denial of 
the application, it was held that an appeal would not lie, the 
court saving that the right to appeal was limited to two 
classes of cases. 

•‘First, where an application for patent has been 
finally denied; and, second, where in an interference 
proceeding there has been a final determination of the 
question of priority of invention between adverse 
claimants.” 

F. S. ex ret. Stinenietz r. Allen, 192 U. S., 543, involved a 
similar state of facts, and it was held that, while an appeal 
would not lie, mandamus would. Both cases are referred to 
in the main brief of counsel for appellees, and seem to estab¬ 
lish conclusively that no appeal will lie in this case. 

An examination of the statutes bearing on the matter 
seems to lead to the same conclusion. 

Section 4903, R. S., provides as follows: 

“Whenever, on examination, any claim for a patent 
is rejected, the Commissioner shall notify the appli¬ 
cant thereof, giving him briefly the reasons for such 
rejection, together with such information and refer¬ 
ences a-< may be useful in judging of the propriety of 
renewing his application or of altering his specifica¬ 
tion; and if. after receiving such notice, the applicant 


persists in his claim for a patent, with or without 
altering his specifications. tin* Commissioner shall 
order a re-examination of the case.” 


Pile applicant is thus given hy law the right to know, lir-t. 
what defects in his application have caused it- rejec tion, and 
what action on his part is. in the opinion of the Commis¬ 
sioner. requisite and proper in order that the *ame may la¬ 
conic entitled to favorable consideration and the issuance of 
a patent. He is then given an opportunity to amend hi- 
application along the lines -ugge-ted hy the Patent Office 
officials, and to cure the defects and moot the objections 
raised hv them; and. after amendment, he may ask. and 
shall then receive, a second examination «»f the application 
once rejected. If his papers '■till fail to meet with the ap¬ 
proval of the examiner or Commissioner, a -econd rejection 
may l»e final, and he has then the right of appeal A* a 
matter of practice, however, the great majority of applica¬ 
tions which are finally granted hy the Patent Office arc 
allowed to he and are actually amended -cveral time- before 
final action thereon. 

Now. during all this time the application involved i- non*— 
sarilv before tin* Office and -object to further action at an\ 


time. But if an application is “stricken from the file- it i- 
surelv no longer before the Patent Office, and no further 
action can he taken on it. It may not Is* physically re¬ 
moved from the files, though, as a matter of fact, it having 


ceased to he a part of the records of the Office, there seetm 
to he absolutely no reason why it should not he destroyed or 


east into the waste basket hy anv one who cared to take tin* 


trouble to do so. At any rate, it i* legally no longer then*. 
Tt cannot he amended, for there is nothing to amend No 
application is before the Office. Tn the case at bar it i* not 
the alleged fraudulent matter in TTeanv’s application* flint 
would he stricken out. hut six whole application*, and each 
and every part of them, including claim* admitted to Is* 
true and valid along with those alleged to he fraudulent and 
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false. The provisions of the law could not therefore be 
complied with. The Commissioner could not indicate to 
Neatiy what steps he might take to amend, nor could the 
latter make any amendment or get anv further consideration 
of his applications. 

If the Commissioner had notified Ilcany that his applica¬ 
tions were rejected because false entries had been made 
therein, and that they must he amended by striking out such 
fraudulent matter, or even if he had said, “Your applica¬ 
tions are rejected, and no amendment which you may make 
will avail you to secure a patent so far as my decision ex¬ 
tends." the present action would never have been under¬ 
taken bv the appellants, for from the latter action Ilcany. 
after tiling such amendments as might be necessary, might 
and would have appealed directly to this court. 

This the Commissioner and his counsel vorv well knew. 

t 

If they had intended that Ileany’s applications be rejected 
in the ordinary way. so that he might have an opportunity 
to amend and appeal, they would have said so. 

The question as to the effect of striking from the tiles 
would seem to resolve itself into this: It either amounts to 
the final rejection referred to in the statutes or it does not. 
Now. the right of appeal from tin* decisions of the Commis¬ 
sioner is a purely statutory one (Westinghouse r. Duncan, 
1 App. D. C.. 181). and all the provisions of the acts relat¬ 
ing to the subject must be complied with. Section 4008. 
T». S.. quoted above, gives an applicant whose claim has been 
rejected an opportunity to alter his application to meet ob¬ 
jections made against it. Under this section the applicant 
has a right to amend after receiving the suggestion of the 
Commissioner (Godfrey v. Evans, 1 Wall.. 817). After the 
claimant has amended, if he desires to do so, the Commis¬ 
sioner orders a re-examination. Section 4000 then provides: 

“Every applicant for a patent or for the reissue of 
a patent, any of the claims of which have been twice 
rejected, and every party to an interference, may 
appeal from the decision of the primary examiner, 
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or of the examiner in charge of interference* in such 
case, to the board of examiners-in-chief: having once 
paid the fi^ for such npfieiil.'' 

Sections 4910 and 4911 arc as follow.-: 

“If Mich party is dissatisfied with the decision of 
the examiners-in-chief, lie may. mi payment of the 
fee prescribed, appeal to the Commissioner in per-on.’ 

“If such party, except a party to an interference, 
is dissatisfied with the decision of the Commissioner 
lie may appeal to the Supreme Court of the District 
of Columbia, sitting in bane. 

And hv the act of February 9. 1M9;». J7 Stat. L„ 4d0. it 
• « 

was provided that the determination of appeal- from the 
decision of the Commissioner of Patents vested in the Su¬ 
preme Court of the District of Columbia should he vested in 
the Court of Appeals. 

The conclusion seems irresistible that if the action pro¬ 
posed to he taken by the Commissioner amounts to the re¬ 
jection contemplated by the nets which may U* appealed 
from, it should allow the applicant an opportunity to amend 
and a second examination and ruling on applications a.- 
amended, and conversely, that if it does not give I leans an 
opportunity to amend and a second examination, it doe.- not 
amount to the rejection conlemplatnl by the acts. 

It is clear enough that the Commissioner and his counsel 
do not regard striking from the files as -uch a rejection a- 
niay be cured by amendment or appealed from bv Ileiinv. 
The brief for appellant contains -uch phrases as the follow 
ing: 

“This description of the invention i.- what the 
Commissioner is to cause to be examined; but before 
he can cause an examination he must ascertain 
whether be has an application before him. 

“An examination means an examiner and -ome- 
thing to lie examined. * * * The determination 

of this charge is necessarily preliminary to the ex¬ 
amination itself, for if the thing to In* examined bar* 
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ceased to exist there can, of course, be no examina¬ 
tion and the whole proceeding is at an end. 

“* * * The interference exists on the theory 

that Heanv has pending honest applications; if this 
he not so. there is nothing to interfere, and the ap¬ 
parent interference should he ended.” 

And the examiner-in-chief of the Patent Office, in closing 
die argument for appellant before this court, very frankly 
stated that he did not consider that the proposed action of 
the Commissioner could he appealed from, hut that the 
result would he that all proceedings in reference to Ileany’s 
applications would he at an end. 

The effect of the proceedings instituted by the Commis¬ 
sioner. if he is allowed to proceed untrammeled, will he that 
all benefits of lleanv’s inventions will he taken from him. 
The interferences now pending with Hans Kuzel, Just and 
Ilannaman, and Von Bolton will he dissolved so far as 
Heanv is concerned. And the rights of all these interferants 
have been bought up by the General Klee trie Company, in 
whose behalf a brief has been filed before this court by Mor¬ 
gan H. Beach. Esq., a member of the firm of Beach and 
Adkins. Consequently, there will remain no ground for a 
contest as between the other applicants, and patents on all 
of the claims may be expected to be speedily granted to their 
assignee, the (ieneral Electric Company. The point of pri¬ 
ori tv of invention will not be in anv wav involved. This 

t # * 

point is ordinarily the test of the awarding of a patent in 
such cases (section 4904, K. S.). And it may he shown and 
a new application filed, even where there is an incurable 
defect in the original application (Hopkins r. Scott, 10A (). 
G., 1203; C. !>., 1903, ‘201). But in this case the articles in 
question have been in public use for more than two years, 
and therefore by section 4386. B. S., no patent could now Ik* 
issued upon an application. If Ileany’s applications are 
eliminated now he will be as completely deprived of any 
benefits arising out of his inventions as if they had never 
been made. 
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Apropos of priority it may be noted that so far as regards 
applications Nos. 332,786 and 344,068, the divisions of the 
application of December 29, 1904, No. 238,769, the charge 
made against them is that because of the alterations alleged 
to have been made in No. 238,769, they are not in fact 
divisions of the latter. Ordinarily the only result of this 
would be that they lose the benefit of priority in filing date, 
as not referring back to the application of December 29, 
1904, and that instead of enjoying the presumption of pri¬ 
ority of invention arising on account of prior filing, the 
burden of showing that he was the first inventor would be 
transferred to Heany as a junior applicant. Thus the scratch 
of a pen through the statement claiming a division would 
place these two applications on a firm ground and enable 
Ileany to contest the matter and show, if he could, a superior 
right to that of the interferants and the General Electric 
Company. But, as we have said before, if the matter is left 
exclusively in the hands of the Commissioner and his present 
advisers, Heany and his assignees will, in an interlocutory 
proceeding in the Patent Office on charges of fraud, in 
which they have denied having any part or share, be left in 
such a situation as to lose forever the benefits from one of 
the greatest and most useful inventions of the age. 

Respectfully submitted, 

Chas. A. Douglas, 

Gibbs L. Baker, 

J. H. Brickenstein, 
Counsel for John Allen Heanj/. 
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